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PART I 


THE LANHAM ACT OPPOSITION 
By Walter J. Halliday’ 


Section 13 of the Lanham Act provides: “Any person who believes that he 
would be damaged by the registration of a mark upon the principal register may, 
upon payment of the required fee, file a verified notice of opposition in the Patent 
Office, stating the grounds therefor, within thirty days after the publication under 
subsection (a) of section 12 of this Act of the mark sought to be registered. For 
good cause shown, the time for filing notice of opposition may be extended by the 
Commissioner, who shall notify the applicant. An unverified opposition may be 
filed by a duly authorized attorney, but such opposition shall be null and void unless 
verified by the opposer within a reasonable time after such filing to be fixed by the 
Commissioner.” 

This section parallels the provisions of section 6 of the 1905 Act,® governing 
oppositions, except that, for good cause shown, the Commissioner now has power 
to extend the time for filing oppositions.* Under the 1905 Act, the opposition period 
of thirty days could not be extended.’ 

Only marks published in the Official Gazette, under section 12(a),° for regis- 
tration on the principal register, or on such separate registers as the Commissioner 
may establish under sections 3 and 4, are subject to opposition. These include 
trade-marks, service marks, collective and certification marks and applications for 
concurrent registration. Neither marks published under section 12(c),’ nor those 
published for registration on the supplemental register,” are subject to opposition. 


Who May Oppose 


As under the 1905 Act, “Any person who believes that he would be damaged 
by the registration of a mark,” upon the principal register, may oppose. In con- 
struing the same language under the 1905 Act, it was held that: “It is not sufficient 
for the opponent to say he believes he would be damaged. He must allege some 
fact showing an interest in the subject matter from which damage might be in- 
ferred.”” The same rule will apply under this section. 

Therefore, all those persons who could oppose under the 1905 Act may do so 


This article Copyright 1947 by Walter J. Halliday. 

1. Wallace H. Martin, Esq. and the author, both of the New York Bar, expect to publish 
jointly a text book, which they now have in preparation, on the new Trade-Mark Law. 

2. 15 U. S. C. A. 1063; 60 Stat. 433. 

45.5 aAA. &%. 

4. Supra; see also Rule 20.2. 

5. Hearing, November, 1944, p. 28; Martin v. Martin & Bowne Company, 27 App. D. C. 59, 
62 (C. A. D. C., 1906); Park & Tilford v. H. Jerne Co., 116 M. D. 138; 5 T.-M. Rep. 118 
(1915) ; Plymouth Cordage Co. v. Hoover & Allison Co., 140 M. D. 422; 12 T.-M. Rep. 269 
(1922) ; In re Petition of Essco Mfg. Co., 151 M. D. 337; 16 T.-M. Rep. 539 (1926). 

6. Supra; and 15 U. S. C. A. 1062(a). 

7. 15 U. S.C. A. 1062(c) ; see also Hearing, November, 1944, p. 54-55. 

8. See Sec. 24 (15 U. S. C. A. 1092); similarly, 1920 Act applications were not subject to 
opposition (Fitzpatrick Brothers v. B. Heller & Company, 1925 C. D. 149, 151; 341 O. G. 257). 

9. Battle Creek Sanitarium Company, Limited v. Fuller, 30 App. D. C. 411, 415; 1908 C. D. 
370, 373; 134 O. G. 129 (C. A. D. C., 1908). 
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under this section, such as owners and users” of similar marks, exclusive agents,” 
holding companies,” importers of goods under a foreign trade-mark,” together 
with related companies,* concurrent users,”* and users of similar service,”® collec- 
tive and certification’ marks in related fields. 

It was well settled under the 1905 Act, that the right to oppose was not limited 
to persons owning a registered mark.** Nor is it so limited under this Act. 

The statutory right to oppose or cancel’ depends upon a showing of “damage” 
likely to result from the registration. This was also true under the 1905 Act.” 
While “damage” is not defined by the present Act, nor did the 1905 Act do so, there 
are ample precedents available in the cases, under the 1905 Act, which will apply. 


What Constitutes Damage 





In construing the 1905 Act, it was held that an opposer need not prove actual 
damage, in order to succeed ; and that it was only necessary for the opposer to estab- 
lish such an interest in the subject matter of the application that he would probably 
be damaged by the registration.” 

“Of course, Congress did not mean to grant these rights to a mere intermeddler. 
. . . . Certainly the person seeking to cancel a registration or oppose an application 
for registration must have a greater interest than a member of the general public. 

. . . It is well understood in the application of equitable remedies that one who 
seeks such application is bound to show an interest in a suit personal to himself and 
not such an interest as he has only by virtue of being a citizen.”” 

“But, where the party is seeking to prevent the adoption of his name as a trade- 
mark or the cancellation of its registration, his action is grounded upon the invasion 
of a property right inhering in the name itself, and damage will be presumed.”” 
















10. Malone v. Procter & Gamble Co., 65 F. (2d) 154 (C. C. P. A., 1933) ; Continental Var- 
nish Co. v. Alabastine Co., 6 F. (2d) 717 (C. A. D. C., 1925); Rosengart v. Ostrex Co., Inc., 
136 F. (2d) 249 (C. C. P. A., 1943) ; Crescent Tool Company v. Prest,71 U.S. P. Q. 247 (1946). 

11. Georg Jenson & Wendel, A/S v. Georg Jensen Handmade Silver, Inc., 111 F. (2d) 169 
(C. C. P. A., 1940). 

12. The H. & W. Company v. Bromley-Shepard Co., Inc., 18 T.-M. Rep. 129; 151 M. D. 
587 (1928). 

13. Arai & Briesen v. George Borgfeldt, 2 T.-M. Rep. 258 (1911); Cf. Otard, Inc. v. 
Italian Swiss Colony, 141 F. (2d) 706 (C. C. P. A., 1944). 

14. Sec. 5 and 45; 15 U. S. C. A. 1055 and 1127. 

15. Sec. 2(d) and 17; 15 U. S. C. A. 1052 and 1067. 

16. Sec. 3 and 45; 15 U. S. C. A. 1053 and 1127. 

17. Sec. 4 and 45; 15 U. S. C. A. 1054 and 1127. 

18. Trustees for Arch Preserver Shoe Patents v. James McCreery & Co., 49 F. (2d) 1068, 
1071 (C. C. P. A., 1931) ; California Cyanide Co. v. American Cyanamid Co., 40 F. (2d) 1013, 
1015 (C. C. P. A., 1930). 

19. Sec. 14; 15 U. S.C. A. 1064. 

20. 15 U. S. C. A. 86 and 93. 

21. Vi-Jon Laboratories, Inc. v. Lentheric, incorporated, 133 F. (2d) 947, 948 (C. C. P. A., 
1943) ; Montevallo Coal Mining Co. v. Little Gem Coal Co., 48 F. (2d) 411, 413 (C. C. P. A,, 
1931) ; California Cyanide Co. v. American Cyanamid Co., 40 F. (2d) 1003, 1005 (C. C. P. A., 
1930) ; Lever Bros. Co. v. Armour & Co., 24 F. (2d) 285, 286 (C. A. D. C., 1928). 

22. United Shoe Machinery Corporation v. Compo Shoe Machinery Corporation, 56 F. (2d) 
292, 295 (C. C. P. A., 1932) ; see also: Frankfort Distilleries vy. Dextora Co., 103 F. (2d) 924, 
S23 (C..C. P. A. 1939). 

23. Howard Company v. Baldwin Company, 1924 C. D. 310, 314; 48 App. D. C. 437; 326 
O. G. 685 (C. A. D. C., 1919) ; see also: Tinker v. M. F. Patterson Dental Supply Co., 287 F. 
1014 (C. A. D. C., 1923). 
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Similarly, in oppositions to applications for registration of descriptive marks, 
where the opposer showed that the word was one which he was equally entitled to 
use in describing his goods, it was held that no further proof of injury was required, 
because the existence of the registration would be a potential threat to the opposer’s 
commercial security, which would interfere with and hamper him in merchandising 
his wares.“ In such cases, where the mark sought to be registered aptly described 
the goods of the opposer, actual use of the word was not a necessary element of 
opposer’s proof of damage.” 

It was not sufficient, however, to show that the mark was descriptive,” geo- 
graphical” or otherwise objectionable,” unless likelihood of damage to the opposer 
resulted from that fact. Nor could the opposer rely upon damage likely to accrue 
to some unrelated third party.” 

While a disclaimer did not prevent proof of damage to an opposer through regis- 
tration of disclaimed matter to another,” a party enjoined from using a mark could 
not be damaged by registration thereof to another.” 

In oppositions under the 1905 Act, as in infringement suits under that Act and 
at common law, the probability of damage, from the use of an applicant’s compet- 
ing trade-mark on the goods to which it was alleged to be applied, depended upon 
the likelihood of confusion in trade. If it appeared that members of the public 
were likely to purchase the applicant’s goods in the mistaken belief that they were 
goods of the opposer because of the similarity of the applicant’s mark to the op- 
poser’s mark, the opposer having priority was held to be damaged.” Proof of 
actual confusion was not required. 


Thus, “damage,” in two aspects, was the open sesamé to the opposer and a 


24. Weil-McLain Co. v. American Radiator Co., 57 F. (2d) 353, 354; 1932 C. D. 385 
(C. C. P. A., 1932); see also: Model Brassiere Co., Inc. v. Bromley-Shepard Co., Inc., 49 F. 
(2d) 482; 21 T.-M. Rep. 382; 9 U. S. P. Q. 238 (C. C. P. A., 1931); Nutrition Research 
Laboratories v. John Wyeth & Brother, Inc., 61 U. S. P. Q. 503 (1944) ; Montgomery Ward & 
Co., Inc. v. Cridlebaugh, 64 U. S. P. Q. 513 (1945). 

25. American Manufacturing Corporation, Inc. v. Vanity Fair Silk Mills, 29 U. S. P. Q. 
374, 375 (1936). 

26. Arkell Safety Bag Co. v. Safepack Mills, 289 F. 616, 617 (C. A. D. C., 1923) ; Nostane 
Products Corporation v. Hecker Products Corporation, 34 T.-M. Rep. 383; 63 U. S. P. Q. 126 
(1944) ; The Perry Knitting Company v. Wilson Brothers, 34 T.-M. Rep. 69; 59 U. S. P. Q. 
396 (1943). 

27. Maiden Form Brassiere Company, Inc. v. Holeproof Hosiery Co., 42 U. S. P. Q. 630 
(1939). 

28. Molly—Es Doll Outfitters, Inc. v. Gruelle, 28 T.-M. Rep. 273; 37 U. S. P. Q. 85 
(1938). (Abandoned Mark.) 

29. Hood Rubber Co. v. Needham Tire Co., 9 T.-M. Rep. 68; 48 App. D. C. 227 (C. A. D. C., 
1918); The American Printing Ink Co. v. American Printing Ink Co., 16 T.-M. Rep. 260 
(1926) ; Ironhard Paint & Color Works, Ltd. v. Patton Paint Co., 29 T.-M. Rep. 571; 42 U. S. 
P. Q. 532 (1939). 

30. Trustees for Arch Preserver Shoe Patents v. James McCreery & Co., 49 F. (2d) 1068 
(C. C. P. A., 1931) ; see also: Vi-Jon Laboratories, Inc. v. Lentheric, Incorporated, 133 F. (2d) 
947 (C. C. P. A., 1943) re damage to opposer from registration of matter disclaimed by appli- 
cant; and Sec. 6, 15 U. S. C. A. 1056. 

31. American Pharmaceutical Co., Inc. v. Martin H. Smith Co., 29 T.-M. Rep. 241; 40 
U.S. P. Q. 565 (1939). 

32. William Waltke & Co. v. Geo. H. Schafer & Co., 263 F. 650, 652 (C. A. D. C., 1920) ; 
Lever Bros Co. v. Armour & Co., 24 F. (2d) 285, 286 (C. A. D. C., 1928). 

33. Bausch & Lomb Optical Co. v. International Industries, 142 F. (2d) 1016, 1018 (C. C. 
P. A., 1944). 
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condition precedent to his success. A person not “damaged” could not qualify to 
oppose and at the same time, if the marks were not confusingly similar and the 


goods were not of the same descriptive properties he was not “damaged” and his 
opposition was not sustained. 


In deciding what marks are likely “to cause confusion or mistake or to deceive 
purchasers,” under this Act, the courts, the Patent Office and litigants will be on 
familiar ground because there is available a well established body of case law on 
the subject of confusing similarity which has been developed both under the com- 
mon law and the 1905 Act. As the same principles govern under this Act, these 
decisions should be applied. 

The accepted tests are sound, appearance, significance or meaning, which are 
equally important ;*° and “in determining the similarity of trade-marks they should 
be viewed as a whole.’ Similarity in sound alone has been held sufficient ;* and 
combinations of sound and significance* or sound and appearance” frequently have 
been relied upon to establish confusing similarity. Likewise, similarity of appear- 
ance alone has been held sufficient to constitute deceptive similarity.“ Equivalence 
of meaning or significance resulting from factors such as words,” pictures*? or 
combinations thereof,** also have been held to bring marks within the prohibition 
against confusing similarity. 


While the 1905 Act phrase, “goods of the same descriptive properties,’* has 


34. Sec. 2(d); 15 U. S. C. A. 1052. 

35. Kroeger Grocery & Baking Co. v. Blue Earth Canning Co., 88 F. (2d) 725, 726 (C. C. 
P. A., 1937) ; McKinnon & Co. v. Hyvis Oils, Inc., 88 F. (2d) 699, 700 (C. C. P. A., 1937). 

36. Norris, Inc. v. Charms Co., 111 F. (2d) 479, 480 (C. C. P. A., 1940); Western Oil Re- 
fining Co. v. Jones, 27 F. (2d) 205 (C. C. A. 6, 1928). 

37. Traders Oil Mill Co. v. Lever Bros. Co., 100 F. (2d) 249 (C. C. P. A., 1939) ; see also: 
E-Z Mills, Inc. v. Martin Bros. Co., 95 F. (2d) 269, 271 (C. C. P. A., 1938) ; Marion Lambert, 
Inc. v. O’Connor, 86 F. (2d) 980 (C. C. P. A., 1936). For “idem sonans” cases, see: McLean 
v. Fleming, 96 U. S. 245, 255 (1877) where the marks were “McLane” and “McLean”; Feil v. 
American Serum Co., 16 F. (2d) 88, 90 (C. C. A. 8, 1926) where the marks were “Wormix” 
and “Worm-X”; and Esso, Inc. v. Standard Oil Co., 98 F. (2d) 1, 5 (C. C. A. 8, 1938) where 
the marks were “S. O.” and “Esso.” 

38. In re Herneshein & Bros., 21 M. D., 98 where the marks were “%4 and 4” and “’Alf & 
"Alf”; Welsbach v. Adam, 107 F. 463, 464, 465 (W. D. N. Y., 1901) where the marks were 
“Yusea” and “U-C-A”; Cluett, Peabody & Co., Inc. v. Wright, 46 F. (2d) 711 (C. C. P. A,, 
1931) where the marks were “Arrow” and “Air-O.” 

39. Stephano v. Stamatopoulos, 199 F. 451; affirmed 238 F. 89 (C. C. A. 2, 1916) ; William 
Waltke & Co. v. Geo. H. Schafer & Co., 263 F. 650, 652 (C. A. D. C., 1920) ; Gehl v. Hebe Co., 
276 F. 271, 272 (C. C. A. 7, 1921) 

Naamlooze Vennootschap, etc. v. Sherwin-Williams Co., 18 F. (2d) 192 (C. A. D. C., 
1927). 

41. Campana Corporation v. Lissar Compania, Inc., 54 U. S. P. Q. 421; 542 O. G. 806; 163 
M. D. 1045 (1942); see also: re Maclin-Zimmer-McGill Tobacco Co., Inc., 262 F. 635 (C. A. 
D. C., 1920) holding that “El Gallo,” Spanish for “The Rooster” could not be registered be- 
cause of the prior registration of “Our Rooster” and a picture of a rooster, for the same goods. 

42. Weyenberg Shoe Mfg. Co. v. Hood Rubber Co., 49 F. (2d) 1046 (C. C. P. A., 1931); 
see also: Nestle & A. S. C. Milk Co. v. Walter Baker & Co., 1911 C. D. 369, 372; 37 App. D. C. 
148 (C. A. D. C., 1911) where the court said: “It logically follows . . . that the word ‘Milk- 
maid’ in ‘Milkmaid Brand’ is the alternative of the figure of the milkmaid . . . in other words, 
‘Milkmaid’ and the pictorial representation mean the same to the public. The right to employ 
one necessarily includes the right to employ both.” 

43. Morrison Co. v. Cudahy Packing Co., 270 F. 358 (C. A. D. C., 1921); Boydell Bros., etc. 
v. United States Gutta Percha Paint Co., 22 F. (2d) 1006 (C. A. D. C., 1927) ; Standard Oil Co. 
v. Independent Oil Men of America, 30 F. (2d) 996 (C. A. D. C., 1929). 

44. 15 U.S.C. A. 85. 
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been eliminated, it is still important to consider the goods upon which the marks 
are used. Here, the prohibition is against registering a mark which so resembles 
previously used or registered marks as to be likely, “when applied to the goods of 
the applicant,’** to cause confusion or mistake or to deceive purchasers. Inter- 
preting the 1905 Act, the courts denied registration, “if the use of the marks by 
the contending parties would be likely to lead the public to believe that the goods to 
which they are applied were produced by the same person or concern,’ or where 
similar marks were used on goods belonging to a class or collection, “capable of a 
general definition ;’*’ and enjoined the use of marks not only upon articles to which 
the owner applied them but also “upon such goods as might naturally be supposed 
to come from him.”** Thus, in the present Act, Congress has enacted the rule of 
the common law and 1905 Act cases. 

The burden of proving priority,” use of the mark at the time of opposing™ and 
the likelihood of confusion” was upon the opposer. 

All of the foregoing rules will apply under this section. 

Where opposer relied upon a 1905 Act registration, the registration provided 
prima facie evidence of use of the registered mark in connection with the goods 
disclosed therein and a presumption of validity of the registration.°* Not only was 
the registration prima facie evidence of ownership of the mark but it was also held 
to be prima facie evidence of the ownership of the mark from the date of filing the 
application for it.°* This presumption of ownership was held to continue through- 
out the life of the registration.” 

These presumptions will continue with respect to marks registered under the 


1905 Act; and marks on the principal register under this Act will enjoy similar 
presumptions, subject to any conditions or limitations stated in the certificate of 
registration.” 


45. Sec. 2(d); 15 U. S.C. A. 1052. 

46. Application of B. F. Goodrich Co., 285 F. 995, 996 (C. A. D. C., 1923) ; California Pack- 
ing Corp. v. Price-Booker Manufacturing Co., 285 F. 993 (C. A. D. C., 1923). 

47. Cheek-Neal Coffee Co. v. Hal Dick Manufacturing Co., 40 F. (2d) 106, 107; 20 T.-M. 
Rep. 274 (C. C. P. A., 1930); B. F. Goodrich Co. v. Clive E. Hockmeyer, 40 F. (2d) 99; 20 
T.-M. Rep. 205 (C. C. P. A., 1930); California Packing Corp. v. Tillman Bendel, Inc., 40 F. 

~ 108 (C. C. P. A., 1930) ; Fairchild Engine and Airplane Corporation v. Outboard, Marine 
S Manufacturing Company, 74 U. S. P. Q. 216 (1947). 

48. Waterman v. Gordon, 72 F. (2d) 272, 273 (C. C. A. 2, 1934). 

49. 15 U. S.C. A. 85; Cf. Sec. 2(d), 15 U. S. C. A. 1052; see also: Heger Products Co. v. 
Polk Miller Products Corporation, 47 F. (2d) 966 (C. C. P. A., 1931). 

50. United States Gypsum Co. v. Plastoid Products, Inc., 46 F. (2d) 580 (C. C. P. A., 1931) ; 
see also: Old Monk Olive Oil Co. v. Southwestern Coca-Cola Bottling Co., 118 F. (2d) 1015 
(C. C. P. A., 1941). 

51. Mishawaka Rubber & Woolen Mfg. Co. v. Bradstone Rubber Co., 109 F. (2d) 219, 
222; 44 U. S. P. Q. 371, 374 (C. C. P. A., 1940) ; General Baking Co. v. Commander-Larabee 
Corporation, 82 F. (2d) 427 (C. C. P. A., 1936); see also: Vick Chemical Co. v. Thomas Ker- 
foot & Co., 8%) F. (2d) 73, 77 (C. C. P. A., 1935). 

52. Ely & Walker Dry Goods Co. v. Sears Roebuck & Co., 90 F. (2d) 257 (C. C. P. A, 
1937); Quaker State Oil Refining Co. v. Wolverine-Empire Refining Co., 81 F. (2d) 245 
(C. C. P. A., 1936); Miller Becker Co. v. King of Clubs, Inc., 56 Fed. (2d) 883 (C. C. P. A., 
1932). 

53. The Rosenberg Company v. Phillips-Jones Company, Inc., - +o D. 81; 289 O. G. 411; 
11 T.-M. Rep. 356; Titus v. Burton & Ciomei, etc., 1921 C. D. 97, 

54. McLellan Stores Co. v. Conrad & Co., Inc., 18 F. (2d) 826 % (C 

55. Sec. 33(a); 15 U. S. C. A. 1115(a). 
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Where these presumptions were not rebutted, in oppositions under the 1905 Act, 
the opposer’s task was limited to showing likelihood of confusion. The presump- 
tions were rebuttable, however, as they will be under the present Act, until the right 
to use the registered mark has become “incontestable” under Section 15, when the 
certificate becomes “conclusive evidence of the registrant’s exclusive right to use 
the registered mark in commerce on or in connection with the goods or services 
specified in the certificate subject to any conditions or limitations stated therein’’ 
except when any one of seven defenses or defects, enumerated in the Act, is estab- 
lished. 


Pleading and Practice 


This section and the rules,” as did the 1905 Act, contemplate that the notice of 
opposition shall be filed within 30 days after the publication in the Official Gazette 
of the mark sought to be registered. Ordinarily the notice of opposition so filed will 
be verified. However, an unverified notice of opposition may be filed by a duly 
authorized attorney, but in such cases a verified notice of opposition must be filed 
within 30 days after the filing of the unverified notice of opposition, or within such 
further time after such filing as may be fixed by the Commissioner. The request 
for such an extension of time to file a verified notice of opposition must be made 
prior to the expiration of 30 days from the filing of the unverified notice of opposi- 
tion.” 

Under this Section and the rules, as distinguished from the 1905 Act, an ex- 
tension of time to oppose may be obtained from the Commissioner for good cause 
shown.” This is new. The request to extend the time for filing a notice of opposi- 
tion must be received prior to the expiration of 40 days from the date of publication 
of the application to be opposed and must specify the period of extension desired, 
in addition to showing good cause for the extension.” 

The notice of opposition must be filed in duplicate and must state the specific 
grounds for opposition and allege facts tending to show why the opposer would be 
damaged by the registration of the opposed mark.* Two specimens or facsimiles 
of opposer’s mark, if there be such, must be filed with the notice of opposition 
showing opposer’s mark as actually used. The notice of opposition is analogous 
to the complaint in a law suit* and under the 1905 Act, it was held that any objec- 
tions or grounds of opposition not alleged in the notice of opposition were waived 
by the opposer and could not later be asserted on appeal.” 


56. Sec. 33(b); 15 U. S. C. A. 1115(b); see also: “Trade-Marks Registered Under the 
Lanham Act are not ‘Incontestable’” by P. E. Williamson, Jr., 37 T.-M. Rep. 404. 

57. Rule 20.1; filing fee of $25. (Sec. 31; 15 U. S. C. A. 1113) is a prerequisite. 

58. Rule 20.3. 

59. Ibid. 

60. Rule 20.2. 

61. Ibid. 

62. Rule 20.4; see also: Mishawaka Rubber & Woolen Mfg. Co., v. Bradstone Rubber Co., 
109 F. (2d) 219; 222 (C. C. P. A., 1940). 

63. Rule 20.4. 

64. Rule 23.1. 

65. Hygrade Sylvania Corporation v. Sontag Chain Stores Co., Ltd., 125 F. (2d) 389 (C. C. 
P. A., 1942) ; Carnation Co. v. California Growers Wineries, Inc., 97 F. (2d) 80 (C. C. P. A., 
1938) ; Emerson Electric Mfg. Co. v. Emerson Radio & Phonograph Corporation, 90 F. (2d) 
331 (C. C. P. A., 1937). 
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The duplicate copy of the notice of opposition, together with a specimen of the 
opposer’s mark, is furnished so that the Patent Office may forward it to the appli- 
cant or his attorney” for his use in preparing an answer or motions addressed to the 
pleading. 

Under the Federal Rules of Civil Procedure, which, so far as they are applicable 
and appropriate, govern contested proceedings in the Patent Office,” the notice of 
opposition is subject to the customary motions to strike and to clarify the pleading 
or to dismiss. As under the 1905 Act, motions are submitted and oral argument will 
only be granted in exceptional cases by order of the Examiner having jurisdiction.® 
Petitions for reconsideration or modification of the decision, on a motion, must be 
filed within 20 days after the decision or before the time for appeal expires.” In 
the case of appealable decisions, where no time limit is set in the decision, an appeal 
must be taken within 20 days.” 

Under the 1905 Act, the equitable defenses of laches, estoppel and acquiescence 
were held not to be available in opposition proceedings” but under this Act they 
are made specifically applicable to all inter partes proceedings by Section 19. Prior 
to 1944 the validity of an opposer’s registration could not be attacked by the appli- 
cant in an opposition proceeding.’* But, since the Federal Rules of Civil Procedure 
were made applicable to Patent Office proceedings under the 1905 Act by the Com- 
missioner’s order,"* a counter claim by the applicant for cancellation of the opposer’s 
registration has been permitted.“* The same practice will be continued under this 
Act because of the specific provisions of Section 18 and the rule that the procedure 
and practice in contested or inter partes proceedings shall be governed by the Federal 
Rules of Civil Procedure.** Thus, the counterclaim, in turn, is subject to a motion 
to dismiss for failure to state a cause of action.” 

Where no answer is filed and the notice of opposition is not defective, a decree 
pro confesso will be entered.” 


66. Rule 20.5. 
67. Rule 23.1. 
68. Rule 23.8. 
69. Ibid. 

70. Ibid. 

71. Abell v. Beatrice Creamery Co., 79 F. (2d) 751, 752 (C. C. P. A., 1935) ; Great Atlantic 
& Pacific Tea Co. v. Worden Grocer Co., 55 F. (2d) 475 (C. C. P. A., 1932) ; Skookum Pack- 
ers’ Assn. v. Pacific Northwest Canning Co., 45 F. (2d) 912, 915 (C. C. P. A., 1930); Cali- 
fornia Packing Corporation v. Tillman & Bendel, 40 F. (2d) 108, 113 (C. C. P. A., 1930) ; Cf. 
Crown Fabrics Corporation vy. American Viscose Corporation, 145 F. (2d) 246 (C. C. P. A,, 
1944) ; Gerstendorfer Bros. v. United Supply Co., 26 F. (2d) 564 (C. A. D. C., 1928). As to 
estoppel against the applicant, see: Skol Co. v. Olson, 151 F. (2d) 200 (C. C. P. A., 1945) ; 
Malone v. Procter & Gamble Co., 65 F. (2d) 154 (C. C. P. A., 1933). 

72. Revere Paint Co. v. Twentieth Century Chemical Co., 150 F. (2d) 135, 138 (C. C. P. A., 
1945)—on appeal from 1943 decisions below 58 U. S. P. Q. ‘495, 691; Island Road Bottling Co. 
v. Drinkmor Beverage Co., 140 F. (2d) 331, 336 (C. C. P. A., 1944) : Visible Index Corp. v. 
Visual Records Corporation, 59 U. S. P. Q. 278, 279 (1943) ; Ely & Walker Dry Goods Co. v. 
Sears, Roebuck & Co., 90 F. (2d) 257, 259 (C. C. P. A., 1937) ; E. Daltroff & Cie v. Vivaudou, 
Inc., 53 F. (2d) 536 (C. C. P. A., 1931). 

73. Order No. 3804, Amending Rule 60, March 17, 1944; 5 

74. Lantz Bros. Baking Co. v. The Whipple Company, Po U. 
Rubber Products Company v. The Gilman Brothers Co., 64 U. 
e 
‘D. 


O. G. 1. 
P. Q. 13 (1944) ; The Sponge 
P. Q. 428 (1945). 


26 

S. 

S. 

Q. 191 (1947). 
C., 1924) ; see also: Vick Chemt- 


75. Rule 23.1. 

76. The William Carter Company v. Schwartz, 74 U. S 

77. Wagner v. Vitamint Co., Inc., 2 F. (2d) 933 (C. A. 
cal Co. v. Cordry, 54 F. (2d) 428 (C.C.P.A, 1932). 
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The taking of testimony and final hearing, in an opposition, correspond to the 
trial in a law suit.’* One conducting oppositions under this act, should bear in mind 
that three sets of rules apply to them in the Patent Office, viz., the Federal Rules 
of Civil Procedure,” the Rules of Practice in Trade-Mark Cases,” and the old 
Rules of Practice in the Patent Office (Patent Rules).** Service of papers and briefs 
and the taking and filing of testimony are governed by Rules 23 and 24 of the Rules 
of Practice in Trade-Mark Cases and Rules 154 through 161 of the Patent Rules. 
Particularly, in cases where no testimony is taken, it is important to remember the 
applicability of Patent Rule 154, because a party wishing to rely, at the final hearing, 
upon documentary evidence, such as official records or printed publications, must 
give notice to the opposing party before the expiration of the time for taking testi- 
mony of the party serving the notice.” 

Under the 1905 Act, oppositions partook of the dual characteristics of inter 
partes and ex parte proceedings. For, “‘it is not only the right but the duty of the 
tribunals of the Patent Office to determine, ex parte, and without reference to the 
issues raised by the notice of opposition, whether or not the mark submitted by an 
applicant is entitled to registration.”** Thus, upon appraising the rights of the 


contending parties, as the occasion required, the Commissioner adjudged the ap- 
plicant entitled to register and dismissed the opposition ; or sustained the opposition 
and adjudged the applicant not entitled to register ; or though he dismissed the op- 
position, he could, in his supervisory capacity, reject the application and adjudge 
the applicant not entitled to register.* The same will be true under this Act, with 
the added attraction that the Commissioner is now empowered to restrict existing 


registrations or newly issued registrations, as the rights of the parties may be estab- 
lished ; and, in cases of concurrent registration, he must fix conditions and limita- 
tions.*® 

Petitions for rehearing or reconsideration of final decisions may be filed ;** and 
upon proper showing the proceedings may be reopened.” This, however, is dis- 
cretionary. “There must be an end to litigation, even in the Patent Office.”® 

Appeals follow the practice outlined in and developed under the 1905 Act. 
From the final decision of the Examiner of Interferences, an appeal lies to the 
Commissioner.” Such appeals must be taken within the time limit prescribed in 


. Rule 23.1. 

. Ibid. 

. Rules 2, 18, 20, 23, 24, 26, 40. 

. Rules 23.3-23.5; 26.4. 

. Patent Rule 154(e). 

. Schering & Glatz, Inc. v. Sharp & Dohme, Inc., 146 F. (2d) 1019, 1020 (C. C. P. A., 
1944) ; Burmel Handkerchief Corporation v. Cluett Peabody & Co., 127 F. (2d) 318, 321 (c C.6. 
P. A., 1942); Collins & Aikman Corporation v. Sanford Mills, 101 F. (2d) 531, 533 vel oe 
P. re 1939). 

84. H. D. Bob Company, Inc. v. Kresge Department Store, Newark, 35 U. S. P. Q. 32 
(1937). 

85. Sec. 18; 15 U. S.C. A. 1068. 

86. Rule 59 of Rules of Civil Procedure. 

87. Ibid. 

88. General Baking Co. v. Commander-Larabee Corporation, 82 F. (2d) 427, 433 (C. C. 
P. A., 1936) ; La Compagnie Fermiere, etc. v. Celestin, Limited, 112 F. (2d) 825 (C. C. P. A., 
1940). 

89. Sec. 20; 15 U. S.C. A. 1070. 
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the decision, or within thirty days from the date of the Examiner’s decision, if no 
limit of appeal is set.” The notice of appeal must be accompanied by or contain a 
statement of the reasons for the appeal." From the Commissioner, an appeal lies to 
the Court of Customs and Patent Appeals or the party dissatisfied with the Com- 
missioner’s decision may proceed with a suit under R. S. 4915° However, upon 
the filing of an appeal to the Court of Customs and Patent Appeals by a dissatisfied 
party, any party who is satisfied with the decision of the Commissioner has the 
right to elect to have all further proceedings under R.S. 4915.* By express pro- 
vision of this Act, the Commissioner of Patents is no longer a necessary party to 
inter partes proceedings under R. S. 4915, but he has the right to intervene.™ 

In conclusion, it appears that the principal expansion of opposition practice, 
under the Lanham Act, will result from the additional classes of marks eligible for 
registration and hence subject to opposition. These include: service marks ;*” ‘‘col- 
lective and certification marks, including indications of regional origin ;””* secondary 
meaning marks ;*” and applications for concurrent registration.” 

The bases of opposition remain primarily the same as under the 1905 Act; 
and the confusion in trade concept will probably continue as the one most frequently 
invoked. There are, however, possibilities of expansion and the extent to which 
that concept may be expanded by “matter which may disparage or falsely suggest a 
connection with persons, living or dead, institutions, beliefs . . . or bring them 
into contempt, or disrepute,”””’ remains to be determined. 


While it may be argued that some of the new grounds for cancellation, estab- 


lished by this Act, for example, those dealing with registered certification marks” 
or registered marks which have been assigned,’ should be interpreted as furnishing 
new bases for oppositions ; this is doubtful for two reasons. First, the cancellation 
provisions refer, of necessity, to registered marks. Second, the offensive cate- 


90. Rule 26.3. 

91. Ibid.; Appeal fee of $25. (Sec. 31; 15 U. S.C. A. 1113; Rule 2) is a prerequisite. 

92. Sec. 21; 15 U. S. C. A. 1071; Rule 26.4; see also: Baldwin Co. v. Robertson, 265 U. S. 
168 (1924) ; American Steel Foundries v. Robertson, et al., 262 U. S. 209 (1923); Pennzoil Co. 
v. Hercules Powder Co., 95 F. (2d) 339 (C. C. P. A., 1938). 

93. Sec. 21; 15 U. S. C. A. 1071; R. S. 4911, 4915 (35 U. S. C. A. 59a, 63). 

94. Sec. 21; 15 U. S. C. A. 1071; cf. Drackett Co. v. Chamberlain Co., 81 F. (2d) 866 
(C. C. A. 3, 1936) ; and Century Distilling Co. v. Continental Distilling Co., 106 F. (2d) 486 
(C. C. A. 3, 1939) ; see also: McKesson & Robbins, Inc. v. Charles H. Phillips Chemical Co., 
et al., 41 F. (2d) 785, 786 (D. Conn., 1930) affirmed in part and reversed in part 53 F. (2d) 342 
(C. C. A. 2, 1931) ; on rehearing affirmed in all respects, 53 F. (2d) 1011 (C. C. A. 2, 1931); 
Hammer v. Robertson, 6 F. (2d) 460 (C. C. A. 2, 1925). 

95. 15 U. S. C. A. 1053, 1127; these were not permitted under the 1905 Act. 

9. 15 U. S. C. A. 1054, 1127; by the terms of the 1938 Amendment to the 1905 Act (Ch. 
332, 52 Stat. 638), collective marks were made registrable under that Act. As it was working 
out, however, many of the marks registered under the Amendment were certification marks. 
(Hearing, November, 1941, pp. 93-98). 

97. 15 U. S. C. A. 1052(f), which greatly expands the number of such marks, previously 
registrable only under the so-called “ten year clause” of the 1905 Act (15 U. S. C. A. 85). 

98. 15 U. S.C. A. 1052(d) ; these were not permitted under the 1905 Act. 

99. 15 U. S.C. A. 1052; cf. 15 U. S.C. A. 85. 

100. 15 U. S. C. A. 1052; cf. Lever Bros. Co. v. Nobio Products, Inc., 103 F. (2d) 917 
(C. C. P. A., 1939) involving “B. O.” (not used on goods but extensively in advertising them) 
and “Nobio” with Egyptian figure, etc. 

101. 15 U. S. C. A. 1064(d). 

102. 15 U. S. C. A. 1060, 1064(c) 
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gories of marks which are to be excluded from the register, listed in Section 2,*” 
are preceded by: ‘‘No trade-mark by which the goods of the applicant may be dis- 
tinguished from the goods of others shall be refused registration on the principal 
register on account of its nature unless it” falls within one of the excluded groups. 
Interpreting similar language of the 1905 Act, the Supreme Court said: “the re- 
quirement of the statute that no trade-mark shall be refused registration, except in 
designated cases, is just as imperative as the prohibition of the proviso against reg- 
istration in cases specified.’” 


ANSWERS TO QUESTIONS ON THE LANHAM ACT* 
By Hon. Casper W. Ooms? 





We print below for the information of our members a number of important 
questions regarding the Lanham Act that were answered by Hon. Casper W. Ooms 
before a meeting of the Commerce and Industry Association of New York, on July 


9, 1947: 


Question: Is it permissible, under the new law, to file applications for more 
than one class? That is the first part of this question. 

Answer: Yes, the statute specifically provides for it and also permits the patent 
office, for the first time, to issue a certificate ; one certificate containing registrations 
in more than one class. The statute prescribes specifically that there should be a 
fee paid for each class. 

There has been some argument of that but the law is very clear and in the patent 
office rules we have required that if you file for more than one class, and want to 
put all the marks in one certificate, that one of the applications during its prosecu- 
tion must consolidate all of the material so that we have a single file to print from. 

Yes, the marks can be prosecuted together as a single application at a certain 
stage in the prosecution. 


Question: Am I correct, Mr. Commissioner, in my understanding that in the 
first instance separate applications have to be filed for each class? 
Answer: That is correct. 


Question: Now the second part of the question: Is it possible to join trade- 
marks and service-marks in one application ? 

Answer: No. As a matter of administration the law makes no specific pro- 
vision with respect to it—but there would be no way to do it, and then the problem 
of searching the files later would become an intolerable one if it were permitted to 
register the two together. 
















103. 15 U. S.C. A. 1052. 
104. 15 U. S.C. A. 885. 


105. Beckwith v. Commissioner of Patents, 252 U. S. 538, 544; 40 S. Ct. 414; 64 L. Ed. 705 
(1920). 


1. Remarks before a meeting of the Commerce & Industry Association of New York, Inc., 
July 9, 1947. 


2. United States Commissioner of Patents. 
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Question: The next question is with respect to the supplemental register. May 
concurrent registrations be granted on the supplemental register ? 

Answer: The Act seems to preclude this as it discusses concurrent registrations 
only in, I believe, Section 2, which prescribes the marks which may be registered 
on the principal register. 


Question: May collective and association marks be registered on the supple- 
mental register ? 


Answer: I think so. I think you can have both types and also service-marks 
on the supplemental register. 


Question: May a common surname be registered if it is distinctively displayed ? 

Answer: Yes. That, of course, was even possible under the old law. Today, 
since the particular form of the mark would not be primarily merely a surname, it 
would clearly come within the law. 

There would be certain types of names which are primarily merely surnames 
which could be registered only if distinctively displayed. 


Question: May advertising slogans be registered as trade-marks for goods? 

Answer: The Act seems to forbid that. The Act defines what is a trade-mark 
and uses the term “slogan” only in one of the descriptions, either of service-marks 
or of marks for the supplemental register. 

They could be registered on the supplemental register, apparently. 


Question: Here is a rather long one: Where a corporation, interested in the 
sale, for example, of flour for baking, operates a ““Home Baking Division” through 
which recipes and trade suggestions are sent to all bakers, does the use of the cor- 
poration name on all of the home economics bulletins, etc., which are generally 
distributed in commerce, entitle the corporation to register its name as a service- 
mark? 

Answer: That is a little difficult for me to get on the first reading. I would 
think that if the corporation adopts a function other than the manufacturer and 
distributor of goods, and provides a service, which apparently here is the educa- 
tion in the home economics field, it could register a service-mark in that field. 

Let me go back a moment to that slogan question. Do you remember the 
Packard mark? “Ask the man who owns one.” That is nothing but a slogan and 
that has been registered as a 1905 registration. Another one we had, “Don’t make 
a move without calling Smith.” That was registrable, obviously as a service- 
mark, under this new Act. But then that moving company went into the furniture 
business and began to apply to each piece of furniture a label which bore that 
slogan, “Don’t make a move without calling Smith.” Well, you use that slogan and 
only one Smith immediately occurs to everybody—it is the Smith who has adver- 
tised for a long time as a mover under that slogan. 

We registered that as a trade-mark so I would say that that slogan, which in that 
way becomes a trade-mark, would definitely be registrable under the principal 
register. 
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Question: Under Section 12-C of the Lanham Act, an affidavit must be filed by 
the registrant if his trade-mark is to become incontestable within five years there- 
after. The affidavit form set out in Section 26 of the new regulations requires 
the registrant to furnish either an abstract of title or a title report, as the case may 
be. Please explain the nature of this document and where registrants can obtain 
them? 

Answer: It is merely a transcript of the essential provisions of the title register 
which we keep in the patent office, and is obtained from the assignment division of 
the United States Patent Office. 

It can be ordered when the registration is filed. Merely send along the fee and 
put in a separate letter ordering the title document and the assignment division will 
provide it to the trade-mark division. 


Question: May an affidavit, filed with the renewal under the new act, refer to 
non-use due to special circumstances ? 
Answer: Are you speaking of the war years? 


Question: I gather, sir, the question is, since the present new law requires you 
to state that the mark is in use at the present time when you file your petition for 
renewal, the questioner asks whether if there is excusable non-use, that fact may 
be set forth and he may still be able to properly petition for renewal? 

Answer: 1 would have to look at the Section 9 again, where the only renewals 
that are available now are under Section 9 of the Lanham Act and that requires the 
filing of an application accompanied by an affidavit stating that the mark is still in 
use in commerce. Apparently if you are not using the mark at the present time, you 
cannot renew it—as I would read Section 9. 


Question: Will any allowance be made for non-use of trade-marks during war 
years when production of articles was impossible because of the governmental re- 
strictions or raw materials were not available? 

Answer: Definitely. We apply the same law there that was applied during 
the prohibition period to the use of trade-marks. You run into some very difficult 
problems there in connection with marks owned by foreign enemies, which, of 
course, were not in use throughout the war and are not permitted to be used in com- 
merce now. Have they become abandoned or not? We do not know. 


Question: Here is a rather long question. Assuming that a registrant owns a 
registration under the ten-year clause in the Act of 1905 for a wide range of spe- 
cifically different products, all of which, however, fall within the same patent office 
class. The registrant files an affidavit under Section 12-C of the Lanham Act and 
at the same time states that the mark is in use on only one of the specific products 
stated in the registration. Is it the plan of the patent office to treat the republished 
mark—TI assume this is the same question—as if it were a registration of the mark 
for the specific goods only on which the mark is stated to be still in use, or is it the 
plan of the patent office to treat the republished mark as if it were a renewal of the 
mark for all the goods stated in the original registration ? 
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Answer: We would not treat it all—we will republish it and then the court 
will be the next one that gets it, unless we get it under an opposition or cancellation 
provision, or proceedings. Now, I do not know why anybody would do that. If 
they had a good reason to do it, they might be caught in this dilemma—that some 
opposer would come up in one of the unenumerated fields. Then the owner of the 
mark would have to file a document of some kind which would fix his claim with 
respect to that mark. He might find that if he played it too smart at that stage he 
might get caught later in the courts. I would advise him not to file and eliminate 
any of the classes with which he is using the mark. 


Question: But his service-mark stands the tests of the principal register ? 
Answer: Service-marks, as I read the Act, can be registered on either, depend- 
ing upon the type of mark. It can be registered on either. 


Question: A salesman representing a manufacturer making a number of trade- 
mark products takes his sample case bearing specimens of the various trade-marked 
products and goes on the road in inter-state commerce. He calls on purchasers in 
various states and shows them his trade-marked specimens. Does this constitute use 
of the marks in commerce which may lawfully be regulated by Congress? 


Answer: No question about it. I think commerce began long before he went on 
the road with them. 


Question: May collective and certification marks be registered as concurrent 
registrations? 
Answer: Again you find the fact that in the statute only in Section 2, which re- 


lates to the principal register, do you find any reference to the registrability of 
concurrent use of marks. 


Question: Now, we have quite an involved one, sir. I will try to read it slowly 
but I am going to hand you the card afterward: A dry cleaning establishment, A, 
doing an interstate business sponsors a radio program with the title, XX, which is 
different from the name of the dry cleaning establishment. In the announcement 
the title, XX, is followed by recitation of the name of the sponsor, A. The sponsor, 
A, owns the radio program. He sells the program, XX, to a company, B, which 
uses the same title, XX, which presumably has been registered as a service-mark 
for a broadcasting service program for dry cleaning services. The title, XX, is 
now used by the company, B, which sells dry cleaning soap in commerce. Will the 
patent office refuse to report the assignment of the registered service-mark from 
A to B? 

Answer: We would not refuse to register the assignment. We would assign it. 
I have grave questions whether or not the first registrant of that mark is actually 
the producer, to register that title as a service-mark. It may be—I do not know. 
But just answering the question, I assume a lawyer drew this and drew this exactly 
and precisely as he wanted it answered, we would assign it and ask no questions. 


Question: Is the title of a radio program registrable as a service-mark on the 
basis of its being the service-mark of a public entertainment service ? 
Answer: Yes. I think the title of a radio program is registrable as a service- 
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mark. There you get some grave questions whether or not the soap manufacturer 
who sponsors the program can register the mark; certainly he cannot register it 
for soap, it is the service-mark for the program, or whether or not the producer is 
the applicant. You got some serious questions there. 


Question: Part 2 of the same question, sir: If so, will such registrations of 
radio program titles be cited against applications for registration of any confusingly 
similar radio titles, or must the sponsoring products also be confusingly similar ? 

Answer: I think that we would limit it to the entertainment which it is registered 
for as a service-mark and not be involved with the question of what product the 
particular entertainment was sponsoring. Because the program shifts from year to 
year and gets different sponsors. While some of them have an unusually long life, 
I think very few of them have been with the same sponsors at all times. 

That is one of the additional difficult problems you are facing or going to get in 
that field of service-marks. You may ask another question, since some of them are 
peculiar sounds, heretofore not heard at least until the invention of radio, how are 
we going to represent them in the patent office? When you bring up that problem, 
we will decide it. 


Question: Part C of the same question: On what basis will service-marks be 
cited against applications to register the same or similar marks for goods? I as- 
sume the trade-mark as distinguished from the service-mark. 

Answer: Only to the extent that there is possibility of confusion and usually 
the service-mark which was used only for the services would not conflict with one 
for goods. But think, for example, of a mark like Ford uses which might be ap- 
plied by the Ford Motor Company to all of its products and also might be put into 
use as a service-mark on all Ford service stations, official service stations. Definitely, 
there you would get a conflict but just how the registration would be worded and 
how we would set up the registration references in the patent office at this time I 
don’t know. Again, we are going to run into a large number of problems which 
were never contemplated. Many of those which were fabricated for purposes such 
as this will never arise. So we are not going to try to solve all of them today. 


Question: Must the affidavit of continued use under Section 8 allege continued 
use in federal commerce or is local use sufficient ? 

Answer: There is a peculiar phraseology in that section of the statute, Section 
8, which I traced the history down for some months ago; I do not recall it exactly 
at this time. Since that only requires that the affidavit show that the mark is still 
in use, I think that since that is all the statute says, that is all we are going to call for 
at the present time. Particularly in view of the fact, I think, that almost any use in 
modern trade is a use in commerce. 


Question: Mr. Commissioner, I would like to point out—I may be wrong—my 
recollection of your regulations require a statement that the mark is in use in com- 
merce, which, of course, would be commerce over which Congress has control. As 
I understand it—and I feel that your answer is the correct one—that use is all that 
is necessary in order to maintain it. However, I believe the regulations at the pres- 
ent time say “use in commerce.” 
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Answer: The reason we use the language of the statute is that I was down on 
my back and seven hundred miles away from the people who were helping write 
the rules. We could not iron it out so we just sought refuge in the language of the 
statute, knowing that we could jump either way that we finally decided the statutory 
language should be interpreted. 


Question: May packages and configurations of goods acquire distinctiveness so 
as to become registrable on the principal register ? 

Answer: That is a very difficult question. I raised it in the paper this after- 
noon. The definition of trade-mark, for the purpose of the principal register, has 
but one term. It is quite a limited definition. It has only one term that might em- 
brace them and that is the term ‘‘device”; but as I read the term ‘‘device” in that 
definition it is the meaning that was given that word in the old poem “‘Excelsior,” 
“The Banner with a Strange Device.” And that is one of the dictionary definitions ; 
it is a heraldic emblem of some kind. So I think the word “device” there may be 
limited to only a device that can be represented in a single plane and not relate to 
devices that have three dimensions such as packages. As far as my present study 
of the Act goes, I do not think that the principal register contemplates that pack- 
ages will be registrable. 


Question: Can a registration under the Act either on the principal or supple- 
mental lists in any way affect the validity of a trade-mark used for many years, 
protected by common law rights only? 

Answer: The statute clearly expresses the law that nothing in this Act will 


interfere with any rights in existence at the present time. So I would say regis- 
tration hereunder would not affect those rights. You do get the fact that the pro- 
vision with respect to incontestability cuts off the right of the old common law 
user to expand his use of the mark as of the time the new mark is registered, or 
presented for publication. 


Question: Under Rule 8.2 does the knowledge by an applicant for registration 
on the principal register, that there is an existing registered mark similar to the 
one for which he makes his application, make it obligatory for him to file a con- 
current application mentioning this application or registration, when he has no 
reason to believe that the registered mark is still in use? 

Answer: I think not. I think the statute and of course the rules, cannot change 
the statute. They can expand upon it and explain it but they may not contradict 
it. I think there is something in the statute which prescribes what we shall do. The 
statute prescribes that: An applicant for a concurrent use registration must specify, 
to the extent of his knowledge, any concurrent use by others and if he has no knowl- 
edge of that use, I presume, that under the statute he need not express it. But I 
do not think he could shut his eyes to the possibility and not make some inquiry to 
ascertain what the facts are, before he makes the affidavit, his own affidavit. 


Question: The next question, sir, deals with Rule 7.8, second paragraph: 
When a parent corporation operates different branches under the title of, for ex- 
ample, the ABC Division of D Company, is it the idea of the patent office that the 
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ABC Division should be mentioned in accordance with the second paragraph of 


Rule 7.8? 


Answer: If they want to register it for use by the related companies, I think so. 


Question: Now, I apparently have just one more question here, which seems 
a little long. I will try to read it slowly. There is one other in connection with 
the rules, Rule 8.1 of the Act states that when registration is sought under Section 
2-F, the written application shall include a statement in the declaration to that effect. 
May an amended declaration be filed thereafter at the patent office? 

Answer: Yes. I think so. I think that our disposition will be to permit amend- 
ments of any kind at any stage of the prosecution with the exception where the law 
itself would prevent it. There are certain places where the law definitely fixes 
time limits—and of course we could not permit something to be substantially 
changed after those time limits had expired. But wherever the statute leaves room 
for shifting or for modifying the registration we would permit the amendment 
of the affidavit; just as last week we would have permitted you to change the ap- 
plication from 1905 to 1920 application and as I think we will be required in the 
future to permit you to shift from an application on the principal register to one on 
the supplemental register, and vice versa. 


Question: The next and apparently the last of the written questions is as fol- 
lows: A trade-mark registered under the 1905 Act will expire in February, 1948. 
The 1946 Trade-Mark Act provides that each registration may be renewed for a 
period of twenty years upon the filing of an application, and so on; Section 9, at 
any time within six months before the expiration of the period for which certificate 
of registration was issued or renewed. 

The registrant does not wish to claim the benefits of the 1946 Act. The form 
for applying for renewal, Form 21 of the Rules of Practice, asks that the mark be 
renewed in accordance with the provisions of Section 9 of the Trade-Mark Act of 
July 5, 1946. My question is: When the application for renewal is so filed, is the 
mark renewed with the same characteristics as it now has as a 1905 Act registration ? 
Would the Federal Trade Commission, for instance, be able to apply for cancella- 
tion under the provisions of Sections 14-C? 

Answer: The application for renewal of a 1905 registration, which is going to 
expire next February, means that the renewal would have to be sought under 
this Act, can only be procured under Section 9. The provision is that if you want 
to renew your mark of 1905 under Section 9 you do not get the benefits of the other 
section—I have forgotten the exact number—either 8 or 9 or 12. There are four 
sections enumerated in the Act. One of those is 14, which is the Act with con- 
tains the provisions with respect to the Federal Trade Commission. Apparently 
you would not come within the provisions of that Act if you sought renewal under 


the Act of 1905. 


Question: My own question on that point, Mr. Commissioner, is this: As I 
understand the 1905 registration, it remains a 1905 registration even though re- 
newed under Section 9 of the new Act, unless it is brought under 12-C. 

Answer: That is true, but you do get additional benefits under the 1946 Act, 
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although you are exempted from four or five provisions that are enumerated: Pro- 


visions 8, 12, 14 and 50. 


Question: Did I understand you correctly to say that if you had an 1881 or a 
1905 registration that you get the benefits of Section 22 even though you do not 
republish under 12-C? 

Answer: You would if you renewed. But until you renewed—Yes, you would 
get all the benefits ; you would get the benefits of Section 22. 


Question: Ona matter of use: We are in the heavy machinery business. Now 
our machines are trade-marked with a trade-mark. Does that mean continued use 
as long as the machine is in use? In other words, a newspaper press, for instance 
our trade-mark is on the press; is that continued use? In other words, during the 
war we could not build them and we had more than a two-year lapse. From the 
fact that a lot of these machines are out in various parts of the country carrying 
the trade-mark, does that constitute continued use? 

Answer: Did you do any advertising in that period? 


Question: Oh, yes. 
Answer: 1 think your case is clear—that would be continued use of the mark. 


Ouestion: Is there an error in Section 35 as to the reference to Section 31-1-B? 
Answer: Yes. 


Question: What does it mean? 

Answer: A typographical error. I know there is a typographical error some- 
where around there. It was 32; they renumbered the sections and did not change 
that numbering in the draft. 


Question: Mr. Commissioner, we spoke a moment ago of Section 2-F, the re- 
quirement about five years of substantiated and exclusive use. Rule 8.1 states 
that the written application shall exclude in the declaration a statement to that 
effect, about five years’ substantiation of exclusive use. However, there is another 
rule in here does not permit amendment of the declaration. I am wondering if 
you are going to permit amendment of the declaration after the original applica- 
tion has been filed. 


Answer: Which is the rule you refer to which does not permit amendment? 


Question: 13.1 in the third paragraph. 
Answer: You have the Federal Register and | have the other series. 


Ouestion: It is 13.1 I believe, in your book, or 131—one or the other. 

Answer: 1 do not think you would have any difficulty filing a new declaration 
in that case, or adding to it. It says here that no amendments to the dates of use 
will be permitted. But there is also a provision that you may amend to correct in- 
formalities to avoid actions or for other reasons occurring in the course of the 
examination. 


I do not know just when it occurred to you that you should set up that dis- 


tinctive need, but 1 think ordinarily it would occur to you before you filed the 
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application. For instance, you had an application pending today and under the 
old Act, and you wanted to change over to the new Act—in my mind there is no 


question that you could change it over and get it under 2 F, and set up the necessary 
affidavits. 


Question: Will the Commissioner entertain a question on related companies ? 
Answer: Yes. 


Question: I wonder whether Section 5 of the present Act changes the position 
of the department with reference to registration by a parent corporation that does 
not actually use the service-mark or trade-mark itself but it is used entirely by its 
wholly-owned subsidiaries, in which case there arose a United States steel corpora- 
tion case which prohibited the United States Steel Corporation Parent Company 
from registering U. S. S. in 1935. 

Answer: 1 think the purpose of Section 5 was to meet that very situation, and 
I think it meets it expressly. 


Question: Even though the Parent Company does not use the name at all? 

Answer: That says that the registered mark may be legitimately used by re- 
lated companies, such use shall inure to the benefit of the registrant. So if it is 
used by a related company and that use inures to the benefit of the registrant, it 
would not make any difference whether the registrant used it or not—as I read the 
statute. 


Question: Mr. Commissioner, in preparing the registration papers, it is nec- 
essary to state when you first used the trade-mark. Now, our company has used 
the trade-mark in block form at a certain date and then changed to a script form 
at a later date. Can we refer to this earlier date as our first use of the trade-mark ? 

Answer: If it is not one of those marks that is dependent upon the script form 
to get by positive prohibition to the statute, yes. 


Question: It is a word that is in the dictionary and you would say that there- 
fore we would have to refer to the second date, the later date? 
Answer: Well, apparently you have a 1920 registration? 


Question: That is right, and we want to get the principal registration now, in 
addition to which we want to establish secondary meaning. It has not been a full 
five-year period that we have been using the new script form. 

Answer: I still think that you have been using that mark, even though it was in 
a slightly different form in the earlier form, and that your affidavit would be per- 
mitted to say so. I would be explicit with respect to the facts so nobody could later 
charge you with fraud in that connection. 


Question: In other words, elaborate the declaration to include all the facts? 
Answer: Yes. 


Question: Mr. Commissioner, will it be possible under the new Act to register 
a mark covering a process which is to be licensed ? 
Answer: As a certificate-mark, I think so. 
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Question: That would be a certificate-mark ? 
Answer: Yes. 


Question: Supposing it is a bearer of the name; it is to be licensed, not sold. 
No equipment is to be sold by the process but it is to be licensed. Would that be a 
certificate-mark ? 

Answer: What is the purpose of the mark? Are you going to apply it to goods 
that are treated with that process ? 


Question: No, just to the name of the process. It is to be licensed. 


Answer: Then I assume in connection with the licensing you are going to extend 
certain technical services? 


Question: Might. 
Answer: That is usually the situation. In that case you would fall under the 
service-mark. But it certainly would not be a trade-mark unless it is going to be 


applied to some goods. I think you are more likely to find that that is going to fall 
within the classification of service-marks. 


Question: Let us assume a case where there is a patented process and a machine 
is built to carry out that process—it serves no other purpose. That machine is given 
a name and that name is trade-marked, is registered. Would the expiration of the 
process patent make it possible under the new law to have the name of the machine 
—the registration covering the machine—cancelled ? 

Answer: Ido not know whether I got your question—whether the machine was 
patented or not. 


Question: No, the machine is not patented. 

Answer: The machine is not patented so at the expiration of the process any- 
body can build a machine and operate it. I think you would have a very close ques- 
tion under the old Singer doctrine, but if you could expand that to cover more than 
the machine you could probably get by. I think if it is tied to the machine alone, 
which is tied to a patented process, you may find yourself in danger. 


Question: Mr. Commissioner, in answer to a previous question in regard to 


renewal of existing registrations, you stated that such renewal without the mark 
having been brought under the new Act would simply carry forward all the benents 
of the new Act except those under Sections 8 and 12, the incontestability features 
and so on. Section 12-C provides for the bringing of the old registration under the 
new Act by the filing of the affidavit prior to the expiration. 

Now, in such a case as the mark that the previous question referred to, it may 
expire, say, within the ensuing year or later years, but which is not brought under 
the new Act by Section 12-C but is renewed in due time. Can that mark there- 
after be brought under the new Act and secure the benefits which inure under 12-C? 

Answer: Section 12 contains no limitations but merely provides that marks 
which have been registered under that Act may at any time prior to the expiration, 
be republished. 


Was it the intention of Congress to deny, once you had made the election to 
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renew, the right to republish. 
it was. 

I would want to look at the Congressional history before I finally decided that 
that was the case. Apparently that was the intention of the express language of the 
statute. 


Apparently from an express reading of the statute, 





Question: Mr. Commissioner, would you state some of the considerations which 
might properly influence a holder of a trade-mark in not filing an affidavit, aside 
from the fact that he has got to do it every five years? 

Answer: Well, of course if you do not republish, I think you do not come under 
14, and you do not come under the possibility of a cancellation attack by the Federal 
Trade Commission. If you brought it into litigation and it were not republished 
you would have no rights of incontestability. You would probably not be subject 
to defect number 7 under Section 33-A—I believe it is—with respect to the defense 
that you had or that you are using it in violation of the anti-trust laws, as far as 
the statute is concerned. But I still think that under the common law and the re- 
cent decision of the Supreme Court with respect to patents, that that defense could 
be raised against you, so that is not an important consideration. 

The important consideration is whether you want to be ready for cancellation on 
the ground specified in Section 14. I think that is the most important consideration. 





Question: Do you feel that the new act expands very much the possibilities of 
registering marks which had formerly been held to be descriptive or laudatory? I 
know the wording is a little difficult. 

Answer: 1 do not think it does except where it provides for registration where 
secondary meaning has been acquired. 


Question: Only in that way? 

Answer: I still think it is intended to deny registrability to purely descriptive 
marks. Of course, you have still got your suggestive marks which, I think, are 
registrable just as they were under the old law. 


Question: Very much the same as they were in the old law? 
Answer: 1 think so. 


Question: Mr. Commissioner, would you say to what extent distinctive business 
forms would be registrable as service-marks? 
Answer: The business forms themselves? 














Question: Yes. 
Answer: I do not think they would be. 


Question: They are quite distinctive, such as letters of credit, that type. 

Answer: No, I do not think there would be any registrability there. I think 
if you have any chance at all it is under the copyright law—but I doubt very much 
even there. 









Question: What is the status of articles incorporation under the new law— 


filing the articles of incorporation as a bar to registration? 
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Answer: The name of the corporation itself is no longer a bar to registration. 
In other words, Kem, Inc. is a manufacturer of steam rollers—that would not bar 
you from calling it for playing cards. But if you have Kem, Inc. as a manufacturer 
of playing cards and then Kem came along as a trade-mark for somebody else’s 
playing cards, you would remit yourself to the question whether or not that would 
constitute the possibility of confusion and then you would be denied registration. 


Question: Will you still accept recording of articles of incorporation ? 
Answer: Yes. 


Question: Mr. Commissioner, what is the opinion of your office with regard to 
the meaning of the word “benefits” in 12-C? These disabilities such as the one in 
Section 14 and 13-A-7, are they considered to be benefits under the new act or 
would the mark derive— 

Answer: We think, when Congress prescribed in there that you did not get 
the benefits of Sections 8, 12, 14 and 15, that they did not mean that you have got 
to cut out every provision of those sections to see whether it is a benefit or detri- 
ment. That meant that you did not come within the provisions of that Act. In 
other words, we read “benefits” of the Act as provisions of the Act rather than as 
limited merely to beneficial provisions. 


Question: I would like to ask the Commissioner if he thinks that there will be 
any difficulty in interpreting that expression “primarily merely as a surname” in the 
application ? 

Answer: It is not too easy, but I do think it definitely lets us out of the old 
practice of where we just looked through telephone books until we found one and 
said, ‘It is a surname so you cannot register it.” I think it would have to be taken 
as an extremely common surname for us to deny it. 


Question: “Noxon” was one illustration and you found that as a name. Now, 
if you put “Smith” that might put a different angle. 

Answer: I think it would, definitely. That is one of the problems you always 
get in administering the law. We will just try to do it the best we can. 
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GREATEST HIDDEN ASSET IN AGENCY BALANCE SHEETS’ 


Public’s faith in advertising is being attacked by insidious forces, 
but they can be combated 


By Henry E. Abt’ 


Advertising’s most valuable asset never appears on the agency balance sheet. 
But without it, advertising could not have become one of the most important and 
useful of our modern professions. 

This priceless asset is public credence—the fundamental faith of the public in 
the good will, integrity, and credibility of advertising messages, irrespective of 
whose they are or where they may appear. 

It cannot be bought and sold in the market-place. It must be accumulated by 
the consistently honorable practices and performances of the whole profession, 
backed up by a common public understanding of the basic services advertising and 
brand identification render to the consuming public. 

This intangible of public credence is the basic ingredient of advertising suc- 
cess and effectiveness—as basic to advertising as uranium is to the development of 
atomic energy. 

And to presume we will have the public’s confidence—no matter what happens— 


is as unrealistic as presuming we will have our individual freedom without constant 
vigilance. 


All of this is said with sincerity and in a spirit of helpfulness. It is prompted 
by earnest concern that our profession be prepared to meet the challenges of op- 


portunity and responsibility of the new era, now beginning, with its greatest asset 
unimpaired. 


But if it is to be so, let us be frank with ourselves; there must be constructive 
thinking and action by the profession to counteract the influences that have the 
potential power to undermine public faith in advertising. 

We should, it seems to me, start with the premise that this institution of ad- 
vertising is a common responsibility of all of us engaged in or associated with it. 
Our interest must go beyond the borders of individual agency accounts. 

Then let us see what answers we can find to these questions: 

What influences have demonstrated their power to affect the public attitude toward 
advertising ? 


Have they succeeded in depreciating our common asset of public credence and, if so, to 
what extent? 


What can and should we do to enhance the value of this asset and protect it against 
depreciation ? 
Take the first question. It will simplify our search to divide these influences 
into two groups—external and internal—and consider them in order. 
Within the past year, a novel about our business was published and became a 


1. Reprinted with permission from the July 1947 issue of Advertising & Selling. 
2. President, Brand Names Foundation. 
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best seller. That meant that millions read it. A motion picture version will be seen 
by still more millions. 

The book portrays members of the profession as characters who spend most 
of their time and most of their clients’ money in drinking bouts and sex orgies. It 
ridicules the processes by which advertising practices are determined. The millions 
who have read the story and those who will see the picture may believe its portrayal. 
If they do in any considerable number, then public credence in advertising has been 
depreciated. 

Some consumer groups have made advertising their favorite target and direct 
a constant fire against it. Mostly they are professionally organized and, in some 
cases, directed by leadership that is on record as preferring the total socialization 
of our economy. 

Deliberate falsehood, innuendo, economic fallacy are their stock in trade. These 
were the groups most active, a few years ago, in urging the substitution of manda- 
tory government grade labeling as a guide to consumer buying and the subordina- 
tion or elimination of the trade-mark and brand-name systems. Out of that chal- 
lenge came the Brand Names Foundation, supported in common by advertisers, 
agencies and media, to tell the truth about trade-marks, brand-names, and advertis- 
ing. 

The so-called “consumer” organizations, let us not deceive ourselves, are co- 
hesive and expertly managed. Their members receive periodic “bulletins” which 
frequently contain more propaganda than they do market information, but the 
propaganda is disguised as “facts.” By these frequent injections of “facts,” con- 
sumer leadership makes sure that membership enthusiasm against business and 
advertising is kept at battle pitch. 

The effectiveness of propaganda of this kind is reflected in texts and other litera- 
ture on the theory of buymanship. Twenty-six of 29 books listed by the New 
York Public Library under the heading “economics of consumption” are critical of 
advertising, trade-marks and brand names. The charges range from “Advertising 
is a direct burden on consumer costs,” to the flat assertion that “Most advertising 
is untruthful, there can be little doubt.” 

Brand names, they allege, “veil quality deficiences.” And trade-marks, they 
charge, “promote monopoly.” 

If it is any comfort, we can consider that these consumer organizations have 
a small membership on a national basis. But let us also consider the more important 
fact that they are most numerous and most vocal in the areas of population con- 
centration like New York City. It is in metropolitan areas where advertising’s 
most advantageous markets are located. 

Frontal attacks by consumer groups are not so dangerous as the economic fal- 
lacy and philosophic doctrine taught in some schools and colleges. By these means, 
coming generations are being injected with the virus of disbelief in our traditonal 
American system of individual enterprise. 

I have by no means exhausted the list, but these to me are the most significant 
of the external influences that the profession must recognize. The internal influ- 
ences originate largely within the profession. Our critics call them “excesses.” 
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Errors Within Advertising 


They result from bad judgment or bad taste. Whenever we err in this regard, 
the antagonists of advertising are quick to seize upon the error, to exploit it, and to 
try to convince the public that it is characteristc of the profession. 

Deliberately overlooked are the accomplishments of advertising in the past 
three or four decades in spreading the fruits of modern science and invention to 
every distant corner and every economic level of our Western lands. Imagination 
achieved them. And imagination, inevitably, will sometimes get out of hand. 

Let’s draw off a total and see what effect these external and internal influences 
have had upon the fundamental asset of public credence. 

Obviously, it is an appraisal that cannot be so simply arrived at as the profit and 
loss account in our agencies. We know these factors can have an adverse effect. 
We sense that. But, until we have a comprehensive measurement, such as a na- 
tional sampling of public opinion, we have to approximate the effect from assorted 
evidence. 

The Bureau of Advertising of the American Newspaper Publisher Association 
reports that a recent poll to discover the 10 men most admired by the American 
public did not include a single business man. 

This, it seems to me, reflects as much loss of public regard for advertising as 
it does for business. After all, advertising is the junor partner of American busi- 
ness. 

Our own organization has recently been experimenting with opinion polls to try 
measuring the credence of advertising. Fact Finders Associates made a test survey 
for us of men and women over thirty years of age. The question was asked: “Do 
you discount advertising Slightly? Greatly? Totally?” 

Let me explain in advance that we attach little or no importance to the variations 
between the responses as reflecting the credence of advertising in the several media. 
It just happens that the survey was conducted that way and these are the results: 

As applied to magazine advertisements, the replies indicated that 49.0 per cent 
discounted them “slightly” ; 23.9 per cent discounted them “considerably” ; and 11.4 
per cent “totally.” 

As applied to newspaper advertisements (and we presume the respondents 
largely had retail advertising in mind), the replies were: 50 per cent “slightly” ; 
34.0 per cent “considerably” ; 11.3 per cent “greatly” ; 4.7 per cent “totally.” 

As applied to radio commercials: 37.5 per cent “slightly” ; 26.5 per cent “con- 
siderably” ; 22.7 per cent “greatly” ; and 13.3 per cent “totally.” 

The next question was: “How much do you discount advertisements now, as 
compared to eight or 10 years ago?” 

The answers: 





More About same Less 





Jo %o 
Magazine advertisements ................... 27.9 53.9 18.2 
Newspaper advertisements .................. 24.3 49.6 26.1 


SEONG OORMMETCIAIS 6.5 oko So ha hk os Sas Cds SR 39.5 44.7 15.8 
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The poll was limited to a small segment of the population and cannot, of course, 
be considered conclusive. But it does show a drift, and its meaning is plain: Public 
credence in advertising has declined. In dollars and cents, the advertising dollar is 
down 10 or 15 cents from its value a decade or so ago. 

What can and should we do to restore the value of our asset of public credence 
and to protect it against further depreciation? 

This is a question for all of us to answer. No one of us can answer it ade- 
quately alone. We can only suggest. 


Raise Our Sights 


One of the first things is to raise our sights above the walls of agency offices 
and observe and be a part of the whole scene of advertising. If for no other reason 
than self-preservation, it is our duty to recognize this common responsibility—and 
meet it. 

What is the case for advertising ? 

To answer that question, let’s start at the beginning. Our country’s economic and 
political philosophy is based on a system pervaded by freedom, designed to en- 
courage individual effort and creative ingenuity, and to serve individual taste. Along 
with that system, we have the secrets of mass production. We have developed forms 
of power and techniques of assembly which can produce goods in quantity at low 
costs per unit. Conveniences that once were luxuries, accessible only to the wealth- 
iest homes, can be mass-produced at costs bringing them within reach of every 
wage earner. 

Promising as this combination of circumstances is, it has required something else 
to bring about the amazing phenomenon we now know as the American living stand- 
ard. 

That something else is Educated Demand. 

Take all American resources and productive facilities tomorrow and put them 
on the Fiji Islands and a generation or more would yet pass before there was any- 
thing approaching our living standards. 

To have production and distribution, people have to want things. And before 
they want them they have to learn about them—not just intellectually and objec- 
tively, as we might learn of a strange plant in Patagonia—but intimately and emo- 
tionally, so that our senses want the products to the point where we see the merits 
and advantages and we strive for the wherewithal to obtain the products. 

Advertising that has told about and sold products has been an educational force 
second only to that of the educational system itself. And as its magic has stimulated 
tastes and demands, it has made possible the means of satisfying those demands, for 
it has provided markets large enough to underwrite mass production—and that has 
meant costs within the reach of the average pocketbook. 

Is that a social service? Well—ask the people of the United States if they want 
to go back to the living levels of pioneer days—or even stop at the present point of 
advancement. 

The practices to which the advertising profession is devoted are the master prim- 
ing forces of our economic life, the producers of broad social benefits. It is our 
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common duty to protect these practices from discredit—whether it results from 
exercise of poor judgment by some within our ranks, or from unfavorable or dis- 
torted outside propaganda. 

We have a strong case for advertising. It has served the public well. If a 
distorted picture has been achieved in the public mind, it is largely because critics 
have been vocal while the institution under attack remained silent. 

There is the outstanding job advertising did in the war. When production cur- 
tailed products to be advertised, the profession, through the War Advertising 
Council, took off its coat, rolled up its sleeves, and used its skill and — to 
sustain morale on the fines front and help bring victory abroad. 

And now its successor—The Advertising Council—is performing an equally 
valuable job by its current public service campaigns. 

We in the profession know of these things. But it is the public who must be 
informed. We know the value of repetition. It is one of our most useful tech- 
niques. Why not adapt it to our own institution of advertising? Repeat again and 


again what advertising has accomplished until the public knows it by heart as we 
know it. 
















We have our various trade journals and professional organizations. Are we 
giving both the cooperation they need to do a job that will benefit our common in- 
stitution of advertising? If we are not, let us lose no time in seeing they get it. We 
need not worry that they will not do their part. They have done it and will continue 
doing it. 

Finally, let us make this pledge to ourselves and keep it: 

To strive by good leadership to keep our craft or profession the most serviceable 
and dynamic force in society, progressing in its techniques to new high standards of 
accuracy and good taste, yet resisting all efforts of dull, unimaginative people to 
stultify the art or implant their drab pattern on our colorful American way of life; 

To keep well up in the public consciousness the practical and philosophical values 


that have emerged in an institution that epitomizes the competitive spirit of our way 
of doing things. 
















CONGRESS OF THE INTERNATIONAL ASSOCIATION FOR THE 
PROTECTION OF INDUSTRIAL PROPERTY 


1. The Congress resolves that: 
In view of the imminent expiration (June 30, 1947) of one of the essential time 
limits established by the Acts of Neuchatel of February 8, 1947, it is essential that 


the signatory countries immediately proceed to ratify said Acts and that the other 
countries of the Union adhere thereto. 

















2. Considering that at The Hague in 1925 in exempting patents from the obliga- 
tion, which was formulated in the stipulations of paragraph 2 of Article 5 of the 
Convention as revised at Washington, of working their patents in accordance with 
the requirements of the national laws, the countries of the Union decided to forbid 
the forfeiture of a patent unless previously the less drastic sanction of the com- 
pulsory license had been applied and had been found to be insufficient ; and 
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Considering that in London in 1934, by specifying that no forfeiture of a patent 
can be pronounced before the expiration of two years beginning with the granting of 
the first compulsory license, the reform introduced at The Hague was confirmed, 
and the possibility of forfeiture of a patent was further reduced ; 

The Congress urges that the observation of the engagements taken at The Hague 
and at London be complied with by all appropriate means and that the stipulations 
contained in Article 5 of the Convention of the Union be effectively applied to pa- 
tentees as from the date of the ratification of the said Acts. 


3. The Congress requests that the following phrase be added to number 3 of Ar- 
ticle 13: 

“The countries of the Union have a duty to communicate their legislative bills 
and texts and the regulations thereunder to it (The International Bureau for 
the Protection of Industrial Property).” 


4 


4. The Congress requests that the following provision be inserted in the Conven- 
tion of Paris: 

“Tt will be incumbent upon the International Bureau: 

a. In case of failure to give effect to the reciprocal engagements contained in 

the Acts of the Union, to call this fact to the attention of the Administration 
of the country concerned. 
To officially render any opinion which shall be requested by the Government 
of a country of the Union concerning the interpretation of the Acts of the 
Union, these opinions to be brought to the knowledge of the Governments of 
the countries of the Union through the good offices of the Government of the 
Swiss Confederation.” 


5. The Congress requests that the following provision be inserted in the Convention 
of Paris: 

a. “The countries of the Union accept the competence of the International 
Court of Justice to take cognizance of all differences between them concern- 
ing the interpretation of the Acts of the Union. 

“The International Bureau shall be informed by the petitioning country of 
any difference brought before the Court and it shall give notice thereof to the 
other countries of the Union, so as to enable them to intervene.” 


6. Amendments approved of by four-fifths of the voting countries of the Union 
should be incorporated in the Convention. 


7. The Congress requests that Article 4-D of the Convention of Paris be modified 
as follows: 
“(1) Any person desiring to claim the priority of a previous filing must make 
a declaration giving particulars as to the date of such application and the coun- 
try in which it was made, as well as the name of the prior applicant or applicants. 
Each country may determine at which time such declaration shall be made at the 
latest.” 
“(2) (No change.) 
“(3) (No change), but add at the end: 
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“The Administrations of the countries of the Union shall deliver to any appli- 
cant, at his expense, a certified copy of any patent application on which a claim 


of priority is based, subject to proof, if necessary, of the existence of such 
claim.” 


“(4) (No change). 
“(5) (No change).” 


8. The Congress requests that in no country shall the cancellation, forfeiture or 
revocation of a principal patent or the renunciation of such patent cause, by this 
fact alone, the invalidity of a patent of addition unless the owner be given the op- 
portunity to maintain in force the said patent of addition. 
9. The Congress requests that the following provision be inserted in the Conven- 
tion of Paris: 
“Upon ratification of the Acts of the Convention by a country of the Union, or 
upon adhesion to the said Acts, the nationals of this country shall enjoy, any pro- 
vision to the contrary notwithstanding, all the advantages accorded by the said 
Acts.” 


10. The Congress requests that the following provision be inserted in the Conven- 
tion of Paris: 

“The countries of the Union shall accept the application and register in a single 
and same filing, a composite trade-mark consisting of the mark registered in the 
language of origin and its translation into other languages, each of the elements 
of the composite trade-mark being protected by itself.” 


11. The Congress expresses the wish that the Arrangement of Madrid of April 
14, 1891 concerning the international registration of trade-marks, as revised at 
London on June 2, 1934, should be modified in such a manner as to make possible 
territorial limitation of the effects of registration. 


12. The Congress expresses the wish that an article 6 quater be inserted in the Con- 

vention of the Union to read as follows: 
“When a trade-mark has been duly registered by a person entitled to the bene- 
fits of the Convention in his country of origin and then in certain other countries 
of the Union, such trade-mark may be transferred for all or part of the goods 
for which it has been registered, and this independently of any assignment of 
the trade-mark in the country of origin and the trade-marks corresponding 
thereto in all the other countries of the Union, and it shall not be necessary that 
the principal business or its branches or affiliates located in the various coun- 
tries concerned be also transferred with the trade-mark.” 
“Each of the countries of the Union may determine, according to its national 
law, the conditions suitable for preventing that the transfer of the trade-mark 
may lead the public into error, particularly with respect to the nature, origin 
or the substantial quality of the goods to which the trade-mark is applied.” 


We are indebted to the International Association for the Protection of Indus- 


trial Property—American Group for making this information available to our mem- 
bers. 
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RECENT TRADE-MARK LEGISLATION IN AUSTRIA 
By Dr. Paul Abel* 


In 36 T.-M. Rep. 27 I described the complicated trade-marks situation which 
existed in Austria at the time of her liberation from the Nazi yoke (April 27, 
1945). Endeavors to make an end to that situation started soon after the liberation. 
They have just resulted in the enactment of a carefully-worded and well-considered 
statute on the restoration of the Austrian Trade-Marks Law, dated May 9, 1947, 
published in the Austrian Law Gazette on July 18, 1947, numbered 125. I pro- 
pose to give in the following a brief survey on that statute insofar as its provisions 
might be of interest to readers of this paper. 


1. The Trade-Marks Law introduced by the Nazis in Austria is repealed and 
the statutes and regulations in force in Austria on the day of Austria’s occupation 
(March 13, 1938) are restored. 

But on this occasion, some important changes were introduced in the former 
Austrian Trade-Marks Law, mainly in that respect that trade-marks applications 
have no more to be filed as before with the Chamber of Commerce in whose dis- 
trict the business is situated, but with the Patent Office. Austria follows with this 
amendment the example given, e.g., by the United States, Great Britain, Switzer- 
land, etc., where applications for the registration of trade-marks have to be filed 
with a central authority. This change in the Austrian Trade-Marks Law is highly 
appreciable. From now on, trade-marks applications are being examined by the 
Patent Office and not also by the various Chambers of Commerce, some of which 
had, of course, little experience in those matters, and the Trade-Marks Register is 
kept by the Patent Office whereas under the old law there was a Trade-Marks 
Register with every Chamber of Commerce and a central Register with the Patent 
Office. The Patent Office examines the application as to whether the statutory re- 
quirements are complied with and enters the trade-mark in the Register if that is the 
case. After registration has been effected, a search is made as to whether the mark 
resembles a trade-mark already on the register for another trader in respect of the 
same goods or goods of the same description. If that is the case the mark remains 
on the Register just the same unless the owner of the older mark applies for its 
cancellation in the prescribed manner. In view of the present shortage of staff, 
the Act provides that examination as to resemblance is suspended for the time be- 
ing until further notice. 


2. The Patent Office will open a new Trade-Marks Register. All marks reg- 
istered in Austria (in force on March 13, 1938), and all marks (“Warenzeichen” ) 
registered up to April 27, 1945, by the Reichs Patent Office at Berlin pursuant to 
applications filed there after September 12, 1937 (1.e., half a year—the period fixed 
in the Paris Convention, as amended—before Austria’s occupation) will be trans- 
ferred to the new Register. Trade-marks registered by the Reichs Patent Office 
pursuant to applications filed before the latter date are not entered in the new Reg- 


1. Consultant on International Law, Léndon. 
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ister and they cease to be protected in Austria although the Nazis have extended 
such protection to the so-called “Ostmark” (the name given by the Nazis to Aus- 
tria). 

The just mentioned entries will be made only if the interested parties file an 
application to that effect within a period to be fixed by a decree to be issued by the 
Austrian Ministry for Commerce and Reconstruction. 

Applications for registration of trade-marks which were pending with the Reichs 
Patent Office on April 27, 1945, may be filed with the Austrian Office; the date of 
the application made in Berlin is deemed to be the date of the application in Austria, 
provided the latter is lodged within the period fixed by the beforementioned minis- 
terial decree. 

Onwers of Austrian trade-marks in the United States should take note of those 
periods after they will have been fixed. 


3. Whoever has made an application for registration of a trade-mark in a coun- 
try outside Austria enjoys the right of priority, provided the country of origin 
grants the same facilities to persons domiciled in Austria and provided further that 
application in Austria is made within the time limit to be fixed by the Austrian Min- 
istry. The statute prescribes the requirements for claiming such priority. 

The said provisions apply unless anything else is provided for in international 
agreements. 


4. Infringements in trade-marks committed between March 13, 1938, and the 
coming into force of the new Act can be prosecuted by civil but not by criminal ac- 
tion. 


= 


5. The Austrian Patent Journal (Osterreichisches Patentblatt) will re-appear 
from August 15, 1947 in the same manner as up to 1938. 

The trade-marks situation in Austria is now settled and it may be expected that 
the administration of the rights of industrial property in Austria will soon regain its 
well deserved reputation. 





TRADE SLOGANS 


We publish below trade slogans in use by one of our members with a view to 
placing on record our member’s claim thereto. This service is rendered without 
charge to all members of the Association. 


I I sdk. 6 he sawkivesduonsiigaliseeese scene Eberhard Faber Pencil Co. 
“FOF COR CT ONVECTIORS © 55 .658.b0 a BEANE ko Re ea RRA Eberhard Faber Pencil Co. 
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PART II 


THE UNITED STATES OF AMERICA v. MICHAEL WALSH, rTrapiNnG As 
KELP LABORATORIES 


U. S. Supreme Court—May 19, 1947 


ami aan end hee 


118 N. Y. Law Journal 465 


FEDERAL Foop, Druc anp Cosmetic Act—FALse GUARANTY—SCOPE OF PROHIBITION 

Section 301(h) of the Federal Food, Drug and Cosmetic Act of 1938, held to prohibit the 
giving of a false guaranty to one engaged wholly or partly in interstate business irrespective 
of whether that guaranty leads in any particular instance to an illegal shipment in interstate 
commerce. 

CONSTITUTIONAL LAW—COMMERCE CLAUSE—REGULATION OF INTRASTATE COMMERCE 

The Federal Food, Drug and Cosmetic Act rests upon the constitutional power of Congress 
to regulate interstate commerce. 

The possibility that a false guaranty may give rise to an illegal interstate shipment by a 
dealer, whose business includes making interstate sales, held strong enough to make reason- 
able the prohibition of all false guaranties to him, even though some of them may actually 
result only in intrastate distribution. 

Section 301(h) so construed and held constitutional. 


On direct appeal from the District Court for the Southern District of California. 
Information charging violation of Section 301(h) of Federal Food, Drug and 
Cosmetic Act dismissed on defendant’s motion. United States appeals. Reversed. 


Robert S. Erdahl (George T. Washington, Acting Solicitor-General, Theron L. 
Caudle, Assistant Attorney-General, Sheldon E. Bernstein and Vincent A. Klein- 
feld with him on the brief) for appellant. 

Eugene W. Miller (Miller, Higgs, Fletcher & Glen with him on the brief) for ap- 
pellee. 


Mr. Justice Murpuy delivered the opinion of the court. 


This appeal brings before us section 301(h) of the Federal Food, Drug and 
Cosmetic Act of 1938 (52 Stat., 1040, 1042, 21 U. S. C., sec. 331-h), which pro- 
hibits the giving of a false guaranty that any food, drug, device or cosmetic is not 
adulterated or misbranded within the meaning of the act. 

Appellee does business in San Diego, California, under the name of Kelp Labora- 
tories. An information has been filed, charging appellee with having given a false 
guaranty in violation of section 301(h). The following facts have been alleged: 
In February, 1943, appellee gave a continuing guaranty to Richard Harrison Prod- 
ucts, of Hollywood, California, stating that no products thereafter shipped to the 
latter would be adulterated or misbranded within the meaning of the act. On Feb- 
ruary 24, 1945, while the guaranty was in full force and effect, appellee consigned 
to Richard Harrison Products, at Hollywood, a shipment of vitamin products which 
were allegedly adulterated and misbranded—thereby making the guaranty false in 
respect of that shipment. Prior and subsequent to the date of the shipment, Richard 
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Harrison Products was engaged in the business of introducing and delivering for 
introduction into interstate commerce quantities of the vitamin product supplied by 
appellee. 

Appellee moved to dismiss the information on the ground that it did not state an 
offense. The argument was that section 301(h) applies only to a guaranty that is 
false relative to an interstate shipment, whereas the alleged shipment here was to a 
consignee within California, the state of origin, and there was no allegation that the 
consignee purchased the order for some one outside California or that it intended to 
sell the products in its interstate rather than its intrastate business. The District 
Court gave an oral opinion sustaining appellee’s contention and granting the motion 
to dismiss. The case is here on direct appeal by the United States. 

The Federal Food, Drug and Cosmetic Act rests upon the constitutional power 
resident in Congress to regulate interstate commerce (article 1, sec. 8, cl. 3). To 
the end that the public health and safety might be advanced, it seeks to keep inter- 
state channels free from deleterious, adulterated and misbranded articles of the 
specified types (United States v. Dotterweich, 320 U. S., 277, 280). It is in that 
interstate setting that the various sections of the act must be viewed. 

But section 301(h), with which we are concerned, does not speak specifically in 
interstate terms. It prohibits the “giving of a guaranty or undertaking referred to 
in section 303(c) (2), which guaranty or undertaking is false,” the only exception 
being as to a false guaranty given by a person who, in turn, relied upon a similar 
guaranty given by the person from whom he received in good faith the adulterated or 
misbranded article.” Nothing on the face of the section limits its application to 
guaranties relating to articles introduced or delivered for introduction into inter- 
state commerce. From all that appears, its proscription plainly extends to the giv- 
ing of any false statutory guaranty, without regard’to the interstate or intrastate 
character of the shipment in question, to those who are engaged in the business of 
making interstate shipments. 

Nor do we find any interstate limitation of the type which appellee proposes in 
the reference made in section 301(h) to section 303(c) (2).2 That reference is 
made simply to define the type of guaranty or undertaking the falsification of which 
is prohibited by section 301(h). Instead of spelling out the matter, section 301(h) 
adopts the reference in section 303(c) (2) to “a guaranty or undertaking signed by, 
and containing the name and address of, the person residing in the United States 


1. Section 301(h) prohibits “The giving of a guaranty or undertaking referred to in section 
303(c) (2), which guaranty or undertaking is false, except by a person who relied upon a 
guaranty or undertaking to the same effect signed by, and containing the name and address of, 
the person residing in the United States from whom he received in good faith the food, drug, 
device, or cosmetic ; or the giving of a guaranty or undertaking referred to in section 303(c) (3), 
which guaranty or undertaking is false.” 

2. Section 303(c) (2) provides that no person shall be subject to the penalties of section 
303 (a) “for having violated section 301(a) or (d), if he establishes a guaranty or undertaking 
signed by, and containing the name and address of, the person residing in the United States from 
whom he received in good faith the article, to the effect, in case of an alleged violation of section 
301(a), that such article is not adulterated or misbranded, within the meaning of this Act, desig- 
nating this Act, or to the effect, in case of an alleged violation of section 301(d), that such article 


is not an article which may not, under the provisions of section 404 or 505, be introduced into in- 
terstate commerce.” 
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from whom he received in good faith the article, to the effect . . . . that such article 
is not adulterated or misbranded, within the meaning of this Act, designating this 
Act.” The fact that section 303(c) (2) relieves a holder of such a guaranty from 
the criminal penalties provided by section 303(a) for violating section 301(a) does 
not carry over the interstate limitation of section 301(a) to section 301(h). Sec- 
tion 301(a) prohibits the introduction or delivery for introduction into interstate 
commerce of illicit articles,* and section 303(c) (2) relieves one from the liabilities 
of such introduction if one has a guaranty or undertaking as therein described. Sec- 
tion 301(h) has adopted that description for the entirely different purpose of in- 
forming persons what kind of a guaranty or undertaking may not be given falsely. 
In other words, section 301(a) is directed to illegal interstate shipments, while sec- 
tion 301(h) is directed to the giving of false guaranties. Guaranties as described 
in section 303(c) (2) may be used by interstate dealers in connection with either 
interstate or intrastate shipments and those guaranties that are false are outlawed by 
section 301(h). 

It is true, of course, that the guaranty referred to in section 303(c) (2) is one 
given for the purpose of protecting the dealer “in case of an alleged violation of 
section 301(a),” thereby relieving him of liability if he reships adulterated or mis- 
branded goods in interstate commerce. But where such a guaranty, as in this case, 
is given to a dealer regularly engaged in making interstate shipments and who may 
therefore have need of the guaranty, section 301(h) imposes liability on the guar- 
antor if that guaranty turns out to be false. And that liability attaches even where 
the particular shipment which renders the guaranty false is not alleged to have been 
an interstate one. 

It is significant that section 301(h) had no counterpart in the predecessor statute, 
the Food and Drugs Act of 1906 (34 Stat., 768). Under section 9 of that act, a 
dealer could not be prosecuted for shipping adulterated or misbranded articles in 
interstate commerce if he had a guaranty of a type similar to that referred to in the 
present statute. If there were such a guaranty, the guarantor was subject to the 
penalties which would otherwise attach to the dealer. The result was that the guar- 
antor was not liable on account of a false guaranty unless the dealer had shipped the 
prohibited article in interstate commerce (Steinhardt Bros. & Co. v. United States, 
191 F., 798, 800; United States v. Charles L. Heinle Specialty Co., 175 F., 299, 
300-301). There was no liability for issuing a false guaranty as such to one engaged 
in an interstate business. But in the 1938 Act, Congress added a new liability in the 
form of section 301(h), making the guarantor liable for giving a false guaranty of 
the type referred to in section 303(c) (2). We find it impossible to say that the 
framers of the 1938 Act added section 301(h) for the useless purpose of achieving 
the same result as had been reached under the 1906 Act without such a provision. 

We thus conclude that section 301(h) definitely proscribes the giving of a false 
guaranty to one engaged wholly or partly in an interstate business irrespective of 
whether that guaranty leads in any particular instance to an illegal shipment in inter- 
state commerce. Such a construction is entirely consistent with the interstate setting 


3. Section 301(a) prohibits “The introduction or delivery for introduction into interstate 
commerce of any food, drug, device, or cosmetic that is adulterated or misbranded.” 
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of the act. A manufacturer or processor ordinarily has no way of knowing whether 
a dealer, whose business includes making interstate sales, will redistribute a par- 
ticular shipment in interstate or intrastate commerce. But if he guarantees that his 
product is not adulterated or misbranded within the meaning of the act, he clearly 
intends to assure the dealer that the latter may redistribute the product in interstate 
commerce without incurring any of the liabilities of the act. And the dealer is 
thereby more likely to engage in interstate distribution without making an independ- 
ent check of the product. The possibility that a false guaranty may give rise to an 
illegal interstate shipment by such a dealer is strong enough to make reasonable the 
prohibition of all false guaranties to him, even though some of them may actually 
result only in intrastate distribution. By this means, some of the evils which Con- 
gress sought to eliminate are cut down at their source and the effectiveness of the 
act’s enforcement is greatly enhanced. 

So construed, section 301(h) raises no constitutional difficulties. The com- 
merce clause of the constitution is not to be interpreted so as to deny to Congress 
the power to make effective its regulation of interstate commerce. Where that 
effectiveness depends upon a regulation or prohibition attaching regardless of 
whether the particular transaction in issue is interstate or intrastate in character, a 
transaction that concerns a business generally engaged in interstate commerce, Con- 
gress may act. Such is this case. 

The judgment of the District Court is accordingly reversed. 
Reversed. 


Mr. Justice JACKSON (dissenting) : 


Stretch the Food and Drugs Act as we will, I cannot make it cover this charge 
as acrime. The statutory scheme is to make a crime of “The introduction or de- 
livery for introduction into interstate commerce” of adulterated or misbranded goods 
(52 Stat., 1042, 21 U.S. C., sec. 331-a and d). 

But since many shippers buy goods of others and do not know their precise in- 
gredients, Congress allowed an escape for the violator, provided he acted in good 
faith and could trace the responsibility to another. This he must do by producing 
a signed guaranty or undertaking and the statute requires that it shall be conditioned 
“to the effect, in case of an alleged violation of section 331(a), that such article is 
not adulterated or misbranded . . . . or to the effect, in case of an alleged violation 
of section 331(d), that such article is not an article” forbidden shipment by stated 
paragraphs of the act (Emphasis added ; 52 Stat., 1043, 21 U. S. C., sec. 333-c). 

It will be noticed that Congress not only provided but repeated that the statutory 
bond required is “in case of an alleged violation” by introducing or delivering for 
introduction of goods in interstate commerce. No such violation has been alleged 
here ; these goods were never introduced or delivered for introduction into inter- 
state commerce. But the court seems to think it is enough that there are some 
grounds for expecting that this crime possibly, or probably, or perhaps pretty cer- 
tainly, would eventually be committed. 

Of course, if the assured had committed this offense and had fallen back on the 
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guarantor, the statute which reached the assured would not be sufficient. To punish 
the responsible person, it was made a crime to give a false guaranty “referred to in” 
the statute (52 Stat., 1042, 21 U. S. C., sec. 331-h). 

The government now seeks to exact criminal responsibility on a guarantee, ex- 
pressly conditioned only “in case of violation,” in a case of no violation. Until a 
violation is alleged, the guaranty plays no statutory role at all. It might afford a 
cause of action if false, but that is quite different from making it a crime. For it is 
no guaranty at all for criminal prosecution purposes if violation of neither section 
331(a) nor section 331(d) is alleged. The statute requires such violation to be 
alleged only, not proved, in order to put the guarantor rather than the assured to the 
proof. This is the only instance I recall where the guarantor is liable when there 
is no breach of the condition of the bond. The whole plan was to have a substituted 
liability in case the violator of the act became such in good faith. This decision 
makes a new, independent and original liability where there has been no alleged viola- 
tion by moving the goods in interstate commerce. 

I do not think we should take such liberties in expanding criminal statutes in 
which the sovereign once was considered under a duty to be explicit and the subject 
entitled to the doubt. 


TRIANGLE PUBLICATIONS, INC. v. HANSON, ET AL., DOING BUSINESS AS 
SEVENTEEN FOR THE JUNIOR TEENS, ET AL., ETc. 


Nos. 13,463-13,464—C. C. A. 8—August 15, 1947 


TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Seventeen” held fanciful or suggestive rather than descriptive of magazine catering to 
girls 13 to 18 years old. 
TRADE-MARKS—INFRINGEMENT OF REGISTERED TRADE-MARK—GENERAL 
Defendants’ use of mark on dresses held not to constitute statutory infringement of plain- 
tiff’s registration under the 1905 Act covering the mark for magazines. 
UNFAIR COMPETITION—COMPETITIVE AND NoN-CoMPETITIVE Goons or SERVICES—GENERAL 
Defendants’ use of the mark on dresses held competitive with plaintiff’s use of the mark, 
in its incidental service aspect, in sponsoring or commercially blessing items of girls’ apparel ; 
and plaintiff held entitled to relief against defendants’ unfair competition in view of defendants’ 
deliberate attempt to get a free ride on plaintiff’s reputation and good will and the confusion 
which has resulted. 
There can be unfair competition although the businesses involved are not directly com- 
petitive. 
General law of New York and Missouri as to unfair competition held the same. 
Courts—J URISDICTION—GENERAL 
Allegation of infringement of registered trade-mark held not plainly unsubstantial; and 
there being diversity of citizenship, evidence held sufficient to support trial court’s finding of 
jurisdictional amount involved. 
UNFAIR CoMPETITION—INJUNCTION—SCOPE OF RELIEF 
On plaintiff’s cross-appeal, there being no statutory infringement, the trial court held 
warranted in limiting the degree of injunctive relief since there was no evidence that plain- 
tiff had sustained any loss directly or indirectly. 


Appeals from District Court for Eastern District of Missouri. 
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Trade-mark infringement and unfair competition suit by Triangle Publications, 
Inc., against Gilbert E. R. Hanson and Joseph Schwartz, individually and as co- 
partners doing business as Seventeen for the Junior Teens, etc. Cross appeals from 
judgment for plaintiff. Affirmed. 


George T. Priest and Aubrey B. Hamilton (Howard Elliott on the brief) all of St. 
Louis, Mo., for Gilbert E. R. Hanson and Joseph Schwartz. 

Richardson Dilworth, Philadelphia, Pa., and Samuel H. Liberman, St. Louis, Mo. 
(Murdock, Paxson, Kalish & Dilworth, Philadelphia, Pa., Shepley, Kroeger, 
Fisse & Ingamells, St. Louis, Mo., Harold H. Kohn, and William R. Bascom 
on the brief) for Triangle Publications, Inc. 


Jounsen, C. J.: 


The action is one for trade-mark infringement and unfair competition. The 
trial court granted an injunction, on both grounds apparently, but denied any re- 
covery of profits or damages. Both parties have appealed. The opinion of the trial 
court appears in 65 F. Supp. 952. 

The plaintiff, Triangle Publications, Inc., is the publisher of “Seventeen,” a 
magaine of fashions and other interests for girls of high school age. It began pub- 
lication of the magazine in August 1944 and had the name “Seventeen” registered 
in the Patent Office as a trade-mark for “a monthly magazine devoted to the inter- 
ests of girls.” 

The defendants, Hanson and Schwartz, as partners, are manufacturers of dresses 
for “teen-age” girls, named and labeled “Seventeen for the Junior Teens.” They 
began to show styles and samples to the trade in November 1944 but did not make 
deliveries until May 1945. The complaint in the present action was filed in March 
1945. 

Infringement and unfair competition are claimed from defendants’ use of the 
word “Seventeen” in their trade-name and label of “Seventeen for the Junior 
Teens.” The word “Seventeen” is given prominence by defendants over the words 
“for the Junior Teens” in their insignia. Plaintiff charges that defendants are ap- 
propriating its registration and also the acquired secondary meaning of its trade- 
mark ; that the magazine’s relation to the field of teen-age apparel is such that by 
defendants’ use of the word “Seventeen” the public will be led to believe that de- 
fendants’ dresses have been advertised in or otherwise endorsed or sponsored by the 
magazine ; and that defendants are simply trying to get a free ride for their products 
on the trade-mark and good will of the magazine. 

From the findings and the evidence, the magazine “Seventeen” had had a phe- 
nomenal and instant success and had become from the time of its first publication a 
recognized and outstanding fashion magazine for teen-age girls. Substantial promo- 
tional efforts to establish this position had been engaged in both before and in the 
months immediately following its appearance. Its initial number consisted of 380,- 
000 copies and its circulation rapidly increased. By December 1945, 750,000 copies 
of the magazine were being published. Its advertising rates also correspondingly 
rose. Its original rate had been $750 per page, but by May 1945 this was increased 
to $1200 and by January 1946 to $1800. 
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As part of its business scheme, the magazine began immediately to sell reprints, 
counter cards and “blow-ups” of its advertisements and style comments for use in 
store displays. It sold hang-tags for garments on sales racks, featuring the words 
“You saw it in Seventeen.” Up to the time of the trial, over a million such hand- 
tags had been sold. From the start, it also offered a suggestion service to retail 
stores for their department set-ups and window displays of teen-age apparel, and it 
assisted them in putting on local fashion shows featuring garments that were ad- 
vertised in its columns. Its appeal and prestige Were such that more than a hundred 
manufacturers and merchandisers had sought permission to use the name “‘Seven- 
teen” for their products or to associate their products with the magazine. The 
magazine has consistently refused to consent to the use of its name for any product. 

The trial court made findings that defendants had deliberately chosen the word 
“Seventeen” as part of the trade-name for their dresses, with knowledge of the 
reputation which the magazine had at that time acquired by virtue of the instant 
favor which it had won among girls of high school age, and with the object of ap- 
pealing to the group reached by the magazine ; that defendants were seeking to trade 
on and take unfair advantage of the magazine’s fame, reputation and good will; 
that, while the evidence did not show that defendants or the dealers in their prod- 
ucts had been guilty of any direct misrepresenting and confusing, and while de- 
fendants had been careful not to state specifically that their dresses had any con- 
nection with the magazine, they nevertheless had sought in various ways to foster 
such an impression, as, for example, by furnishing dealers with hand-tags, such as 
the magazine did, in which the word “Seventeen” was emphasized ; that persons in 
the fashion and apparel business had been confused by defendants’ trade-name into 
believing that there was some relation between their dresses and the magazine ; and 
that defendants’ further use of the word “Seventeen” as part of their trade-name 
and label was likely to confuse the public by causing it to believe that defendants’ 
dresses were advertised in or were sponsored, approved or endorsed by the maga- 
zine. There is evidence supportive to these findings. 

The injunction entered prohibited defendants from using in any manner what- 
soever the word “Seventeen,” or the numeral “17,” or any name including the word 
“Seventeen,” in the manufacure, sale, distribution or advertising of dresses or 
other wearing apparel for girls. 

One of defendants’ contentions here is that plaintiff’s trade-mark is invalid. 
But as a name for a magazine catering to girls from 13 to 18 years of age, we agree 
with the trial court that “Seventeen” is a fanciful or suggestive term rather than a 
commercially descriptive one. Its value in its registered use would seem to lie in its 
symbolic appeal and not in any indication of particular product. Cf. San Francisco 
Ass'n for the Blind v. Industrial Aid for the Blind, 8 Cir., 152 F. 2d 532, 533, 534. 
It can hardly be said, within the language of the Trade-Mark Act of 1905, as 
amended, to be “merely . . . . descriptive of the goods with which they are used, 
or of the character or quality of such goods.” 15 U.S.C. A. $85. It is not in our 
opinion such a summary or characterization of contents as was held to be made by 
the title “Aviation” in McGraw-Hill Pub. Co. vy. American Aviation Associates, 
App. D. C., 117 F. 2d 293; “Ranch Romances” in Warner Publication v. Popular 
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Publications, 2 Cir., 87 F. 2d 913; “College Humor” in Collegiate World Pub. Co. 
v. Du Pont Pub. Co., D. C. N. D. Ill., 14 F. 2d 158; and other similar cases upon 
which defendants rely. 

Defendants further contend that their use of “Seventeen” as a name for dresses 
is not an infringement under the Trade-Mark Act of plaintiff’s registration of the 
term for a magazine title. Infringement under the statute involves the use of a 
trade-mark upon “merchandise of substantially the same descriptive properties as 
those set forth in the registration.” 15 U.S. C. A. §96. It must be conceded that 
magazines and dresses would not normally be regarded as merchandise of sub- 
stantially the same descriptive properties. There is, however, the factor to be con- 
sidered that plaintiff has made its magazine serve also as a commercial blesser and 
oblique brander of merchandise for identifying the products of its advertisers in the 
market. 

But this promotive use of the name of the magazine in a service for commercially 
blessing and obliquely branding the merchandise of others, as a medium for identi- 
fying and stimulating the sale thereof and with its special business incidents to 
plaintiff of selling hang-tags, reprints, counter cards, “blow-ups,” etc., would seem 
not to be directly within the scope of plaintiff’s registration and to constitute rather 
an extension of the trade-mark into a field of outside or secondary meaning. Such 
a secondary meaning, however, also is entitled to protection from unfair-competi- 
tion, and this ground of itself would require affirmance of the injunction here, even 
though there has been no technical infringement of the statutory registration. 

On the question of unfair competition, the trial court in substance found, and 
the evidence supports the finding, that plaintiff’s use of the trade-mark ‘“‘Seventeen”’ 
had acquired a secondary meaning indicative.in the public mind of a relationship 
between the magazine and any girls’ apparel on which or as to which the name was 
used, and that this secondary meaning had been acquired prior to the time that de- 
fendants began to use the name for their dresses. It also found, as heretofore in- 
dicated, that defendants had deliberately chosen the word “Seventeen” as part of 
their trade-name with knowledge of the reputation which the magazine had acquired 
and with the object of appealing to the group reached by the magazine, and that de- 
fendants were seeking to trade on and take unfair advantage of the magazine’s fame, 
reputation and good will. The evidence further shows that plaintiff had protested 
against defendants’ use of the name from the start, and, as previously stated, plain- 
tiff instituted this suit for an injunction before defendants had begun to make de- 
liveries of their dresses to the trade. 

But defendants argue that what they have done cannot legally be termed unfair 
competition because their business is not competitive with that of plaintiff. Plain- 
tiff admittedly is not engaged in the manufacturing of dresses. As has been em- 
phasized, however, it is using the name of its magazine in a service for commercially 
blessing and obliquely branding such merchandise in the market as an identification. 
In this service aspect, which it has made an incident of its publication business, de- 
fendants’ use of the word “Seventeen” as a vehicle for identifying and selling dresses 
would necessarily be competitive with plaintiff’s use thereof for the same purpose 
through the lending of its name to the goods of its advertisers. 
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Going beyond this, however, there can be unfair competition although the busi- 
nesses involved are not directly competitive. Under present general law, the use of 
another’s mark or name, even in a noncompetitive field, where the object of the 
user is to trade on the other’s reputation and good will, or where that necessarily 
will be the result, may constitute unfair competition. See e.g. Yale Electric Cor- 
poration v. Robertson, 2 Cir., 26 F. 2d 972, 974; Del Monte Special Food Co. v. 
California Packing Corporation, 9 Cir., 34 F. 2d 774; Atlas Diesel Engine Corp. v. 
Atlas Diesel School, D.C. E. D. Mo., 60 F. Supp. 429. This inherently would seem 
to imply—though the cases are not unanimous in their theory—such a reputation 
and good will in the circumstances as to make it likely that the public will be con- 
fused or deceived by the particular use. Under the rule stated, the finding here as 
to the reputation and good will of plaintiff’s magazine, as to defendants’ deliberate 
attempt to get a free ride on this standing, and as to the likelihood of public con- 
fusion from defendants’ continued use of the name, clearly entitled the trial court 
to hold that defendants were guilty of unfair competition. Cf. Vogue Co. v. Thomp- 
son-Hudson Co., 6 Cir., 300 F. 509, 512; Esquire, Inc. v. Esquire Bar, D. C. S. D. 
Fla., 37 F. Supp. 875. There is the additional element in the situation, as found by 
the trial court, that persons in the fashion and apparel business had in fact been con- 
fused into believing that there was some relation between defendants’ dresses and 
plaintiff’s magazine. 

Defendants contend that this general law, which the trial court applied, is not 
the law of Missouri, and that the case is governed by the law of that state. The 
argument is that in an unfair competition case in Missouri a federal court should 
apply the conflict of laws rule of that state; and the conflict of laws rule of Mis- 
souri requires that the law of the state where the wrong was done be applied ; and 
that the wrong in the present case was done in Missouri, since this was the place 
where defendants’ dresses were manufactured and placed in commerce. Plaintiff 
urges that the general law of the previously cited and other federal cases is con- 
trolling, since the unfair competition charge is pendent to a claim of trade-mark 
infringement, and that if this general law does not apply then the unfair competi- 
tion law of New York governs, in that this is where the magazine is published and 
where most of plaintiff’s advertisers have their places of business and hence should 
be regarded as the place where the wrong was done. 

For purposes of this appeal, it is not important whether the trial court should 
have applied general law, New York law or Missouri law, for the result here we 
think would be the same. The general rule which the trial court applied also is the 
rule in New York. See e.g. Tiffany & Co. v. Tiffany Productions, 147 Misc. 679, 
264 N. Y. S. 459, aff’d 237 App. Div. 801, 260 N. Y. S. 821, aff'd 262 N. Y. 482, 
188 N. E. 30; Philadelphia Storage Battery Co. v. Mindlin, 163 Misc. 52, 296 
N. Y. S. 176. And while we have found no Missouri case that is determinative, it 
is our view that the same rule would be applied by the courts of that state. Thus, 
as an indication, in National Telephone Directory Co. v. Dawson Mfg. Co., 214 Mo. 
App. 683, 263 S. W. 483, 484, the court referred to the narrow and technical sense 
in which the term “unfair competition” had been used in the earlier English and 
American cases and made the following comment: “The doctrine as thus announced 
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has since, by process of growth, been greatly expanded in its scope to encompass the 
schemes and inventions of the modern genius bent upon reaping where he has not 
sown.” 

Two contentions of defendants remain. One is that the terms of the injunction 
are “so broad, vague and indefinite as to be wholly incapable of judicial enforce- 
ment.” This we think is so devoid of merit on its face as not to require discussion. 
Defendants can hardly have any real fear that they may be held in contempt for 
putting “17” in their dresses as an indication of size. The other contention is that 
the court was without jurisdiction to grant relief, because plaintiff’s claim of trade- 
mark infringement was so plainly unsubstantial that the charge of unfair competi- 
tion was cognizable only as a matter of jurisdiction for diversity of citizenship, and 
plaintiff failed to show that the necessary amount was involved to support such 
jurisdiction. 

Under Armstrong Paint & Varnish Works v. Nu-Enamel Corporation, 305 
U. S. 315, 324, 325, 59 S. Ct. 191, 83 L. Ed. 195, and Hurn v. Oursler, 289 U. S. 
238, 240-244, 53 S. Ct. 586, 77 L. Ed. 1148, as well as other cases, an allegation of 
infringement of a registered trade-mark, unless plainly unsubstantial, carries with 
it jurisdiction to determine an issue of unfair competition which is part of the gen- 
eral situation and not inherently a separate cause of action, even where the claim 
of infringement fails on the trial. See also L. E. Waterman Co. v. Gordon, 2 Cir., 
72 F. 2d 272, 274. The allegation of infringement here cannot be said to be plainly 
unsubstantial, as we think our previous discussion of the issue shows. 

But if it had been necessary to rest jurisdiction on diversity of citizenship, it 
would have to be held that the evidence is sufficient to support the finding of the 
trial court that more than $3,000 was involved in the controversy. What plaintiff 
primarily was seeking to protect was its good will or the value of its right to use the 
name “Seventeen,” and this aspect was one of the factors to be taken into account 
in a determination of the amount that was involved. See e.g. Beneficial Industrial 
Loan Corp. v. Kline, 8 Cir., 132 F. 2d 520, 525; Indian Territory Oil & Gas Co. v. 
Indian Territory Illuminating Oil Co., 10 Cir., 95 F. 2d 711, 713. Under the evi- 
dence, plaintiff had expended $150,000 in initially promoting its magazine. The 
magazine had attained an immediate and continued preeminence in its field. Its cir- 
culation had grown rapidly from an original 380,000 copies to 750,000 copies per 
month. Its advertising rates similarly had increased from $750 per page to $1200 
and later to $1800. From the time the magazine began to be published, manufac- 
turers and merchandisers had sought to obtain permission to use or connect its name 
with their products and over a hundred such requests had been received. From 
these and other facts in the record, the trial court could properly find that the amount 
involved was in excess of $3,000. Cf. also Del Monte Special Food Co. v. Cali- 
fornia Packing Corporation, 9 Cir., 34 F. 2d 774, 776, 777. 

On plaintiff’s cross-appeal from the trial court’s denial of any recovery of 
profits or damages, we repeat our previously indicated view that there was no tech- 
nical infringement of plaintiff’s statutory registration. Beyond this, there was a 
finding by the trial court that there was no evidence that plaintiff had sustained any 
loss either directly or indirectly, and this finding is controlling as to the unfair com- 
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petition which is involved. Plaintiff appears to have been able to get all the adver- 
tising for its magazine that it could handle under the existing paper shortage. The 
evidence tends also to show that under the merchandise shortages of the war and 
post-war period the sale of defendants’ dresses up to the time of the trial had not 
been dependent upon the use of plaintiff's name. As the trial court pointed out, 
the success of both plaintiff and defendants in their respective fields was primarily 
due to economic conditions. 65 F. Supp. at page 960. There was no contention 
that there had been any damage to the magazine’s reputation and good will from 
the quality or style of defendants’ merchandise. Any possibility of damage to plain- 
tiff’s reputation and good will was potential. 

In this situation, the court was warranted in limiting its decree to injunctive re- 
lief. The cases dealing with the right to profits for trade-mark infringement upon 
which plaintiff relies are not applicable. And since plaintiff could not show as to the 
unfair competition that it had sustained any probable loss in profits of any kind from 
defendants’ use of its name, which it might otherwise have had, or any other pos- 
sible direct or indirect pecuniary injury to its business rights and property, such as 
a cheapening of its reputation, the trial court did not err in denying damages. Cf. 
Vogue Co. v. Thompson-Hudson Co., 6 Cir., 300 F. 509, 512, 513; 7. T. S. Co. v. 
Tee Pee Rubber Co., 6 Cir., 288 F. 794, 798. 

The judgment is affirmed. 


WooprouGc3H, C. J., dissenting : 


I think the courts should refuse their sanction to the attempt of the publishers 
of the magazine “Seventeen” to obtain monopoly rights in the word “seventeen” 
in the field of labels on merchandise for girls. The record makes plain that through 
the originality and usage of persons other than these publishers, it has come about 
in the extension of our linguistic implementation that a concept of the world of 
young women’s interests may be conveyed semantically to up-to-date moderns by 
merely using the number seventeen. They use the number nowadays to describe 
all that might formerly have been covered by “sweet sixteen.” The publishers made 
that use of it as a name descriptive of their magazine “devoted to the interests of 
girls.” The thing described being the young women and their interests, is, of course, 
the most enduring topic on the human tongue. Biologically mankind must be, al- 
ways has been, and will be concerned about the interests of girls. These publishers 
did not create any special relation of the human race to the interests of girls or any 
part of the good will of the race towards girls’ interests. That was infinite before 


their time. They have neither originated nor produced any material thing. They 
publish. 


As I see it, these publishers put the numeral seventeen as a name of their maga- 
zine because it described the thing to which they said in their application for copy- 
right the magazine was intended to be devoted, namely, “the interests of girls.” 
Their expectation that people would understand the description was justified and 
the wide understanding of the meaning was demonstrated by the success, up to the 
time of trial, of the magazine. People knew what the magazine was about because 
the title was descriptive, and practically every normal human being has some inter- 
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est in the thing described. Of course the numeral does not describe mathematically 
or scientifically. Girls and their interests are utterly beyond any such description. 
But it accomplishes the description and brings the concept of the description to the 
consciousness of the observer sufficiently in a way that is much better for business 
purposes. 

Manifestly an expression or verbal label that describes and evokes in the mind 
“the interests of girls” is also and equally descriptive in the same way of myriads of 
things within the interests of girls other than magazines. I think that any one who 
is offering any of such things in the markets ought to be protected by the courts 
in the right to label them with the descriptive seventeen if he wants to. Seventeen 
having become long before the magazine’s time a verbal symbol and a description 
in wide use, should be kept in the public domain and the limit of injunctive protec- 
tion to these publishers (if they are entitled to any on the proof here) should be to 
prevent claims direct or indirect that “seventeen” articles of merchandise (i.e., of 
interest to girls) had been pictured, advertised or praised in their magazine if in 
truth it had not. 

Nor am I persuaded that there is any secondary meaning to the numeral sev- 
enteen used as a description of interests of girls in which there can be a proprie- 
tary right. I do not doubt that when used as a label on merchandise for young 
women it may vaguely suggest some connection with the magazine to some people. 
Maybe to everyone in the magazine’s employ and some others whose attention has 
been centered on the magazine. In the same way when the wide and merited fame 
of the city of Milwaukee is alluded to, it may suggest connection with a certain malt 
product to some people. Mention of religion may evoke thoughts of Los Angeles 
inmany. But fame and girls’ interests and religion remain broad, general, infinitely 
extended human interests. Individuals can identify themselves with such human 
interests by immersing themselves in and working in relation to them. But to 
identify such a vastly extensive concept as is involved in “girls’ interests” with 
an individual is not rational. It often happens in comparatively narrow fields that 
names or labels on products in that field come to mean that they are of a certain 
origin. A particular specific product becomes identified with its origin. But I find 
no case where a court has ever sanctioned identification of such an infinitude of ob- 
jects, actions, thoughts, fancies, emotions, and so forth, including infinitely varied 
fashions in dress, as are included in “girls’ interests’ with any person, real or cor- 
porate. I am sure that neither religion, democracy, nor “girls’ interests” can ra- 
tionally be so identified with any individual. The maker of a good plow with his 
name on it profits when plows in general become more favored and his name gives 
assurance of a good one. Some of the general increment of the field of plow pro- 
duction may be secured to him. 

But I think these publishers put their magazine like a live fish into a boundless 
ocean, the infinitude of “girls’ interests.” They may rear it to Leviathan size and 
appetite, but they can acquire no part of the ocean. With the newsprint at their 
command they can identify themselves, at least in their own minds, with the “girls’ 
interests” they describe in their title, but I am not persuaded that the boundless en- 
tirety of “girls’ interests’ or any one of the infinity of component elements except 
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their magazine, can be identified with the publishers, or that they should be ac- 
corded any special rights in respect to any element except their magazine. Their 
talking about girls’ interests can never identify girls’ interests with them, no matter 
how long or well they talk. 


MAS v. THE COCA-COLA COMPANY 
No. 5582—C. C. A. 4—August 20, 1947 


CourRTS—PLEADING AND PRACTICE—UNCLEAN HANDS 
Plaintiff in 4915 suit, who had forged documents and filed false deposition in Patent Office 
on issue of disclosure and priority, the very matters put in issue by complaint, did not come 
into court with clean hands; and trial court held justified in dismissing the suit. 
The clean hands doctrine is one which the court applies, not for the protection of the 
parties, but for its own protection. 


It is not a prerequisite to the application of the clean hands doctrine that the cause of 
action itself arose out of unconscionable conduct; it is sufficient to bar relief that plaintiff has 
been guilty of unconscionable conduct directly related to the cause of action; and plaintiff 
must not only come into court with clean hands, but must keep his hands clean. 

DesIGN PATENTs—Suits UNoper R. S. 4915—DEFENSES 

Patent Office proceedings are quasi-judicial ; the clean hands doctrine applies to 4915 suits 
to review decisions of the Patent Office just as it does to ordinary equity suits; and court 
will not weigh alleged relative frauds to determine degrees of guilt of respective parties for 
the doors of court of equity are closed to one tainted with bad faith relative to matter in 


which relief is sought. 
Appeal from District of Maryland. 


Suit under R. S. 4915 by George N. Mas against The Coca-Cola Company. 
Plaintiff appeals from dismissal of complaint. Affirmed. 


George A. Finch, Baltimore, Md., for appellant. 

Hilary W. Gans, Baltimore, Md. (John A. Sibley, James M. Sibley, K. Wilson 
Corder, and Spalding, Sibley & Troutman, all of Atlanta, Ga., Brown & Brune, 
Baltimore, Md., and Julius R. Lunsford, Jr., on the brief) for appellee. 


PaRKER, C. J.: 


This is an appeal by plaintiff in a suit instituted under R. S. 4915, 35 U.S.C. A. 
63, from an order dismissing the bill of complaint on the ground that plaintiff had 
not come into court with clean hands. The suit was one to have plaintiff adjudged 
entitled to a design patent on a beverage bottle which the Board of Appeals in the 
Patent Office, on appeal in an interference proceeding, had awarded to one Kelly, 
who had assigned his rights to the Coca-Cola Company. The finding that plaintiff 
did not come into court with clean hands was based upon the fact that he had used 
forged documents and perjured testimony in his attempts to establish priority of 
invention in the Patent Office. 

The subject matter of the design patent was a beverage bottle which differed 
very little from the bottle, covered by a patent to one Root, which the Coca-Cola 
Company had been using since 1923. The design of the patent in suit was distin- 
guishable from that of the Root patent only by the addition of two short vertical 
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ribs which divide the plain central portion of the design into two panels. Kelly, 
President of the Coca-Cola Company, Ltd., of Canada, made application for a patent 
on this design March 24, 1937. On October 15, 1938, plaintiff applied for a patent 
on a design practically identical with that of Kelly, insofar as the vertical ribs are 
concerned, but providing in addition surface ornamentation resembling frost on 
other parts of the bottle. The similarity of the two designs could hardly have been 
accidental ; for it is not reasonable to conclude that a design of such arbitrary char- 
acter could have been hit upon by two persons independently at or about the same 
time. Orange Crush v. American Ornamental Bottle Corp., 60 F. 2d 518, 520; 
Dowling v. Jones, 67 F. 2d 537, 539-540. Plaintiff apparently recognized this self- 
evident proposition ; and when an interference was declared in the Patent Office, he 
claimed not only priority of conception and reduction to practice, but also that he 
had made disclosure of his design to the Coca-Cola Company in advance of the 
Kelly application. To prove the last contention, he introduced in evidence two let- 
ters purporting to be copies of letters written to the Coca-Cola Company in his be- 
half in the year 1934 and three letters purporting to be written by an official of the 
Coca-Cola Company acknowledging receipt of these letters and of a wooden bottle 
which he claimed to have submitted to the Coca-Cola Company as a model of his 
design. 

The examiner in the Patent Office went fully into the facts and pointed out that 
the evidence offered to establish disclosure was entirely untrustworthy. Indeed the 
fraudulent nature of this evidence was so conclusively established before him that 
plaintiff expressly abandoned it before the Board of Appeals of the Patent Office. 
On the basis of the use which he had made of the evidence in the Patent Office, how- 
ever, plaintiff was indicted in the District Court of the United States for the Dis- 
trict of Columbia for filing a false deposition and for uttering forged documents. 
He was convicted on all counts of the indictment and was sentenced to a term of 
imprisonment, which was affirmed on appeal. Mas v. United States, D. C. App. 
151 F. 2d 32. 

When the fraudulent and criminal conduct of plaintiff in attempting to establish 
priority in the Patent Office was called to the attention of the trial judge on the open- 
ing statements in the court below, he inquired fully into the matter. Plaintiff’s 
counsel admitted that the copies of letters purporting to be from the Coca-Cola Com- 
pany which plaintiff filed in the Patent Office were not genuine; and the record in 
the Patent Office, which was before the court, justified the conclusion that the entire 
correspondence was fictitious and was fraudulently put forward by plaintiff for the 
purpose of deceiving and misleading the Patent Office on the issue of disclosure and 
priority, the very matters which plaintiff was putting in issue by his complaint and 
with respect to which he was asking that the decision of the Patent Office be re- 
versed. Upon this being established, the trial judge held that plaintiff had not come 
into court with clean hands and dismissed the suit. 

We think that the action of the court was thoroughly justified. The clean hands 
doctrine is one which the court applies, not for the protection of the parties, but for 
its own protection. Its basis was well stated by Professor Pomeroy (Equity Juris- 
prudence 4th ed. sec. 397) as follows: “It assumes that the suitor asking the aid of 
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a court of equity has himself been guilty of conduct in violation of the fundamental 
conceptions of equity jurisprudence, and therefore refuses him all recognition and 
relief with reference to the subject-matter or transaction in question. It says that 
whenever a party, who, as actor seeks to set the judicial machinery in motion and 
obtain some remedy, has violated conscience, or good faith, or other equitable prin- 
ciple, in his prior conduct, then the doors of the court will be shut against him in 
limine ; the court will refuse to interfere on his behalf, to acknowledge his right, or 
to award him any remedy.” Another passage by this authoritative writer on equity 
jurisprudence, thus states the rule (Sec. 404): “It is not alone fraud or illegality 
which will prevent a suitor from entering a court of equity ; any really unconscien- 
tious conduct, connected with the controversy to which he is a party, will repel him 
from the forum whose very foundation is good conscience.” 

It is well settled, of course, that the court will not close its doors in the face of a 
suitor, if the misconduct of which he has been guilty is not related to the equity 
which he seeks to enforce. Loughran v. Loughran, 292 U.S. 216. In this case, 
however, the equity which plaintiff asks is that he be accorded priority of invention ; 
and his misconduct had relation to this very matter. The fraud of which he has 
been guilty may properly be said to affect the very cause of action which he asserts, 
since the issue as to priority of invention is inextricably intertwined with that of 
disclosure to the Coca-Cola Company, as to which plaintiff is still relying upon the 
letters to that company found to be fraudulent, although not upon the alleged re- 
plies thereto, which are conceded to be forgeries. Cf. Harton v. McKee, 73 F. 556, 
558. It should not be overlooked that plaintiff, to establish disclosure, which is the 
heart of his cause of action, is still relying in his brief before us on the copies of 
letters to the company which were found by the examiner not to be trustworthy, 
which with the replies thereto were the basis of the prosecution in which plaintiff 
was convicted of forgery and perjury, and which plaintiff deemed it necessary to 
support with the replies which he now admits to be forgeries. Surely a court of 
equity is not required to give consideration to a cause of action the very essence of 
which is infected with fraud of this character. 

Although most cases in which the clean hands doctrine has been applied are 
cases in which the cause of action itself has arisen out of or been the fruit of un- 
conscionable conduct, we do not understand that it is a prerequisite to the application 
of the doctrine that the cause of action shall have so arisen. It is sufficient to bar 
relief that plaintiff has been guilty of unconscionable conduct directly related to the 
cause of action, such as the fabrication of testimony, the subornation of perjury or 
other like attempt to perpetrate a fraud upon the court or take an unconscionable 
advantage of his adversary. It is said that to have relief from a court of equity 
plaintiff must not only come into court with clean hands, but must keep his hands 
clean.* In this case, plaintiff is in the position of asking the court to grant him, on 


* Kem Products Co. v. Levin, 117 N. J. Eq. 560, 177 A. 77; Holland v. Brown (Tex. Ct. of 
Civ. App.), 66 S. W. 2d 1095; Zearfoss v. Zearfoss, 112 N. J. Eq. 530, 164 A. 893; Pfender v. 
Pfender, 104 N. J. Eq. 107, 144 A. 333; Bush v. Gaffney (Tex. Ct. of Civ. App.), 84 S. W. 2d 
759; Gluck v. Rynda Development Co., 99 N. J. Eq. 788, 134 A. 363, af. 100 N. J. Eq. 554, 135 A. 
917; Income Investors v. Shelton, 3 Wash. 2d 511, 101 P. 2d 973; Clickner v. Clickner, 95 N. J. 
Eq. 479, 123 A. 373; Van Voorhis v. Van Voorhis, 94 Mich. 60, 53 N. W. 864; Bacon v. Early, 
116 Iowa 532, 90 N. W. 353; Roman v. Mali, 42 Md. 521. 
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the ground of priority of invention, a patent which the Patent Office denied, and of 
having to admit at the opening of his case that by perjury and forgery he had at- 
tempted to perpetrate a fraud on the Patent Office with respect to that very issue. 
Surely a court of equity, which is a court of conscience, is not required to listen to a 
suitor who has placed himself in such a position with respect to the very matter that 
he is bringing before the court. 

Very much in point, we think, is the decision of the Supreme Court in Keystone 
Driller Co. v. General Excavator Co., 290 U. S. 240. In that case plaintiff, grantee 
of a patent, had been guilty of suppression of evidence of prior use in an infringe- 
ment suit in which the validity of the patent was involved. In a subsequent in- 
fringement suit this misconduct with respect to the subject matter of the litigation 
was held to bar relief under the clean hands doctrine. The court said: 








But courts of equity do not make the quality of suitors the test. They apply the maxim 
requiring clean hands only where some unconscionable act of one coming for relief has 
immediate and necessary relation to the equity that he seeks in respect of the matter in 
litigation. They do not close their doors because of plaintiff’s misconduct, whatever its 
character, that has no relation to anything involved in the suit, but only for such violations 
of conscience as in some measure affect the equitable relations between the parties in re- 
spect of something brought before the court for adjudication. Story, id., sec. 100. Pom- 
eroy, id., sec. 399. They apply the maxim, not by way of punishment for extraneous 
transgressions, but upon considerations that make for the advancement of right and jus- 
tice. They are not bound by formula or restrained by any limitation that tends to tram- 
mel the free and just exercise of discretion. 








In the later case of Hazel-Atlas Glass Co. v. Hartford-Empire Co., 322 U. S. 
238, a patentee had fraudulently caused an article written by one of its attorneys to 
be published as that of a disinterested person and had relied upon it in the Patent 
Office and later in the argument of an infringement suit in the Circuit Court of 
Appeals. The Supreme Court held that, in proper application of the clean hands 
doctrine, the patentee should be denied all relief by the courts. The court said: 





Had the District Court learned of the fraud on the Patent Office at the original in- 
fringement trial, it would have been warranted in dismissing Hartford’s case. In a patent 
case where the fraud certainly was not more flagrant than here, this Court said: “Had the 
corruption of Clutter been disclosed at the trial . . ., the court undoubtedly would have 
been warranted in holding it sufficient to require dismissal of the cause of action there al- 
leged for the infringement of the Downie patent.” Keystone Driller Co. v. Excavator Co., 
290 U. S. 240, 246; cf. Morton Salt Co. v. G. S. Suppiger Co., supra, 493, 494. So, also, 
could the Circuit Court of Appeals have dismissed the appeal had it been aware of Hart- 
ford’s corrupt activities in suppressing the truth concerning the authorship of the article. 
The total effect of all this fraud, practiced both on the Patent Office and the courts, calls 
for nothing less than a complete denial of relief to Hartford for the claimed infringement 
of the patent thereby procured and enforced. 





In Precision Co. v. Automotive Co., supra, 324 U. S. 806, plaintiff had settled an 
interference proceeding in the Patent Office, with knowledge or reasonable ground 
for belief that there was perjury in the papers filed as basis for the granting of the 
patent. In holding that plaintiff should be denied relief under the clean hands doc- 
trine, the Court said: 
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The guiding doctrine in this case is the equitable maxim that “he who comes into equity 
must come with clean hands.” This maxim is far more than a mere banality. It is a self- 
imposed ordinance that closes the doors of a court of equity to one tainted with inequitable- 
ness or bad faith relative to the matter in which he seeks relief, however improper may 
have been the behavior of the defendant. That doctrine is rooted in the historical concept 
of court of equity as a vehicle for affirmatively enforcing the requirements of conscience 
and good faith. This presupposes a refusal on its part to be “the abettor of iniquity.” 
Bein v. Heath, 6 How. 228, 247. Thus while “equity does not demand that its suitors shall 
have led blameless lives,” Loughran v. Loughran, 292 U. S. 216, 229, as to other matters, it 
does require that they shall have acted fairly and without fraud or deceit as to the con- 
troversy in issue. 


Plaintiff does not question that his fraudulent conduct would be sufficient ground 
for the application of the clean hands doctrine in an ordinary equity suit, but con- 
tends that that doctrine may not be applied in a suit under R. S. 4915 to review a 
decision of the Patent Office, and that, at all events, the trial court should have 
heard his evidence as to fraudulent conduct on the part of the defendant Coca-Cola 
Company and weighed it against the fraudulent conduct of plaintiff. We think that 
there is nothing in either contention. As to the first, it is true that the statute, R. S. 
4915, provides in effect for a review of decisions in the Patent Office ; but it is true 
also that the remedy provided is by “bill in equity,” and the necessary inference is 
that Congress intended that this equitable remedy, with its incidents and limitations 
as established in the equity practice, should be the one to be followed in obtaining 
the review provided. It means “a proceeding in a court of the United States having 
original equity jurisdiction under the patent laws, according to the ordinary course 
of equity practice and procedure. It is not a technical appeal from the Patent Office, 
like that authorized in sec. 4911, confined to the case as made in the record of that 
office, but is prepared and heard upon all competent evidence adduced and upon the 
whole merits.” Butterworth v. United States, 112 U. S. 50, 61; In re Aquire, Fed. 
Cas. No. 13269. 

Plaintiff's position as to this, however, even if correct, would be of no help to 
him. The proceedings in the Patent Office were quasi-judicial in character (Butter- 
worth v. United States, supra) ; and a fraudulent attempt by forgery and perjury 
to pervert the course of justice therein would justify denial of a patent to plaintiff 
at any stage of the proceedings. As said by the Supreme Court: “A patent by its 
very nature is affected with a public interest. As recognized by the Constitution, it 
is a special privilege designed to serve the public purpose of promoting the ‘Progress 
of Science and useful Arts.’ At the same time, a patent is an exception to the gen- 
eral rule against monopolies and to the right to access to a free and open market. 
The far-reaching social and economic consequences of a patent, therefore, give the 
public a paramount interest in seeing that patent monopolies spring from back- 
grounds free from fraud or other inequitable conduct and that such monopolies are 
kept within their legitimate scope.” Precision Co. v. Automotive Co., 324 U. S. 
806, 816. In Ex parte Mallard, Official Gazette, United States Patent Office, vol. 
593, p. 143, this decision was applied by the Commissioner of Patents to deny a 
patent because of the fraud of the applicant in giving false testimony and in chang- 
ing dates on exhibits in the Patent Office. He who comes in to the Patent Office 
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seeking a monopoly under the law from the people of the United States must not 
only have clean hands with respect to the matter as to which he seeks relief, but he 
must keep his hands clean with respect thereto. No man should be granted a patent 
where his conduct has been such that any grant to him will be clouded with forgery 
and perjury or fraud practiced upon the Patent Office ; and where it appears, at any 
stage of the proceedings, that an applicant has been guilty of conduct of this sort, he 
should be denied all further relief. If this is a proper rule, as we think it is, to be 
applied by the Patent Office, a fortiori it is a proper rule to be applied by a court re- 
viewing a Patent Office decision. 

Plaintiff insists that he is entitled to relief notwithstanding his fraudulent con- 
duct because he says that the defendant Coca-Cola Company also was guilty of 
fraud and unlawful conduct; and he contends that the court should have heard the 
evidence and weighed the respective guilt of the parties. There is nothing in this 
contention. It was sufficiently answered by the Supreme Court in the paragraph 
above quoted from Precision Co. v. Automotive Co., where that court says that the 
doors of a court of equity are closed to one tainted with inequitableness or bad faith 
relative to the matter in which he seeks relief, “however improper may have been 
the behavior of the defendant.” And later in the opinion, after saying that plaintiff, 
Automotive, had not displayed that standard of conduct requisite to the maintenance 
of the suit in equity, it added as to the defendants, “that the actions of Larson and 
Precision may have been more reprehensible is immaterial.”’ 

Heath v. Frankel, 9 Cir. 153 F. 2d 369 and other cases upon which plaintiff relies 
are not in point. In the Heath v. Frankel case, the question was not one of barring 
plaintiff from court because of misconduct, but of holding an invalid patent to be 
valid because of misconduct of defendant in presenting certain evidence of prior 
use. In other cases relied on it is held that the rule of unclean hands is not inexorable 
and is not to be applied where an inequitable result would be reached. See Goodyear 
Tire & Rubber v. Overman Cushing Tire Co., 6 Cir. 95 F. 2d 978, 983; Leo Feist 
v. Young, 7 Cir. 138 F. 2d 972, 975. This, however, is but to recognize that the 
application of the clean hands doctrine is a matter resting in the sound discretion 
of the court, which “is not bound by formula or restrained by any limitation that 
tends to trammel the free and just exercise of discretion.” Keystone Driller Co. v. 
General Excavator Co., 290 U. S. 240, 245-246. 

There is nothing here to indicate that the discretion of the court below was not 
soundly exercised. If the clean hands doctrine is not to be applied to bar a plaintiff 
who has been guilty of perjury and forgery in an attempt to practice a fraud on the 
Patent Office, where he comes into court claiming that the Patent Office has wrong- 
fully decided against him the issue with respect to which these were employed, it is 
hard to imagine a case in which the doctrine would properly be invoked. No court 
of equity sought to be required to listen to a man whose very presence suggests 
danger to the administration of justice and whose past conduct affecting the matter 
in litigation would cast doubt upon the ability of the court to ascertain from him 
the truth with respect thereto. 

We are not passing upon the validity of the patent nor the conduct of the de- 
fendant Coca-Cola Company, its officers, attorneys or employees. If the Coca- 
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Cola Company should ever come into court to protect the patent, these questions 
could then be raised and passed upon. If the patent is invalid for any reason, the 
court will then say so; and, if the Coca-Cola Company has been guilty of fraud in 
obtaining it, that company may find the door of the court closed in its face, just as 
the plaintiff has found it; but these are not questions to be raised by plaintiff, who 
has come into court with his own fraud smelling to high heaven. What we are de- 
ciding, and all that we are deciding, is that the court below was acting within the 
proper exercise of a sound discretion in refusing to hear the case of a man who 
came into court admitting that he had been guilty of forgery and perjury in an at- 
tempt to perpetrate a fraud with respect to the very matter as to which he was asking 
relief, 
Affirmed. 


WEST DISINFECTING COMPANY v. LAN-O-SHEEN COMPANY 
No. 5284—C. C. P. A—June 3, 1947 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Cleaning powder for fabrics, painted surfaces, tile, vitreous enamel, silverware and dishes, 
held goods of the same descriptive properties as preparation for wet cleaning fabrics. 
TRADE-MARKS—Worps Not CoNnFuUSINGLY SIMILAR—PARTICULAR INSTANCES 


Considered in their entireties, “Lan.o.Sheen” and “Lustersheen” held not confusingly 
similar, though used on similar goods. 


TRADE-MArRKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The word “sheen” held merely descriptive of the character or quality of the cleaning 
preparations involved. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Rule that validity of registered mark cannot be challenged in oppositions, on ground of 
descriptiveness or otherwise, does not justify court’s refusing to consider respective portions 
of contested marks, in determining dominant portion of each. 
Merely descriptive and disclaimed features cannot be considered dominant part of mark. 
“Lan.o.” held not descriptive and dominant feature of “Lan.o.Sheen.” 


Appeal from Commissioner of Patents. 
Opposer appeals from Commissioner’s decision dismissing opposition. Affirmed. 


Harvey B. Jacobson (J. Edward Burch of counsel) for appellant. 
Charles M. Thomas and Sidney W. Russell (Stephen W. Blore of counsel) for 
appellee. 


O’CONNELL, J.: 


This is an appeal from the decision of the Commissioner of Patents in an opposi- 
tion proceeding, 66 U. S. P. Q. 421, involving the question of whether, when con- 
currently used on goods of the same descriptive properties, consisting of cleaning 
preparations, the mark “‘Lan.o.Sheen,”’ which appellee seeks to register, is or is not 
confusingly similar under section 5 of the Trade-Mark Act of 1905 to appellant’s 


previously registered trade-mark “Lustersheen.” Appellee has disclaimed the word 
“Sheen.” 


Neither party took testimony. The record discloses that appellant’s product is 
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‘a preparation prepared for use in the wet cleaning of silks, woolens, linens, and 
fine fabrics” and, as prominantly described on the printed label on which the trade- 
mark is shown, appellant’s product is “a pure vegetable compound free from animal 
or mineral oils.” 

Appellee’s product is described in its application as a cleaning powder for such 
articles as silks, woolens, clothing, rugs, upholstery, drapery, woodwork, painted 
surfaces, tile, linoleum, vitreous enamel, silverware, and dishes. As described in a 
prominent place on the printed label on which the mark is shown, appellee’s product 
“brings ‘Spontaneous Evaporation’ to the cleansing of fabrics . . . . contains no 
ether, ammonia, free lye or bleach.” 

Section 5 of the Trade-Mark Act of February 20, 1905, so far as pertinent, 
provides as follows: 


Sec. 5 U.S. C., title 15, sec. 85. That no mark by which the goods of the owner of the 
mark may be distinguished from other goods of the same class shall be refused registration 
as a trade-mark on account of the nature of such mark unless such mark 

(b) . . . . so nearly resemble a registered or known trade-mark owned and in use by 
another and appropriated to merchandise of the same descriptive properties as to be likely 
to cause confusion or mistake in the mind of the public or to deceive purchasers. . . 


Since the goods here involved are cleaning preparations having in part identical 
uses for identical purposes, it is clear that such goods possess the same descriptive 
properties within the meaning of the statute. 

The Examiner of Interferences sustained appellant’s notice of opposition and 
held that appellee was not entitled to the registration of its mark because— 


The marks involved, namely, “Lan.o.Sheen” and “Lustersheen,” are not only identical 
in their final syllable “Sheen” but both start with the same initial letter “L,” and in view 
of these several similarities the examiner is of the opinion that confusion in trade is reason- 


ably likely. 

The Commissioner of Patents analyzed the two marks and reversed the exam- 
iner’s decision. The commissioner held, in effect, that the common suffix “sheen” 
is so highly suggestive of the intended function of cleaning preparations as to be 
descriptive and incapable of exclusive appropriation by appellant, either alone or as 
part of a composite trade-mark ; that the remaining portions of the two marks do 
not resemble one another in sound, meaning, or appearance; and that considered 
as a whole, the marks when concurrently used on merchandise of the same descrip- 
tive properties would not be likely to cause confusion or mistake in the mind of 
the public or to deceive purchasers as to the origin of the goods, citing Miles Labora- 


tories, Inc. v. Foley & Company, 32 C. C. P. A. (Patents) 714, 144 F. (2d) 888, 
63 U.S. P. Q. 64. 


A registered mark cannot be challenged in an opposition proceeding on the 
ground that the mark is merely descriptive of the merchandise to which it is attached 
or that it is otherwise invalid. Revere Sugar Refinery v. Joseph G. Salvato, 18 
C.C. P. A. (Patents) 1121, 48 F. (2d) 400, 8 U.S. P. Q. 547. 

That rule, however, is no justification for the court in considering the signifi- 
cance of the contested marks in their entireties, to refuse to consider the respective 
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portions thereof, including descriptive or disclaimed portions, to determine the domi- 
nant part of each of the marks. Frankfort Distilleries, Inc. v. Kasko Distillers 
Products Corporation, 27 C. C. P. A. (Patents) 1189, 111 F. (2d) 481, 45 U. S. 
P. Q. 438; Franco-Italian Packing Corp. v. Van Camp Sea Food Co., Inc., 31 C. C. 
P. A. (Patents) 1029, 142 F. (2d) 274, 61 U.S. P. Q. 369, and authorities therein 
cited. 

In the opinion of the first of the two cases just cited, it is stated that— 


If the purchaser of trade-marked goods would be more likely to remember one part 
of a mark than another part as indicating origin of the goods, such word is the dominant 
part of the mark under the decisions above cited. 


The court has further pointed out that a descriptive word has so little trade- 
mark significance as indicating origin of the goods, that it cannot be considered as 
the dominant part of a mark. American Brewing Company, Inc. v. Delatour Bev- 
erage Corporation, Etc., 26 C. C. P. A. (Patents) 778, 100 F. (2d) 253, 40 U. S. 
P. Q. 173; National NuGrape Company v. Judge & Delph, Ltd., 33 C. C. P. A. 
(Patents) 1032, 154 F. (2d) 521,69 U.S. P. Q. 388. 

The court in analyzing the marks must determine whether the word ‘“‘sheen” is 
descriptive of the goods or the character or quality thereof or the purpose for which 
they are used. If so, the word is not the dominant part of the marks and may not 
be exclusively appropriated by either party for use as a trade-mark. /n re General 
Permanent Wave Corporation, etc., 28 C. C. P. A. (Patents) 1099, 118 F. (2d) 
1020, 49 U. S. P. Q. 184; Philip A. Hunt Company v. Eastman Kodak Company, 
31 C.C. P. A. (Patents) 852, 140 F. (2d) 166, 60 U. S. P. Q. 374. 

The word “sheen” clearly is not descriptive of cleaning powders as such. Ilow- 
ever, “sheen” does convey, and is intended to convey, the information that the in- 
volved merchandise when used according to directions in the cleaning of fabrics will, 
among other things, produce a sheen upon the surface of such fabrics. That is one 
function which the cleaning preparations here involved is designed to perform. 

The word “sheen,” standing alone or as part of a composite mark, is merely de- 
scriptive of the character or quality of the merchandise to which the mark is at- 
tached. The word cannot therefore be considered under the authorities hereinbefore 
cited as the dominant part of the marks. 

The issue accordingly resolves itself into the question of whether the marks 
considered in their entireties are confusingly similar. 

It is argued that “Luster” and “Lan.o.” are the dominant parts of the respective 
marks and that those prefixes are not confusingly similar. Both such prefixes are 
comprised of two syllables, with the accent on the first syllable, and each prefix be- 
gins with a capital “L.” In meaning, “Luster” is merely cumulative with “sheen.” 
“Lan.o.” is derived from “lanolin” which means a wool fat or grease used in oint- 
ments, etc. See Webster’s Collegiate Dictionary, Fifth Edition, 1944. 

The term “Lan.o.” is not descriptive and, in our opinion, is the dominant feature 
of appellee’s mark. 

Furthermore, we are of opinion that the term “Lan.o.” differs in sound, mean- 
ing, and appearance from the prefix “Luster” in appellant’s mark, and that consid- 
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ering the marks as a whole, the concurrent use of the two marks on the goods of the 
parties would not be likely to cause confusion in trade or deceive purchasers. 

For the reasons stated, the decision of the Commissioner of Patents is affirmed. 


BLAND, J., dissenting: 


The majority hgld that “Lan.o.Sheen” may be registered over the opposition 
based upon “‘Lustersheen” for goods of the same descriptive properties. 

The result is brought about by a species of fallacious reasoning which I have 
objected to ever since it first appeared in the decisions of this court. 

It was, in substance, said early, and I need not cite the authorities, that we should 
determine the dominant feature of a mark and compare that feature with the domi- 
nant feature of an opposed mark in determining the question of similarity and that 
in doing so we must ignore that portion of the mark which is descriptive because 
that portion could not aid in indicating origin. 

It is proper to point out the dominant portion of a mark where it is a composite 
mark like the mark “Air Chief” in Firestone Tire & Rubber Co. v. Montgomery 
Ward & Co., Inc., 32 C. C. P. A. 1074, 150 I*. (2d) 439, 66 U. S. P. Q. 111, where 
a word is surrounded by certain characters, because the goods will be known by a 
certain name. In the instant case the goods will be known as “Lustersheen.” 

While at times it is entirely proper and helpful to dissect a composite mark for 
the purpose of ascertaining the similarity or likelihood of confusion, it is an un- 
warranted thing to do in cases involving a single-word- or a compound-word-mark, 
as is done in the case at bar, even though a portion of it is descriptive. It violates the 
rule against dissecting marks and it leads to incongruous results. This does not 
mean that in deciding the question of similarity or the likelihood of confusion we 
may not consider the nature of the different portions of a single-word- or compound- 
word-mark and give one portion of the mark more weight than another, but when 
we have done so we must look to both marks in their entirety. 

I pointed out in various dissenting and concurring opinions that often the por- 
tions of a word-mark were all descriptive and under the holdings of the court there 
could be no dominant portion and therefore there would be no room for the applica- 
tion of the rule. A good example is “Coca-Cola.” Both words are good English 
words and both are descriptive, yet the mark is a good one. 

In the instant case the court, pursuing the fallacious reasoning which has brought 
us to a final climax of holding that ‘“‘Lustersheen” and “Lan.o.Sheen” are not simi- 
lar, holds that “sheen” is descriptive in both marks and must be ignored and that 
there is no confusing similarity between “Lan.o.” and “Luster.” I maintain that 
this is dissecting the marks in such a way as to do away completely with the con- 
sideration of marks as a whole. If I understand the decision correctly, it holds that 
“sheen” is descriptive. It does not say anything about “luster’’ being descriptive, but 
“luster” and “sheen” are synonyms. If “sheen” is descriptive, so is “luster,” there- 
fore there can be no dominant portion of the mark “‘Lustersheen” with which to 
compare “‘Lan.o.Sheen.” 

But assuming that “sheen” is descriptive and that “Lan.o.” and “Luster” are not, 
it seems too obvious for extended contention that since both prefixes begin with 
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“L” and both have the word “sheen” it follows that confusion will be more than 
likely to result. 

I do not believe that “Lustersheen” is descriptive of the goods. One would not 
say “‘luster cloth” or “sheen cloth” in referring to cloth cleaned by the products 
of the respective parties. It suggests to me that the owners of the mark “‘Luster- 
sheen” wish to call attention to the fact that the appearance of the cloth is to be noted 
to see if it is sheeny or lustrous. But indubitably the adding of the words “luster” 
and “sheen” together and making a single trade-mark of the two words does not 
make the whole mark descriptive. The mark seems to me to be quite arbitrary. 

Over the radio in advertising the respective products, it would be difficult for 
one to distinguish between ““Lan.o.Sheen” and “Lustersheen.”’ 

The majority opinion properly points out that the registered mark (and “Luster- 
sheen” is a registered mark) cannot be attacked on the ground that it is merely de- 
scriptive, citing Revere Sugar Refinery v. Joseph G. Salvato, 18 C. C. P. A. (Pat- 
ents) 1121, 48 F. (2d) 400, 8 U. S. P. Q. 547. Nothwithstanding this fact, the 
holding here can be nothing more than a holding that each portion of the mark of 
appellant is descriptive and therefore the whole mark is descriptive and consequently 
invalid. The fact that the majority arrive at this conclusion under the guise of 
comparing different portions of the mark rather than the mark as a whole does not 
change the situation. 

On this phase of the case, I have been unable to harmonize the unanimous hold- 
ing of the court in National NuGrape Company v. Judge & Dolph, Ltd., 33 C. C. 


P, A. (Patents) 1032, 154 F. (2d) 521, 69 U. S. P. Q. 388, with the holdiag in the 
instant case. I quote a portion of the syllabus: 


“So-” above disclainmed “Giape” is confusingly similar to “NuGrape” above dis- 
claimed “A Flavor You Can’t Forget”; descriptive word cannot constitute dominant part 
of mark, so descriptive “Grape” by itself cannot indicate origin, but prefixes “So-” and 
“Nu,” while unlike in sound, meaning and appearance, considering marks as whole, are 
confusingly similar. [Italics mine.] 


Both portions of ““So-Grape” are descriptive, and “So-” and ‘‘Nu” are so differ- 
ent that if the rule applied in the instant case had been applied in that case we would 
have had to hold that there was no likelihood of confusion, but we held to the con- 
trary. We did so when we examined the trade-marks as a whole, after saying that 
“So-” and “Nu” are unlike in sound, meaning and appearance. 

I again want to point out that the majority could not find the dominant portion 
of “Lustersheen” to compare with the dominant portion of “Lan.o.sheen”’ because 
this court, in recent years, over my objections, has quite often held that a descriptive 
term cannot be the dominant portion of a mark. So now we have a case where an 
alleged dominant portion, “Lan.o.,” is compared with a trade-mark that has no 
dominant portion because, as before stated, if “sheen” is descriptive “luster” is 
also, since they are synonyms. 

The holding that the term “Lan.o.” is the dominant feature of the mark, to my 
way of thinking, is erroneous. Who will ever remember the appellee’s goods be- 
cause of the term “Lan.o.”? They will be remembered because they are called 
“Lan.o.Sheen” and it is erroneous to dissect the marks in the manner of the majority 
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and bring about a conclusion wholly unwarranted under the Trade-Mark Act of 
1905. 

In the case of Standard Oil Company of New Jersey v. The Alden Speare’s Sons 
Co. (Patent Appeal No. 5295), handed down concurrently herewith, the mark 
“Kutkon” is a composite mark—an arrow extends entirely across the printed word 
—and it was properly held by the tribunals below that the word “Kutkon” was the 
dominant portion of the mark. But this court did not hold that “kon” was the 
dominant portion of the mark, which it does as respects “Lan.o.” in the instant case 
by implying, if not saying, that “Luster” is the dominant portion of the mark with 
which to compare “Lan.o.” 


In any event, when questions of this kind occur, we should follow the rule of 
resolving doubts against the newcomer. 


ANHEUSER-BUSCH, INCORPORATED v. DUBOIS BREWING CO. 
No. 869—U. S. D. C., W. D. Pa.—September 9, 1947 


TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
Irrespective of its character as a technical trade-mark, the word “Budweiser” since long 
prior to 1905 has been and now is the trade-mark of the plaintiff by virtue of its association 
with the plaintiff and plaintiff’s predecessors, and with the products of the plaintiff, whereby 
the word “Budweiser” has become generally known throughout the United States to the 
trade and consumers as meaning the product of the plaintiff and of none other. 
The word “Budweiser” used on beer and related products is a true, arbitrary and distinc- 
tive trade-mark, and is the property of the plaintiff. 
The word “Bud” used on beer and related products is a true, arbitrary and distinctive 
trade-mark, and is the property of the plaintiff. 
The word “Budweiser” is not now and never has been used as the name of a type of beer. 
TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Defendant’s use of “Budweiser,” in the term “DuBois Budweiser,” on its beer and its use 
of “Bud” in connection therewith, held without legal justification or excuse and infringements 
of plaintiff’s trade-mark rights in “Budweiser” and “Bud.” 
TRADE-MARKS—LACHES DOocTRINE—GENERAL 
Delay in suit does not bar injunctive relief; defendant’s fraud from beginning, its con- 
tinuing infringement after prompt notice and supervening fraudulent acts of unfair competi- 
tion require injunctive relief to plaintiff even without notice; but delay held sufficient to 
justify denial of accounting. 
Courts—EFFect oF DISCONTINUANCE OF Prior SuItT—GENERAL 
Discontinuance of suit of plaintiff’s predecessor against defendant held not to estop plain- 
tiff from obtaining relief here; and defendant faced the fact that suit might again be brought 
when it consented to withdrawal of previous action. 


Suit by Anheuser-Busch, Incorporated, against DuBois Brewing Company for 
injunction against trade-mark infringement and unfair competition. Decree for 
plaintiff. 


Alter, Wright & Barron, of Pittsburgh, Pa. (Wallace H. Martin, Walter J. Halli- 
day, Marion L. Severn, Nims, Verdi & Martin, of New York, N. Y., Alexander 
J. Barron, James Milholland, of Pittsburgh, Pa. and Shepley, Kroeger, Fisse & 
Ingamells, of St. Louis, Mo., of counsel) for plaintiff. 





37 T.-M. Rep. ANHEUSER-BUSCH v. DUBOIS 665 


Reed, Smith, Shaw & McClay, of Pittsburgh, Pa. (Elder W. Marshall, John C. 
Bane, Jr. and Sherman T. Rock, of counsel) for defendant. 


R. M. Gipson, D. J.: 


By the present action the complainant seeks to enjoin the defendant in the use 
of the common law trade-mark which plaintiff claims in the word “Budweiser” to 
identify its manufacture of beer and other related products. 

In the year 1876 one Carl Conrad, a dealer in malt and other beverages in Saint 
Louis, put out a beer which he called “Budweiser,” and which was manufactured 
for him by the predecessors of the plaintiff. This beer was in imitation of beer 
manufactured in Budweis, an old city in Bohemia, which Conrad and plaintiff's 
predecessors considered to be of a high quality. The beer was first put out as the 
product of Conrad and as such obtained a very considerable, although largely local, 
popularity. In 1883 Conrad gave the plaintiff a qualified right to put out this beer 
in the name of the plaintiff’s company as then constituted, and later conveyed, by 
agreement in 1891, all his rights in the product, its trade-marks and trade-names. 

After the plaintiff acquired the right to put out “Budweiser” in its own name, 
it advertised the product in numerous newspapers and magazines and otherwise in 
the United States, and as a result ““Budweiser” beer soon became known and widely 
sold throughout this country. 

In 1905 the defendant began the manufacture of a beer which it called “Du- 
Bois Budweiser.” In color it was an imitation of plaintiff's product, both beers 
being light yellow or strawcolored in similarity to those commonly brewed in Bo- 
hemia, and known in this country as “Pilsener” beers. Before making this “Du- 
Bois Budweiser” the defendant had operated a brewery for a number of years. In 
putting out its “DuBois Budweiser,” along with several other beers and malt 
liquors brewed by it, its bottles were of a different color and form and had a differ- 
ent design on the labels than the bottles of “Budweiser” marketed by Anheuser- 
Busch. 

Just why the DuBois Brewing Company used the term “Budweiser” in describ- 
ing its new beer seems reasonably obvious. It is alleged that the then president of 
the company, on a visit to Germany, had drank some of the beer brewed in Bud- 
weis, and considered it of high quality, and his opinion led to his naming of the 
beer. It is quite possible that this allegation is true ; but when it is remembered that 
the city of Budweis had only two breweries, one of medium size and the other 
small, and that only a very small amount of beer from Budweis had been imported 
into a narrow eastern seaboard ; and that not one in ten thousand of the desired pur- 
chasers of the new beer had ever heard of the beer brewed in Budweis, but probably 
each one of them knew of the “Budweiser” made by Anheuser-Busch, one may be 
pardoned for more than a strong suspicion that the extensive advertising and qual- 
ity of the Anheuser-Busch “Budweiser” were not ignored in naming it. It is be- 
yond dispute that the then president of the defendant and its brewmaster had knowl- 
edge of the advertising, sales and consumption of Anheuser-Busch “Budweiser” 


prior to 1905. 


The defendant has not undertaken to deny the wide exploitation of plaintiff’s 
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“Budweiser” except as to degree, but denies the right to the use of the term as an 
exclusive trade-name. 

It asserts that the word “Budweiser” is geographic and descriptive and that no 
individual is entitled to use such a term for its exclusive use. This contention needs 
some qualification. If A and B were manufacturers in the City of X, A from 
prior use alone could not claim X as his trade-mark as against B as his use would 
be geographic. In the instant case neither plaintiff nor defendant is a brewer in 
Budweis, nor is either of them selling beer that is descriptive of a product brewed 
only in Budweis and known as such to the world. Each of the parties herein has used 
the word “Budweiser” only as a trade-name. 

The defendant further contends that Anheuser-Busch had no exclusive right to 
the word “Budweiser” in 1905 when it was first used by defendant. 

It is true that beer from Budweis had been brought into New York in small 
quantities from about the time Carl Conrad put his “Budweiser” on the market in 
1876. What it was termed in Budweis does not appear, but the importer termed 
it “Budweiser,” or beer made in Budweis. Other than this possibly contempo- 
raneous use of the term Conrad and Anheuser-Busch had been considerably in ad- 
vance of others who undertook to exploit it. At the present time all users of “Bud- 
weiser” as a trade-name, other than the defendant, have been taken out of the pic- 
ture by the plaintiff by means of legal actions, threats of legal actions or agreements. 
This was true in 1905 except as to the importer of “Budweiser” in New York and 
the Prospect Brewing Company of Philadelphia, which manufactured ‘Prospect 
Budweis Lager Beer” and which continued until the Prohibition Act and was ended 
by it. Also may be excepted one William Wirtz who bottled a “Budweiser Lager 
Beer” in Newark. The period he was in operation is somewhat uncertain, but he 
may have operated as late as 1905. Other than those mentioned all users of the 
“Budweiser” as a part of their trade-name prior to 1905 were prevented from its 
further use. Some of the actions by which Anheuser-Busch or its predecessor ob- 
tained injunctions against alleged unfair users of the trade-name, some of them 
prior to and some subsequent to 1905, are: Conrad v. Uhrig, 8 Mo. App. 277 
(1880) ; Anheuser-Busch Brewing Ass’n v. Fred Miller Brewing Co., 87 F. 864; 
Anheuser-Busch, Inc. v. Budweiser Malt Products Corp., 287 F. 243 (1921) and 
295 F. 306 (1923) ; Anheuser-Busch v. Cohen, 37 F. (2nd) 393 (1930). These 
cases are cited to show that the plaintiff has asserted its right to the trade-name 
“Budweiser” against various alleged infringers, and not as proof of the facts as- 
serted in the opinions. 

After Anheuser-Busch had extensively advertised its product and had secured 
a distribution in all sections of the United States, a number of brewers attempted to 
take advantage of the situation by putting “Budweiser” in their trade-names. A 
trade-name which has been used to the extent that it indicated to the general public 
that all goods bearing it are the manufactures of the original user, cannot be taken 
away by infringers. To give title to such a name the claimant must show that it 
has been long and continuously used, but not necessarily to the absolute exclusion of 
all others. It its use has been substantially exclusive and so that the general public 
recognizes it, the trade-mark is good. That absolute exclusive use is not necessary 
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is recognized by the Trade-Mark Act of July 5, 1946 (15 U. S. C. A. 1052) Para- 
graph 2(f) of which follows: 


(f) Except as expressly excluded in subsections (a), (b), (c) and (d) of this sec- 
tion, nothing in this chapter shall prevent the registration of a mark used by the applicant 
which has become distinctive of the applicant’s goods in commerce. The Commissioner 
may accept as prima facie evidence that the mark has become distinctive, as applied to the 
applicant’s goods in commerce, proof of substantially exclusive and continuous use thereof 
as a mark by the applicant in commerce for the five years next preceding the date of the 
filing of the application for its registration. 


It is asserted that the method by which the defendant put its beer on the market 
precluded any confusion by the public between it and the Anheuser-Busch beer. 
Defendant’s beer was put out in an uncolored glass bottle, whereas the plaintiff's 
beer was in a colored glass bottle. The label on its bottle had a different design and 
color than was borne by plaintiff’s bottles, and each label was marked: ‘Original 
DuBois Budweiser Beer’’ and declared that the contents of the bottle had been manu- 
factured by “The DuBois Brewing Company, DuBois, Pa.’ Defendant asserts 
that it, having so distinguished its beer from plaintiff’s, is entitled to retain the 
“Budweiser” part of its trade-name. 

When a geographic or descriptive name has been adopted by a manufacturer, 
the courts have consistently held that he is not required to discard it if he describes 
his product in such a way as will make certain that the public will not confuse it 
with the product of the original user of the name. As to this contention of de- 
fendant two matters must be kept in mind. The name must be used in a geographi- 
cal or descriptive sense and not a mere trade-name, and the use must be without 
unfair competition to avoid injunctive relief. The defendant was rot offering for 
sale beer made in Budweis, nor could it have used “Budweiser” in the way of de- 
scription. The term would mean nothing to the public unless considered as de- 
scribing Anheuser-Busch beer. In seeking registration of a “Budweiser” trade- 
mark defendant sought to apply the mark to ale and porter. This indicated that 
defendant was not using it to describe a type of beer. 

The plaintiff has offered a very considerable amount of testimony to establish 
unfair competition by defendant. Some of it may be subject to the severe criticism 
visited upon it by defendant’s counsel, but not all of it. Perforce the Court must 
start with the fact that defendant knew that plaintiff's beer had been extensively 
advertised and widely distributed for many years under a trade-name. That name, 
except as known from the advertisement and distribution of plaintiff’s beer, was 
practically unknown in this country. When defendant used the trade-name of an- 
other long in use as a part of its own name to designate its product, what was the 
natural result when retailers should handle defendant’s beer? Some of them would 
deliver to the customer, on demand for “Budweiser” or “Bud” (its abbreviated 
common name), defendants “DuBois Budweiser.” Was it not Budweiser? Credible 
witnesses have testified to such substitutions by retailers and wholesalers. And 
agents of defendant, seeking retailers as customers, were likely to, and in some 
cases have, suggested such substitutions as possible to their proposed customers. 
Such substitutions may not be prevented when draught beer was ordered at a bar, 
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and confusion as to whose product it is may exist in the mind of a consumer even 
when defendant’s “Budweiser” is offered to him in one of defendant’s bottles upon 
an order for “Budweiser” or “Bud.” 

In the instant case the Court has had little difficulty in determining that in 1905, 
when defendant adopted its trade-name, the name “Budweiser” identified beer so 
marked to the general public as the product of Anheuser-Busch. The main doubt 
has arisen over defendant’s allegations of laches and estoppel. 

In 1908 plaintiff brought substantially the same action against defendant as in 
the present suit. In 1909, with the consent of defendant, it discontinued the suit 
without prejudice and filed this action in 1940. 

Plaintiff excused the delay immediately following the discontinuance of the first 
action by reason of the illness of Adolphus Busch, its then president. Mr. Busch 
was ill when the original suit was begun. Until his death in 1913 he was not able 
to walk, but his mental faculties were unimpaired and he regularly attended to his 
business by means of a wheel-chair. After discontinuance of the suit he visited 
Germany on business trips, and undoubtedly could have testified in Pittsburgh or 
executed a deposition almost to the time of his death. As to the time between 1910 
and 1919 plaintiff points to the approach of the Prohibition Amendment as a reason 
for its failure to proceed. Undoubtedly it had reason to fear prohibition, but it was 
not immediately impending in 1910, and between that year and the adoption of the 
Amendment plaintiff was engaged in trade-mark proceedings in the Patent Office. 
In the prohibition era the defendant continued to sell near beer and malt syrup 
under the “DuBois Budweiser” trade-name. After the manufacture of beer be- 
came legal the plaintiff moved slowly in instituting the present action, suit not hav- 
ing been begun until 1940. Notice of intention to begin it, however, was given sev- 
eral years prior to suit. 

While the delay in bringing the action has been great, it must not be forgotten 
that defendant faced the fact that suit might again be brought when it consented to 
the withdrawal of the 1909 action, and that since the withdrawal it had notice that 
plaintiff was not consenting to its use of the trade-name. In 1919 it objected to 
defendant’s application for a paper trade-mark for “Budweiser” with other words 
accompanying it. But even without that notice injunctive relief to plaintiff is re- 
quired by the finding of unfair competition on the part of defendant. In the face 
of such a finding, delay as in suit does not prevent injunctive relief. Menendez v. 
Holt, 128 U. S. 514; Juan F. Portuondo Cigar Mfg. Co. v. Vincente Portuondo 
Mfg. Co., 222 Pa. 116; Grove Laboratories, Inc. v. Brewer & Co., 103 F. (2nd) 
175. It may cause an order for an accounting to be denied. . 

Plaintiff is entitled to a decree by which the defendant will be enjoined from the 
use of the term “Budweiser,” or “Bud,” to describe beer manufactured by it, and 
will otherwise be protected in its use of its trade-name. On account of the delay of 
plaintiff an accounting will not be ordered. 


Let a decree in accordance with the foregoing opinion be presented after due 
notice to counsel for defendant. 
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Findings of Fact 


1. Anheuser-Busch, Incorporated, plaintiff, is a corporation organized and 
existing under the laws of the State of Missouri, with its principal office, place of 
business and brewery in the City of St. Louis, Missouri, and is engaged in the manu- 
facture and sale, inter alia, of beer, malt syrup and yeast. It was incorporated in 
1925, and is the successor, by assignment, of the business, properties and trade- 
marks of a corporation by the same name which was incorporated in 1875 under 
the name of E. Anheuser Company’s Brewing Association; the name of the latter 
corporation was changed to Anheuser-Busch Brewing Association in 1879, and 
again changed to Anheuser-Busch, Incorporated, in 1919. 

2. DuBois Brewing Company, defendant, is a corporation organized and exist- 
ing under the laws of the Commonwealth of Pennsylvania, with its principal office, 
place of business and brewery at Du Bois, Pennsylvania. It was incorporated in 
1895, and is engaged in the business of brewing and selling beer. 

3. The matter in controversy in this action, exclusive of interest and costs, ex- 
ceeds the sum of $3,000. 

4. About March 1, 1876, E. Anheuser Company’s Brewing Association began 
to manufacture for one Carl Conrad, trading as C. Conrad & Co., a wine and liquor 
merchant in the City of St. Louis, Missouri, and a dealer in beers imported from 


Europe, a beer made according to the “Budweiser process.’ The beer so manu- 


factured for Conrad was sold by him under the name of “CCC Budweiser Beer.” 
Sometime in the year 1877, Conrad commenced to use on bottles containing the 


beer so brewed for him a label, a copy whereof is shown in Defendant’s Exh. 7 M’s, 
whereon appeared, inter alia, the following : 


Budweiser Lager Bier. C. Conrad & Co. Mainz, Geisenheim a/R & St. Louis, Mo. 
We guarantee that this Beer is brewed especially for our own trade according to the Bud- 


weiser Process of the best Saazer Hops & Bohemian Barley and warranted to keep in any 
Climate. 


5. The beer so manufactured by E. Anheuser Company’s Brewing Association 
was sold by Carl Conrad under the name ‘Budweiser Lager Bier” from 1876 until 
1883, during which period neither E. Anheuser Company’s Brewing Association nor 
its successor, Anheuser-Busch Brewing Association, sold any of said beer. 

6. The name “Budweiser” had been known to Carl Conrad and to Adolphus 
Busch, then President of E. Anheuser Company’s Brewing Association, from a 
time long before March 1, 1876, as beer made by the brewers in the City of Bud- 
weis in Bohemia. Adolphus Busch had been familiar with the European Budweiser 
beer from at least as early as 1868 or 1869 and from a time prior to March 1, 1876, 
had been familiar with the process used in making beer at Budweis. Conrad, who 
had travelled in Europe prior to 1876, had learned there that the European “Bud- 
weiser” beer was considered by Europeans to be one of the finest beers made there. 

7. It was the purpose of Carl Conrad and E. Anheuser Company’s Brewing 
Association that the beer brewed by the Association for Conrad should be similar in 
quality, color, flavor and taste to the “Budweiser” beer then being made in Bohemia. 

8. In or about the year 1883 plaintiff's predecessor acquired the right to use 
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“Budweiser” from said Conrad. In 1891 a confirmatory assignment was executed 
by Conrad and his wife which transferred to plaintiff's predecessor, Anheuser- 
Busch Brewing Association, “all the right, title and interest which we or either of 
us may have acquired or in any way have or possess jointly or severally in the 
manufacture, production and sale of Budweiser Lager Beer, and in the good will 
of the business of C. Conrad & Co. in Lager beer, as well as the sole right to the 
name, trade-marks and labels used in connection therewith,” together with certain 
federal trade-mark registrations. 

9. Between 1891 and 1898 plaintiff’s predecessor sold 785,970 barrels of “Bud- 
weiser” beer. 

10. From 1898 the wide advertising and sale of “Budweiser” beer by plaintiff’s 
predecessor throughout the United States continued to grow; and the depositions 
and testimony of witnesses at the trial show that during at least fifteen years prior 
to 1905 plaintiff’s predecessor made extensive sales of ‘“Budweiser” beer in Penn- 
sylvania, Ohio, West Virginia, Maryland, New York, New Jersey and New Eng- 
land ; prior to 1905, the money invested by plaintiff’s predecessor in advertising was 
spent in the main on “Budweiser”; and the advertising by plaintiff’s predecessor 
of its beer under the mark “Budweiser” was circulated to millions of people each 
year. 

11. Following the extensive growth of the business of plaintiff's predecessor 
and the establishment of a good will of great value in the designation “Budweiser” 
for beer, there appeared in the course of years a number of imitators who sought 
to take advantage of the celebrity of plaintiff’s trade-mark and of the valuable good 
will associated with plaintiff’s mark by using the word “Budweiser” on beer not 
brewed by plaintiff’s predecessor, but plaintiff’s predecessor objected promptly to 
all such uses, and prior to 1905 had succeeded in obtaining the discontinuance of 
all such infringements except in the instance of Prospect Brewing Co. of Philadel- 
phia, which sold beer not brewed by plaintiff’s predecessor marked ‘‘Budweis” to 
which infringement of its trade-mark “Budweiser” plaintiff’s predecessor duly 
objected and which was discontinued at the outset of Prohibition when the Prospect 
brewery was padlocked by federal authorities. 

12. During this period certain American importers who imported beer from 
the City of Budweis labelled such beer as “Budweiser” in a manner to which plain- 
tiff’s predecessor objected as infringing its trade-mark rights, but by an agreement 
with plaintiff's predecessor the breweries of Budweis in 1911 conceded the priority 
of plaintiff's predecessor’s use of the word “Budweiser” as a trade-mark applied to 
beer in the United States and thus conceded the trade-mark rights of plaintiff’s 
predecessors in the word “Budweiser” and agreed to use the word “Budweiser” 
only to describe the geographical origin of this beer. 

13. Long prior to June, 1905, the word “Budweiser” had acquired a secondary 
meaning indicating the output of plaintiff’s predecessor exclusively and the trade and 
public generally had come to use the word “Budweiser” and its abbreviation “Bud” 
to designate the beer of plaintiff’s predecessor and of no one else. 

14. Continuously since prior to 1905, except while the national Prohibition law 
was in effect, plaintiff and its predecessor have manufactured and sold beer exten- 
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sively throughout the United States under the “Budweiser” mark ; and during Pro- 
hibition, from 1920 to 1933, sales of “Budweiser” near beer made by plaintiff and 
its predecessors exceeded 23,000,000 cases; during Prohibition, between 1921 and 
1925, plaintiff's predecessor also sold over 21,000,000 pounds of bulk and canned 
malt syrup under the “Budweiser” mark ; and between 1925 and 1932 plaintiff sold 
over 37,000,000 pounds of “Budweiser” malt syrup in bulk and over 4,000,000 car- 
tons of canned “Budweiser” malt syrup, such cartons containing 12 cans of 2'%4 or 
3 pounds per can; in addition, plaintiff's sales of yeast under the ““Budweiser” mark 
from 1929 to 1946 exceeded 496,000,000 pounds. 

15. From Repeal in 1933 through 1946 the barrel equivalent of plaintiff's beer 
sold in bottles, on draught and in cans under the “Budweiser” mark amounted to 
30,336,506-%4 barrels. 

16. During Prohibition, between 1918 and 1932 plaintiff and its predecessor 
spent over $6,000,000 advertising ““Budweiser” malt syrup and “Budweiser” yeast ; 
during the same period over $3,500,000 was spent by plaintiff and its predecessor in 
advertising near beer, and the greater portion of that amount was spent on adver- 
tising “Budweiser” near beer; during the period since Repeal, from 1933 through 
1946, plaintiff has spent over $25,000,000 advertising its beer, and the majority of 
that amount has been spent on advertising of “Budweiser” beer. During the same 
period plaintiff spent over $1,000,000 advertising “Budweiser” malt syrup and 
“Budweiser” yeast. 

17. Such advertising by plaintiff and its predecessor of its products sold under 
the mark “Budweiser” from 1918 to date, as prior thereto, has been by means of 
newspapers, magazines, trade publications, billboards, outdoor signs, point-of-pur- 
chase advertising, and such media as the eight horse hitches. 

18. With the founding of the Czechoslovak Republic at the conclusion of 
World War I, the name of the City of Budweis was changed to Budejovice. 

19. Fora short time after Repeal, during the years of 1934 and 1935, imported 
beer from Budejovice was sold in small quantities in this country along the Eastern 
seaboard under the name “Nazdar.” 

20. Subsequently, the importers changed the label to “Imported Budweiser” and 
small amounts of imported beer so labeled, which plaintiff contended violated the 
1911 contracts, were sold in this country during the years 1936-1938. 

21. After protest by plaintiff in 1938, new agreements were executed in 1939 
between plaintiff and the breweries at Budejovice by which the breweries at Bude- 
jovice discontinued all use of “Budweiser,” “Budweis,’ “Bud” or any confusingly 
similar term. 

22. The word “Budweiser” is not now and never has been used as the name of a 
type of beer. 

23. Defendant began to use the word “Budweiser” in the phrase “Du Bois Bud- 
weiser” in June, 1905. 

24. At the time defendant began to use the word “Budweiser” it knew that the 
word “Budweiser” was the name of a brand of beer brewed by Anheuser-Busch. 

25. In October, 1905, counsel for plaintiff's predecessor demanded that de- 
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fendant discontinue use of the word “Budweiser.” A number of additional letters 
between counsel for plaintiff’s predecessor and defendant’s counsel were exchanged. 

26. Following the demand of plaintiff’s predecessor that defendant discontinue 
the use of the word “Budweiser,” on March 1, 1906, Frank Hahne, defendant's 
then president, swore that his corporation was the owner of the trade-mark which 
defendant then sought to register in the United States Patent Office consisting “of 
the word ‘Budweiser’ ”’ together with certain other words and figures, and that the 
class of merchandise to which said trade-mark was appropriated and upon which 
defendant used said trade-mark was “Lager Beer, Ale and Porter.” 

27. On November 8, 1906, plaintiff’s predecessor filed opposition to defendant's 
application to register its trade-mark and defendant’s president verified the answer 
to said opposition on December 14, 1906, in which answer defendant alleged, among 
other things, “that its trade-mark consists of the word ‘Budweiser’ in connection 
with the monogram ‘D B Co,’ the name ‘Du Bois,’ and the name ‘Du Bois Brewing 
io” 

28. On September 2, 1908, plaintiff’s predecessor filed suit against defendant in 
the United States Circuit Court for the Western District of Pennsylvania for an 
injunction against the use of the word “Budweiser.” 

29. The 1908 suit was discontinued on consent of defendant’s counsel on 
August 3, 1909. 

30. During the period 1908 through 1918 twenty-five states went dry by adopt- 
ing state-wide statutes or constitutional prohibition ; in the early years only a few 
states went dry at a time, but as the prohibition movement gathered momentum in- 
creasing numbers of states went dry each year, and in 1914, 1915 and 1917 four, 
six and seven states went dry respectively. 

31. Defendant’s sales prior to Prohibition under the label “Du Bois Budweiser” 
were small and limited principally to the territory in Northwestern Pennsylvania and 
Buffalo, New York. 

32. Prior to Prohibition, defendant spent very little money on advertising. 

33. During Prohibition, defendant brewed a small amount of near-beer which 
it sold to a separate company called “Du Bois Products & Cold Storage Company,” 
which company in turn resold some of said near-beer under the label “Du Bois 
Budweiser” and which company also sold malt syrup under the label “Du Bois Bud- 
weiser,” which malt syrup it purchased from Schlitz Brewing Co. and others. 

34. Throughout the period of the existence of defendant’s brewery it has re- 
mained and still is a small brewery. 

35. The barrel capacity of defendant’s brewery has not been changed since prior 
to 1909. It has had the same size kettle continuously since that date. Prior to the 
present suit, the amount of beer labeled “Du Bois Budweiser” brewed was only a 
comparatively small percentage of the total beer brewed. The bottled beer labeled 
“Du Bois Budweiser” ran from less than 8% in 1933 to less than 12% in 1939, 
while the draught beer sold as “Du Bois Budweiser” ran from less than 8% in 1933 
to less than 30% in 1939. In 1939 the total sales of defendant’s beer amounted to 
slightly more than 37,000 barrels, which is some 7,000 barrels less than the number 
of barrels sold by defendant in the year 1909. 
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36. After the repeal of Prohibition, defendant again began to sell its beer under 
the label ‘“‘Du Bois Budweiser” and began to expand its business into cities in which 
it had not sold its beer so labeled prior to Prohibition. 

37. Defendant usually invoiced its beer labeled ““Du Bois Budweiser” as “Bud- 
weiser” or “Bud.” 

38. In writing letters to defendant’s salesmen, defendant’s sales manager re- 
ferred to its beer labeled ““Du Bois Budweiser” as ‘‘Budweiser.” 

39. Defendant’s distributors, in many instances, invoiced defendant’s beer 
labeled “Du Bois Budweiser” as ‘* Budweiser” or “Bud.” 

40. Many of defendant’s wholesale distributors and retail dealers sold defend- 
ant’s beer labeled ““Du Bois Budweiser” on calls for “Budweiser” or “Bud’’ without 
explanation. 

41. Members of the public, who for many years had believed the word “Bud- 
weiser’” was a brand-name for a beer put out by Anheuser-Busch, ordered “Bud- 
weiser” beer on draught and received beer from a tap on the handle of which were 
the words “Du Bois Budweiser,” which beer they believed to be plaintiff’s. 

42. Members of the public, when receiving defendant’s beer “Du Bois Bud- 
weiser” on calls for “Budweiser” draught beer were not likely to notice that the 
beer was taken from a tap labeled “Du Bois Budweiser” or if they did notice such 
fact, nevertheless were likely to believe that the beer was plaintiff’s beer. 

43. In 1919 defendant was required to show cause why Opposition No. 322 
should not be sustained. This was the opposition filed by plaintiff's predecessor to 
defendant’s “application for registration of a trade-mark for lager beer, ale and 
porter filed March 19, 1906” consisting in part of the word “Budweiser.” De- 
fendant thereupon appointed new counsel to prosecute and defend said opposition. 
Thereafter defendant’s attorneys filed its argument and after due consideration the 
Examiner sustained the opposition of plaintiff's predecessor and denied the de- 
fendant’s application to register its claimed trade-mark which included the word 
“Budweiser.” 

44. During the summer of 1910, while Messrs. Adolphus Busch, C. C. Conrad 
and Rudolph Knippenberg were in Europe, a settlement of the proceeding in the 
Patent Office was negotiated with Die Budweiser Brauberechtigten Burgerliches 
Brauhaus, and two written agreements were signed at Prague on September 28, 
1910. Neither of these agreements was offered in evidence at the trial of this case, 
the plaintiff explaining that the agreements had been lost. However, a later agree- 
ment made between Anheuser-Busch Brewing Association and the Burgerliches 
Brauhaus dated September 4, 1911 (Plaintiff's Exh. 101-F), recites that it is 
executed and delivered “pursuant to and in substitution for the aforesaid agree- 
ments of 1910.” 

45. By the agreement of September 4, 1911, it was recited that Anheuser-Busch 
Brewing Association had paid to Burgerliches Brauhaus the sum of 82,500 Aus- 
trian kronen; in exchange therefor it was provided that Burgerliches Brauhaus 
agreed to and did withdraw its objections to the use by Anheuser-Busch Brewing 
Association of the name “Budweiser” as a trade-name or trade-mark on its beer, 
except in Europe, it being made clear that this license was not intended to permit 





674 THE TRADE-MARK REPORTER 37 T.-M. Rep. 


the sale of the American-made beer as ‘““Budweiser” in any European country, and 
that the right already possessed and enjoyed by Burgerliches Brauhaus to sell its 
“Budweiser” beer in the United States should continue. The agreement provided 
finally for the execution of the short document which had been filed in the Patent 
Office some months before on April 27, 1911, by which the application of Burger- 
liches Brauhaus to cancel Anheuser-Busch Brewing Association’s trade-mark regis- 
tration of July 23, 1907, was withdrawn. 

46. On August 19, 1911, Anheuser-Busch Brewing Association entered into a 
similar written agreement, at Budweis, with the owners of another brewery at that 
place—the “Cesky Akciovy Pivovar v. Ceske Budejovicich” (Plaintiff's Exh. 
101-G). By this agreement the Cesky Akciovy Pivovar v. Ceske Budejovicich con- 
ceded that Anheuser-Busch Brewing Association might use the word “Budweiser” 
on beer sold by the latter in any part of the world outside of Europe, so long as it 
did not use the word “Original” in connection therewith; it also agreed to raise 
no objection to the use by Anheuser-Busch Brewing Association of its trade-mark 
of July 23, 1907. Like the Burgerliches Brauhaus, Cesky Akciovy Pivovar reserved 
to itself the concurrent right to use the word “Budweiser” on its product in the 
United States and elsewhere throughout the world. 

47. As the agreements of September 4, 1911, and August 19, 1911, contem- 
plated, the Burgerliches Brauhaus and Cesky Akciovy Pivovar sold their products 
as “Budweiser” beer, in the United States, from 1911 until the early part of 1939, 
except for the period of National Prohibition in the United States. 

48. Under the agreements of 1910 and 1911 with the brewers at Budweis, the 
latter were free to sell their products as “Budweiser” in the United States; and 
after the repeal of National Prohibition imported “Budweiser Beer” again appeared 
in the American market. The right of the Cesky Akciovy Pivovar to sell its beer as 
“Budweiser” in the United States was again recognized and conceded by the plain- 
tiff in 1934, and thereafter and on August 10, 1937, the Cesky Akciovy Pivovar 
obtained registration in the United States Patent Office of a beer bottle label, which 
had been submitted to and approved by the plaintiff's Executive Vice-President, 
R. A. Huber, in 1934, and on which the principal inscription was the words “Im- 
ported Original Bohemian Budweiser Beer from Budweis City.” 

49. On September 27, 1938, plaintiff’s board of directors adopted a resolution 
by which its executive officers were directed to effect such adjustment and settle- 
ment and to take such legal and other action as might be necessary to eliminate the 
further use of the word “Budweiser” by the DuBois Brewing Company and by the 
two brewers at Budweis. Pursuant to this resolution, legal counsel specializing in 
trade-mark litigation were consulted, and before any action against Du Bois Brew- 
ing Company was taken, two representatives of the plaintiff—one of its attorneys 
and the assistant to its Vice-President—were sent to Budweis with instructions and 
authority to negotiate agreements with the Burgerliches Brauhaus and the Cesky 
Akciovy Pivovar, under which they would agree to discontinue in the United States 
the use of the word “Budweiser” to describe their beer. After protracted negotia- 
tions which followed their arrival in Budweis in December, 1938, the two repre- 
sentatives of the plaintiff were able to negotiate the agreements desired. These 
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agreements were reduced to writing and were made with both of the Budweis brew- 
eries and with a group of agents through whom the Cesky Akciovy Pivovar had ex- 
ported its Budweiser beer to the United States, and sold it here. These agreements 
( Plaintiff’s Exh. 101-H, 101-K and 101-M) were made between January 13, 1939, 
and March 7, 1939, and provided that the Budweis breweries and their agents should 
discontinue their use of the name “Budweiser” on their beer sold in the United 
States and its territories, in exchange for which the plaintiff paid them a total of 
$127,000. 

50. Anheuser-Busch Brewing Association, after the death of Adolphus Busch 
in 1913, knew that defendant still continued to use the name “Du Bois Budweiser” 
on its beer ; plaintiff itself was aware during Prohibition that the name was being 
used on near beer ; and plaintiff learned in 1933, immediately after Repeal, that de- 
fendant had resumed the manufacture and sale of beer under the same name. 
Nevertheless at no time after the 1908 suit was discontinued in 1909 and until the 
present suit was filed in 1940 did plaintiff or its predecessor indicate to defendant 
that it still claimed to have sole right to use the name, or protest against defendant’s 
using it, or sue to enjoin such use by defendant. 

51. All the labels which have been used by the defendant on its “Du Bois 
Budweiser” at any time since 1905, as well as the labels used on the “Du Bois Bud- 
weiser Beverage” during Prohibition, are totally dissimilar from any label which 
has ever been used by the plaintiff on its Budweiser beer, and the shape and color 
of the bottles which have been used by the defendant since 1905 have been entirely 
different from the shapes and colors of bottles which have been used to contain the 
plaintiff’s Budweiser beer. 


Conclusions of Law 


1. Irrespective of its character as a technical trade-mark, the word “Budweiser” 
since long prior to 1905 has been and now is the trade-mark of the plaintiff by virtue 
of its association with the plaintiff and plaintiff’s predecessors, and with the prod- 
ucts of the plaintiff, whereby the word “Budweiser” has become generally known 
throughout the United States to the trade and consumers as meaning the product 
of the plaintiff and of none other. 

2. The word “Budweiser” used on beer and related products is a true, arbitrary 
and distinctive trade-mark, and is the property of the plaintiff. 

3. The word “Bud” used on beer and related products is a true, arbitrary and 
distinctive trade-mark, and is the property of the plaintiff. 

4. Defendant’s use of the word “Budweiser” on beer and of the word “Bud” 
in connection therewith infringes plaintiff’s trade-mark rights. 

5. Defendant’s use of the word “Budweiser” on beer and of “Bud” in connec- 
tion therewith is without legal justification or excuse. 

6. Plaintiff and its predecessors have been vigilant in protecting their rights 
and have not acquiesced in infringing uses of their said trade-mark by others. 

7. The use of the name “Budweiser” in former years to describe the place of 
origin of beer imported from the city of Budejovice, when the name of that city 
was Budweis, does not affect the plaintiff’s rights in its trade-mark “Budweiser” 
nor give to defendant the right to appropriate plaintiff’s trade-mark. 
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8. The delay in securing relief from defendant’s infringing acts does not de- 
prive plaintiff of its right to protection, nor does it give defendant the right to con- 
tinue its unfair competition. 

9. The discontinuance of the suit of plaintiff's predecessor against defendant 
in the United States Circuit Court for the Western District of Pennsylvania in 
1909 does not estop plaintiff from obtaining relief here. 

10. From the beginning, defendant’s use of the words “Budweiser” and “Bud” 
has been with knowledge of the rights of plaintiff and of plaintiff's predecessors, and 
with the fraudulent purpose and intent of confusing and deceiving the public and 
of enabling defendant’s product to be passed off as and for the product of plaintiff. 

11. Defendant’s fraud, in continuing its infringement of plaintiff’s rights after 
prompt notice and the supervening fraudulent acts committed by defendant bar de- 

fendant from claiming laches. 

12. Plaintiff is entitled to an injunction prohibiting defendant from using the 
words “Budweiser” or “Bud” or any confusingly similar word on or in connection 

with beer or on similar or related products. 








SHAPIRO, BERNSTEIN & CO., INC. v. JERRY VOGEL MUSIC CO., INC. 
No. 24-57—S. D. N. Y.—May 29, 1947 





CopyRIGHT—SuBJECT MATTER—GENERAL 
Copyrighted song, having name changed, chorus in different time added, and slight varia- 
tion made in the accompaniment, but there being no change in the tune or lyrics, held not to 
constitute a “new work” within the meaning of Section 6 of the Copyright Law. 
CopyRIGHT—T ITLE—RENEWAL 


It is settled that co-author renews copyright as constructive trustee for the other co-owner. 
CopyRIGHT—T ITLE—ACCOUNTING 

Co-owners of copyright, who exploited copyrighted song and each tried to exclude the 
other co-owner from the common property, held liable to account to each other for their trans- 
actions. 

Broad use by one owner through motion pictures, stage, radio, advertising, bands or 
orchestras, can destroy value of the copyright, in effect destroying the copyright. 

Carter v. Bailey, 64 Me. 458 distinguished. 


Suit by Shapiro, Bernstein & Co., Inc., against Jerry Vogel Music Co., Inc., for 
declaratory judgment, injunction and accounting in connection with copyright re- 
newal. Defendant counterclaimed. Judgment for defendant. 


House, Grossman, Vorhaus & Hemley (Leo J. Rosett and Alfred Beekman of 
counsel) all of New York, N. Y., for plaintiff. 

O’Brien, Driscoll, Raftery & Lawler (Arthur F. Driscoll, Milton M. Rosenbloom 
and William S. Roach of counsel) all of New York, N. Y., for defendant. 


Bricut, D. J.: 


Plaintiff’s second cause of action and the amended answer put in issue (1) the 
copyright of the unpublished song and lyrics “Melancholy,” the song of which was 
written by Burnett and the lyrics by Watson in 1911 and copyrighted on October 
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13, 1911; (2) the copyright of that song and new lyrics composed by Norton in 
1912, and then transferred to Bennett ; and (3) the third version of that song under 
the name of ““My Melancholy Baby,” published in 1914, which contained Burnett’s 
music, Norton’s lyrics, and an additional chorus in march time. 

The trial court found that Burnett and Watson registered their claims for re- 
rewal rights in the 1911 version, and Burnett in the 1912 and 1914 versions; that 
plaintiff also registered claim to renewal rights in the 1914 version ; and that Charles 
Norton, a son of George Norton, who wrote the new lyrics in 1912, also applied for 
renewal rights in the 1914 version. It decided that renewal rights of the Norton 
lyrics were lost because of the failure of any person entitled thereto timely to file 
claim therefor, and that plaintiff owned the renewal rights to both titles and to the 
music of Burnett. 

The judgment adjudicated title in the plaintiff to the title, music and lyrics of 
the song “Melancholy” of 1911, in the music of that song as published on October 
25, 1912, and in the music and title of ““My Melancholy Baby,” published Novem- 
ber 5, 1914; that there was no copyright protection in the United States for the 
Norton lyrics, published in 1912 under the title “Melancholy” and again in 1914 
under the title “Melancholy Baby,’ which were held to be in the public domain ; 
enjoined defendant from publishing and selling the song under either name, except 
the Norton lyrics, and dismissed its counterclaim seeking joint ownership of the 
copyrights of the song and lyrics by Norton and an accounting. 

Defendant appealed from that part of the judgment in favor of plaintiff and 
which dismissed its counterclaim, “all of which more specifically is contained in 
paragraphs 3 to 12 inclusive of the judgment,” to which reference is made in the 
preceding paragraph. The opinion of the Circuit Court of Appeals states that on 
appeal the appellant did not question the ruling that plaintiff was the proprietor 
of the renewed copyright of the unpublished song of 1911; that defendant did chal- 
lenge the ruling that Burnett’s renewal of the 1912 copyright was ineffective, and 
that the Norton lyrics were in the public domain, and on the appeal claimed owner- 
ship with the plaintiff in the renewal of the 1912 copyright ; and as to the third ver- 
sion of the song, wrote: 

“A third version of the song was published and copyrighted by Bennett on No- 
vember 5, 1914, under the title ‘My Melancholy Baby.’ This version was composed 
of Norton’s words and Burnett’s music, with an added chorus in march time. Dur- 
ing the final year of the copyright term, claims for renewal were made by Burnett, 
who assigned his renewal to the plaintiff, and by Norton’s son, who assigned his 
rights to the appellant. The District Court held the son’s attempted renewal in- 
valid, and ruled that the plaintiff was the proprietor of the renewed copyright in the 
music and the title of the 1914 version, but that no copyright protection exists for 
Norton’s lyrics again published in that version. The appellant raises no question 
as to the 1914 renewal.” 

The Circuit Court of Appeals decided, as to the 1912 version, that Bennett had 
obtained a valid copyright; that Burnett and Norton were joint owners thereof ; 
that Burnett’s renewal, assigned to the plaintiff, inured to the benefit of both plaintiff 
and Norton’s son, whose interest passed to defendant by the latter’s assignment. 
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A motion was thereafter made for a clarification by the Circuit Court of Appeals 
of its decision with respect (1) to the ownership of the renewal copyright of 1914 
on the musical composition “My Melancholy Baby,” and (2) whether the co-owners 
of the renewal copyrights on the 1912 and 1914 versions of the work should account 
each to the other. 

The appellate court decided that the district judge was permitted to enter any 
judgment consistent with the opinion rendered, and might consider whether the 
1914 version was “a ‘joint work’ and a ‘new work’ and whether the principles enun- 
ciated with respect to the 1912 version are likewise applicable to the 1914 version, 
and he may act accordingly.” It further ruled that the question whether one of 
two joint owners of a copyright can have an accounting against the other merely 
because the other has used the copyright was not discussed on the appeal, and it 

did not wish to determine it without an opinion by the district judge. 

It is now determined that the Norton lyrics, copyrighted in 1912, are not in the 
public domain, and that Burnett’s renewal of that copyright, he being a joint owner 
with Norton, because of the death of Norton prior to renewal, inured to the benefit 
of Burnett and Norton’s son and their successors in interest. 

The 1914 copyright was of the same song composed by Burnett, and the same 
lyrics written by Norton as registered under the 1912 copyright, and the published 
musical composition gave credit for the words to Norton and for the music to Bur- 
nett. The only new matter was the change of name from “Melancholy” to “My 
Melancholy Baby,” there was added an additional chorus in march time, the original 
chorus being in common time, and the base of the accompaniment was changed in 
some few respects. The tune and lyrics remained identically the same as in the 
Burnett and Norton composition. 

If, as held by the Circuit Court of Appeals, Burnett and Norton were joint co- 
authors of the 1912 composition, certainly they were of the 1914 version, for the 
music and lyrics were identical, and the same result would follow as to renewal for 
both. But the 1914 copyright would have validity only if the composition then reg- 
istered was a “new work” within the meaning of section 6 of the Copyright Law, 
17 U.S.C. The change in time of the added chorus, and the slight variation in the 
base of the accompaniment, there being no change in the tune or lyrics, would not 
be “new work.” Jollie v. Jaques, 1 Blatchf. 825, Fed. Cas. 7437 ; Cooper v. James, 
213 F. 871; Fred Fisher v. Dillingham, 298 F. 145, 148; Norden v. Oliver Ditson 
Co., 13 F. Supp. 415. All that remains is the change in title, which, under the in- 
stant circumstances, would not add anything. Jollie v. Jaques, supra; Becker v. 
Loews, Inc., 133 F. 2d 889, 893, cert. denied 319 U. S. 772; Corbett v. Purdie, 80 
F. 901 ; Arnstein v. Porter, 154 F. 2d 464, 474; Newcomb v. Young, 43 F. Supp. 
744, 745. 

Plaintiff further claims that it is the sole proprietor of the renewal copyright 
of the 1911 version, of which Burnett and Maybelle E. Watson were co-authors : 
that as the song was the same in the 1912 version Burnett, Watson and Norton were 
co-authors of that composition, and that as plaintiff is the successor in interest of 
Burnett and Watson, and defendant of the Norton interest, in the 1912 copyright, 
plaintiff is the owner of a two-thirds interest therein and defendant of the remain- 
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ing one-third. I cannot see it that way. The co-authors of the 1912 version, it has 
been decided, were Burnett and Norton. Burnett alone renewed, and it is now de- 
termined that he did so for both, and that Norton’s son was his co-owner. When 
he renewed, he renewed the whole work, not just the song part; “it was the in- 
divisible product of joint authors.” Edward B. Marks Music Corp. v. Jerry Vogel 
Music Co., 140 F. 2d 266, 267, and reiterated by the Circuit Court of Appeals in this 
case. Plaintiff, concededly, succeeded to Watson’s rights in the 1911 copyright re- 
newal. If she had any rights or property in the 1912 renewal, it was through Bur- 
nett, and of that plaintiff is the owner. Burnett was either the owner of a one-half 
interest in the 1912 composition, or else Burnett and Watson were the owners of 
that half ; Watson had no interest in the 1912 renewal except through Burnett. In 
either case plaintiff, successor in title of Burnett in the 1912 renewal has no more 
than a half, and the same would hold if Watson’s interest is recognized. Both would 
own no more than a half, and defendant, the successor in title of Norton, the other 
half. 

The remaining question is whether the parties should account each to the other 
for their, or either of their, transactions in the 1912 renewal. I think they should, 
and by so holding I do not intend to decide the basis on which the ultimate awards 
shall be made. I leave that apportionment to the special master. 

It has been decided that co-owners of a copyright are tenants in common of an 
incorporeal personal right, and as such may not compel accounting one to the other. 
Carter v. Bailey, 64 Maine 458, 463, 1874. A similar determination has been made 
as to patents, the alleged analogy to which is in part the basis of the Carter-Bailey 
decision. Drake v. Hall, 220 F. 905, 1914; Blackledge v. Weir & Craig Mfg. Co., 
108 F. 71, 1911; see also McDuffee v. Hestorville & Railway Co., 162 F. 36, 1908, 
and Talbot v. Quaker State Oil Co., 104 F. 2d 967, 1939. 

I do not find, and have not been referred to, any decision of the Supreme Court 
upon the subject. 

Accounting was directed in Marvel v. Smith, 2d Cir., 271 F. 211, 1921, and 
recognized in Klein v. Beach, D. C. N. Y. 232 F. 240, 247, aff'd 2d Cir., 239 F. 
108, 1917, and Crosney v. Edward Small Productions, D. C. N. Y., 52 F. Supp. 
559, 561. See also Brown v. Republic Productions, 156 Pac. 2d 40, 41, aff’d 161 
Pac. 2d 796. 

We are dealing here with a renewal of a copyright by one of the co-authors ; 
and it is settled that he renewed as constructive trustee for the other co-owner. Deal- 
ing then with the property of both, his successor in title owed some duty to the 
other, which I think can well be defined as an equitable one. Instead, however, it 
assumed the position that the other had no rights; and brought this action, not only 
to declare that the other had none, but also to restrain the other from using or assert- 
ing them, alleging that it had given notice of its objections in that respect. It also 
asserts that it alone is entitled to the benefits and advantages, and as well to damages 
against the other, for whatever it may have done in defiance or contrary to plain- 
tiff’s alleged ownership. It is obvious that plaintiff has excluded, or at least claimed 
the right, and has tried to exclude its co-owner from the common property. I do 
not understand that any tenant in common ever had or has that right, and its asser- 
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tion of that right and, as here, its use of the joint property, has thus rendered it 
liable to account. If my understanding of the tenancy in common rule, as applied 
to tangible real and personal property, is correct, it protected a co-tenant from ac- 
countability when he used the common property himself, without excluding the 
other co-owners, but not when he permitted its use by others and reaped a personal 
benefit therefrom. 

I go further. Since Carter v. Bailey much water has gone over the dam. The 
radio, broadcasting, motion pictures, name bands, and other entertainment have de- 
veloped by leaps and bounds, faster, it seems, than the supply of new songs and 
other music can meet the demand. The old ballads, even the classics, are now used 
in modernized versions. The public is presently entertained by the old classics and 
tunes in syncopated rhythm, in jazz, in theme songs, and in various new times and 
arrangements. The “blue” era in music may have had much to do with the claimed 
popularity of the old “Melancholy,” now parading as “My Melancholy Baby.” The 
potentialities of motion pictures, radio, the “plugging” by torch singers, crooners, 
popular orchestras and bands, have ebviously changed the picture as it existed in 
1874. And the benefits to be derived from these changed and changing times, let 
alone any prediction of what the future holds, justifies, | think, a new conception of 
the rights of joint owners of copyright. I have been wondering if Judge Learned 
Hand may have had something of the kind in mind in his criticism of Carter v. Bailey 
in the Marks case at page 267 of 140 F. 2d. 

Carrying out the thought of the last paragraph, it seems reasonable that copy- 
right business, in songs, at least, indulged in by one co-owner, practically precludes 
the other from a like use. The use of one owner, by license or personally, in mo- 
tion pictures, on the stage, by radio, in advertising, in bands or orchestras, can de- 
stroy, practically, the copyright so far as the other is concerned. It has been said 
that copyright, being an incorporeal right, cannot be destroyed. But its broad use 
by an active publisher can so far exhaust the popularity of a song, or any other 
musical composition, as to destroy its value after that use has ended. And the de- 
struction of value of a copyright is, in effect, a destruction of the copyright. 

The subject has been admirably treated by Gilbert T. Rothblatt, of the Colum- 
bia Law School ’40, in his monograph entitled “Co-ownership of Copyright,” and 
need not be further discussed. I cannot but believe that Congress had some similar 
idea when it gave authors, or their lineal descendants, the right to renew, notwith- 
standing whatever they had signed or done during the original life of the copyright. 
It could not have intended to give to such descendants rights to renew an empty 
shell, the kernel of which was claimed and pre-emptied by the proprietor of another 
part. 

A decree may be presented, to be settled on notice, and containing findings and 
conclusions, in accordance with the foregoing. 


TENA 
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GUERLAIN, INC. v. F. W. WOOLWORTH CO., et At. 
Ct. of Appeals, N. Y.—July 2, 1947 


Farr TRADE AcT—REBOTTLED TRADE-MARKED Goops—GENERAL 

Defendants’ claim that, in selling plaintiff’s perfume rebottled in small ampules, they are 
dealing in commodity different from product covered by plaintiff’s fair trade contracts, held 
lacking in substance because the original commodity has undergone no change and merely is 
sold in smaller quantities. 

Defendants’ use, on rebottled goods, of type label approved in Prestonettes v. Coty, held 
not to remove transaction from purview of Fair Trade Act. 

Reference to plaintiff’s mark and name on label of defendant Nips may not constitute 
trade-mark infringement, but Fair Trade Act draws no distinction between use of plaintiff's 
mark qua trade-mark and a collateral reference to the mark in describing the product sold. 

Fair TRApE Act—PurposEs—GENERAL 

While the Fair Trade Act prevents price cutting, its primary aim is to protect good will 
of the owner or producer from injury, when his trade-mark or name is used in the resale of 
goods originally owned or produced by him. 

Farr TrRapeE Act—F air TRADE CoNTRACTS—CONSTRUED—PARTICULAR INSTANCES 

Plaintiff held within its legal rights in fixing minimum resale price of $1.60 for quanti- 
ties of “one dram or less” of “Shalimar” perfume; and defendant Woolworth held to have 
violated Feld-Crawford Act whenever it sold any fraction of a dram thereof for less than 
$1.60. 

Farr TrapE AcTt—UNFAIR COMPETITION—INJUNCTIVE RELIEF 

Defendants, engaged in distribution, display and sale of commodity, bearing brand and 
name of producer and owner, which is being resold for less than minimum price specified in 
fair trade contracts, in violation of Feld-Crawford Act, held properly restrained by injunction. 


Appeals from Appellate Division, First Department. 

Suit by Guerlain, Inc. against F. W. Woolworth, et al., for injunction against 
unfair competition, under Feld-Crawford Act. Defendants appeal from judgment 
granting injunction. Affirmed. 


Martin A. Schenck and Margaret D. Merli for F. W. Woolworth Co., appellant. 
John S. Russell for Nips, Inc., appellant. 
Lewis G. Bernstein and Samuel Stephen Baker for Guerlain, Inc., respondent. 


FuLp, J.: 


Plaintiff manufactures and distributes high-grade perfumes and cosmetics 
which are sold in fair and open competition with other similar products. Among 
the registered trade-marks owned and used by it are the words “Guerlain” and 
“Shalimar.” Pursuant to the Feld-Crawford Act (L. 1935, chap. 976, as amended ; 
now General Business Law, Art. XXIV-A), plaintiff and certain of its retailers en- 
tered into so-called “fair trade contracts” which set, inter alia, a minimum resale 
price of $1.60, plus retail sales tax, for plaintiff’s “Shalimar” perfume in quantities 
of “one dram or less.”’ 

Defendant Nips, Inc., whose entire business consists of rebottling perfumes, 
buys plaintiff’s perfumes in the retail market and rebottles them in small glass am- 
pules holding 1/70 of a dram. The ampules of “Shalimar” are individually packed 
in little paper containers bearing the label: 
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NIPS 
Perfumes 
Genuine French Extracts 
Guerlain’s Shalimar 
Rebottled by Nips, Inc., N. Y. 
Wholly Independent of 
Guerlain 


The perfume thus rebottled is sold to a number of variety and chain stores, 
among them defendant Woolworth Co., which resells to the ultimate consumer for 
ten cents a package. 

In 1938, plaintiff advised both defendants of its fair trade contracts and re- 
quested defendant Woolworth to stop selling its products at less than the established 
minimum resale price. Woolworth refused, and the sales at ten cents a package 
continued. Consequently, plaintiff seeks injunctive relief under the Fair Trade Act. 

Section 1 of that statute (now General Business Law, sec. 369-a) recognizes 
and affirms the legality of contracts fixing the prices at which the immediate buyer 
and all subsequent vendees may sell or resell a commodity “which bears, or the label 
or content of which bears, the trade-mark, brand, or name of the producer or owner 
of such commodity . ” Section 2 (now General Business Law, sec. 369-b) 
provides that the willful and knowing advertisement, offer or sale—regardless of 
whether or not it be by a party to such contract—of “any commodity at less than the 
price [so] stipulated . . . . is unfair competition and is actionable at the suit of any 
person damaged thereby.” 

Defendants seek to escape the effect of the statute by urging that in distributing 
and selling the ampules they are dealing with a commodity other than and different 
from the product covered by plaintiff's fair trade contracts. That claim, lacking 
substance, ignores reality and the dictates of common sense. The ampule contains 
perfume—of that there can be no possible doubt—and the label explicitly announces 
that it is “Guerlain’s Shalimar.” It is a less quantity than that contained in the 
original bottle, but still it is perfume—plaintff’s perfume—and it is the perfume it- 
self which the purchaser desires and buys, not just the “patented applicator” in 
which the perfume is rebottled by defendant. Were it otherwise, there would, of 
course, be no need to identify on the label the specific kind or brand of perfume con- 
tained in the ampule. The present case is far removed from those involving dresses 
made from trade-marked cloth (Mallinson Fabrics Corp’n v. Macy & Co., Inc., 171 
Misc., 875) or lenses ground from trade-marked “blanks (United States v. Bausch 
& Lomb Optical Co., 321 U. S., 707; United States v. Univis Lens Co., 316 U. S., 
241). There, the very form and character of the basic product is altered; a new 
article, possessing a completely different function, is created. There is, in fact and 
in effect, a new and different commodity. Here, the original commodity—Guer- 
lain’s Shalimar perfume—undergoes not the slightest change in form, content, 
quality or character ; the difference is purely quantitative ; the product remains the 
same, identical save in amount. 

Defendants likewise contend that the Feld-Crawford Act was aimed solely at 
price cutting, and therefore does not cover such a situation as the present, where the 
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aggregate amount charged for the number of ampules necessary to make up one 
dram of Guerlain’s Shalimar is $7, far more than the minimum price of $1.60 set 
by plaintiff. While it is true that the statute prevents price cutting, its “primary 
aim,” the Supreme Court of the United States has observed—in discussing the vir- 
tually identical Illinois Fair Trade Act—“is to protect the property—namely, the 
good will—of the producer, which he still owns. The price restriction is adopted 
as an appropriate means to that perfectly legitimate end, and not as an end in itself” 
(Old Dearborn Distributing Co. v. Seagram-Distillers Corp’n, 299 U. S., 183, 193). 
More than that, however, defendants’ entire argument disregards the fact that, in 
determining ‘‘the price stipulated,” the price set by the contract must always be re- 
lated to the quantity which the contract ties to that figure. There is nothing in the 
Feld-Crawford Act about proportioning prices to quantity ; plaintiff was within its 
undoubted legal rights in fixing a price of $1.60 for quantities of ‘‘one dram or less,” 
and Woolworth violated that law whenever it sold any fraction of a dram of Guer- 
lain’s Shalimar for less than $1.60 (see Lentheric, Inc. v. W. T. Grant Co., 257 App. 
Div., 348, aff'd 282 N. Y., 638; Lentheric, Inc. v. F. W. Woolworth Co., 338 Pa., 
523). 

Finally, defendants urge that the Feld-Crawford Act does not apply to rebottled 
goods bearing a label of the type approved in the Prestonettes case (Prestonettes, 
Inc. v. Coty, 264 U. S. 359; same case sub nom. Coty, Inc. v. Prestonettes, Inc., 
3 F. 2d 984). The gist of their argument is that the words ‘‘Guerlain’s Shalimar” 
are here used to describe the contents of the ampule, not as a trade-mark to identify 
the source of those contents, and that, consequently, the label does not “bear” plain- 
tiff’s “trade-mark, brand, or name,” within the intendment of section 1 of the act 
(now General Business Law, sec. 369-a). The argument thus revolves around a 
nice distinction drawn in the law of trade-mark infringement ; we believe, however, 
that that distinction is not a controlling element in the present situation. 

The statute was manifestly aimed and designed to protect the good will of the 
owner or producer from injury when his trade-mark or name is employed in the re- 
sale of goods originally owned or produced by him. As Mr. Justice Sutherland, 
speaking for the Supreme Court, wrote in the Old Dearborn case (299 U. S. supra, 
at p. 195) : “Section 2 of the act [enacted in Illinois] does not prevent a purchaser 
of the commodity bearing the mark from selling the commodity alone at any price 
he pleases. It interferes only when he sells with the aid of the good will of the 
vendor, and it interferes then only to protect that good will against injury. It pro- 
ceeds upon the theory that the sale of identified goods at less than the price fixed 
by the owner of the mark or brand is an assault upon the good will, and consti- 
tutes what the statute denominates ‘unfair competition.’ ” 

That legislative purpose—to protect the vendor’s good will—frames the issue 
before us: Is the disposition of defendants’ ampules being accomplished with the 
aid of plaintiff's good will? To us, the answer is clear. In employing the words 
“Guerlain’s Shalimar,” in placing them on the label, defendants are using plaintiff's 
good will—as symbolized by those words—to facilitate sales. They are not merely 
describing the contents of the ampule, but are, in practical effect, identifying the 
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product as plaintiff’s, and to that extent they are violating the plain mandate of the 
Feld-Crawford Act. 

It may well be that the reference by defendant Nips on its label to plaintiff's 
mark and name does not constitute an infringement—as held in the Prestonettes case 
(264 U. S. 359)—but that fact does not in and of itself remove defendants from 
the purview of the Fair Trade Act. That statute does not draw any distinction be- 
tween a use of plaintiff’s mark qua trade-mark and a collateral reference to the 
mark in describing the product being sold, and we cannot, consonant with the mani- 
fest legislative purpose, construe the act as embodying any such distinction (cf., e.g., 
Penal Law, Sec. 2354, subdiv. 6). The fact remains that the commodity involved 
bears the trade-mark and name of the producer of the perfume—the sole condition 
necessary to render the statute applicable. Defendants are indisputably sharing in 
plaintiff’s good will in the marketing of their ampules, and, while they may be privi- 
leged to do this under the law of trade-marks, they are not permitted to do so by the 
Fair Trade Act. What constitutes a trade-mark or name use under the fair trade 
statute is not necessarily the same as an infringing use under trade-mark law. 

In conclusion, then—defendants are engaged in the distribution, display and 
sale of a commodity which bears the brand and name of the producer and owner 
and which is being resold for less than the minimum price specified in fair trade 
contracts. Such conduct, constituting, as we have said, a violation of the Feld- 
Crawford Act, is properly restrained by injunctive relief. Such determination is in 
accord with decisions of other states (Lentheric, Inc. v. F. W. Woolworth Co., 338 


Pa., 523, supra; De Voin v. W. T. Grant Co., Super. Ct. Cal., February 11, 1938, 
3 C. C. H. Trade Reg. Serv., par. 25106, not officially reported). 

The judgment should be affirmed, with costs. 

All concur. 


CLOVERLEAF RESTAURANTS, INC. v. CHARLES LENIHAN, et At. 
No. 20328—Ohio Ct. of Appeals, 8th Dist —December 30, 1946 


UNFAIR CoMPETITION—RIGHT TO INJUNCTIVE RELIEF—GENERAL 

Facts and circumstances of each case are all important, in matters of unfair competition; 
equity courts will protect owner of a trade-mark, trade-name, or other indicia adopted to 
give distinctive name to a business or product; competition as to prices, wares and merchan- 
dise may be unlimited but the law does not permit palming off of one man’s goods for those 
of another by imitative devices or designs of any kind, tending to mislead the public. 

Unratr COMPETITION—DEFENSE OF LACHES—GENERAL 

Mere delay in filing suit is no defense, especially where the parties are engaged in nego- 
tiations for settlement without suit. 

Plaintiff held to have exercised reasonable diligence when defendants’ usurpation was 
discovered. Fact that plaintiff, independently and then through counsel, attempted with 
reasonableness and courtesy to induce discontinuance of name and then brought suit when all 
efforts failed, held neither laches nor acquiescence. 

UnrFair COMPETITION—INJUNCTIVE RELIEF—PARTICULAR INSTANCES 

Where plaintiff’s predecessor had priority in use of trade-name in Cleveland area, and 

there was valid transfer to plaintiff and defendants’ use of name in same kind of business and 
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same business region resulted in numerous incidents of confusion, held plaintiff was entitled to 
decree enjoining defendants from using the word “Pickwick” as a trade-name. 


Appeal from Court of Common Pleas, Cuyahoga County. 
Suit by Cloverleaf Restaurants, Inc., against Charles Lenihan, et al., for unfair 
competition. Plaintiff appeals from decree for defendant. Reversed. 


Robb & Robb and Friebolin & Byers, both of Cleveland, Ohio, for appellant. 
B. H. Schulist and Squire, Sanders & Dempsey, both of Cleveland, Ohio, for ap- 
pellees. 


Before SKEEL, Presiding Judge, and Morcan and Hurp, Judges. 


Hurp, J.: 


This is an action for injunction and relief whereby plaintiff, appellant herein, 
seeks to restrain defendants, appellees herein, from using the word “Pickwick” as 
a trade-name in connection with the restaurant and liquor business operated by 
them at 11633 Clifton Boulevard in the city of Cleveland. The parties will here- 
after be designated as plaintiff and defendants as they appeared in the Common 
Pleas Court. 

While the original petition included a prayer for money damages, the single 
issue now presented in this court is whether the plaintiff is entitled to a permanent 
injunction as prayed for. 

The Common Pleas Court found in favor of the defendants and the case is here 
on appeal on questions of law and fact. 

By agreement of the parties the case is tried in this court upon the transcript of 
the testimony in the Common Pleas Court, the exhibits and certain stipulations. 

The record discloses that the name “Pickwick,” so far as it relates to this con- 
troversy, was first used on February 1, 1934, by Clover Coffee Shoppes, Inc., at 
53-55-57-59-61 Superior Arcade, Cleveland, Ohio. The president of Clover Cof- 
fee Shoppes, Inc., is George J. Jacobs who owns 86 percent of its stock. He is also 
the president of the plaintiff corporation and the owner of 97 per cent of its stock. 
He testified that the entire environment in that restaurant (Superior Arcade) was 
created and evolved around the “Pickwick Papers” ; that the murals on the walls all 
had to do with characters from the “Pickwick Papers” and the various activities 
of “Old Man Pickwick” ; that the cost of remodeling was approximately $35,000; 
that a neon sign prominently displayed in front of the restaurant bore the legend 
“The Pickwick Resturant” ; and that the name “Pickwick” appeared in newspaper 
advertising for a period of about two years, on the menu cards used in the restaurant, 
on the napkins, on the uniforms of the waitresses and on all literature passed out to 
customers as a means of advertising the trade-name. 

This restaurant which was operated as a cafeteria served from 800 to 900 persons 
each day for lunch and evening meals. 

Clover Coffee Shoppes, Inc., operated at this location from February 1, 1934, 
to about February 1941, a period of approximately seven years, during which time 
it continued to use the trade-name “Pickwick.” The lease of the Superior Arcade 
premises having expired and negotiations for the renewal of the lease having failed, 
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a new lease was secured a short distance away in downtown Cleveland at 238 Supe- 
rior Avenue, in the name of a new corporation organized by George J. Jacobs under 
the name of Clover Restaurants, Inc., the plaintiff in this case. 

The record shows further that the plaintiff corporation purchased the furniture, 
fixtures, good will and right to the use of the name “Pickwick” from Cloverleaf 
Coffee Shoppes, Inc. . 

The minutes of a special meeting of the board of directors of Cloverleaf Res- 
taurants, Inc., held at the office of the company on January 6, 1941, are in part as 
follows: 


Meeting was called to order by the president who stated that he was seeking the au- 
thority of the board of directors to purchase the furniture, fixtures and equipment of the 
“Pickwick Restaurant” unit of Clover Coffee Shoppes, Inc., together with the right to use 
the name “Pickwick Restaurant” and especially the word “Pickwick.” Whereupon Mr. 
Ammerman moved the adoption of the following resolution: 

“Resolved that the president be and he is hereby authorized to purchase the furniture, 
fixtures and equipment of ‘The Pickwick Restaurant’ unit of Clover Coffee Shoppes Inc., 
together with the right to use the name ‘The Pickwick Restaurant’ and especially the word 
‘Pickwick’ for such price and upon such terms of credit or otherwise as the president shall 
deem for the best interests of the corporation.” 

Said motion was seconded unanimously and carried. 


The premises now occupied by the plaintiff at 238 Superior Avenue were re- 
modeled and the restaurant was opened on April 5, 1941, at a cost of approximately 
$33,000. The evidence shows that the name “Pickwick” was placed in large letter- 
ing above the door of the restaurant while the work of remodeling was in process. 
The evidence shows also that upon completion of the remodeling a number of other 
signs were placed in front of plaintiff’s restaurant, all bearing the name “Pickwick” 
and that the plaintiff continued operations under the name “Pickwick” and has 
continued to do so up to the present time. The same neon sign bearing the words 
“The Pickwick Restaurant” which had appeared in front of the restaurant in the 
Superior Arcade, was removed therefrom and installed in front of the new res- 
taurant on Superior Avenue after some delay due to labor difficulties. 

The record shows that considerable confusion resulted from the use of the same 
trade-name by the respective parties. Witnesses testified that they had patronized 
the defendants believing that they were patronizing the plaintiff. Other evidence 
of confusion is disclosed by the record such as the delivery of liquor to plaintiff’s 
restaurant intended for the defendants. A particular delivery was made at the 
noon hour at a time when a religious convention was in the city, which delivery 
according to plaintiff’s witnesses, caused considerable embarrassment because plain- 
tiff was catering to that clientele which did not desire to patronize a restaurant where 
liquor was sold. 

There is testimony concerning the delivery of “cocktail mix” to plaintiff by mis- 
take, intended for the defendants. There is considerable testimony concerning tele- 
phone calls to plaintiff intended for defendants or employees of defendants ; testi- 
mony concerning credit inquiries and other inquiries by telephone, all of which re- 
quired time and attention in explanations by plaintiff. Testimony of officers and 
employees was introduced concerning patrons coming to plaintiff’s restaurant ask- 
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ing for liquor, saying that it was served at “your west side place, why don’t you 
here?’ A newspaper clipping of November 1, 1944, contains an article in which 
operation and ownership of the Pickwick Restaurant on Superior Avenue is at- 
tributed to the defendants. Following this, an article was printed by way of cor- 
rection at the instance of the plaintiff. Another newspaper article is in evidence 
concerning a settlement made by the defendants with O.P.A. for beer and liquor 
overcharges in the sum of $2,447 under the name of Pickwick Restaurant all of 
which caused embarrassment to plaintiff, according to the testimony of its president 
and others. They testified in substance that after that incident a number of people 
said “Well they are finally catching up with you.” 

The defendants first used the name “Pickwick” on Novenmer 7, 1939, when 
they opened their tavern at 11633 Clifton Blvd., a distance of approximately four 
miles from the location of plaintiff’s restaurant on Superior Avenue. This business 
was first operated in a single storeroom, but some time in 1941 defendants enlarged 
their place of business by leasing an adjoining storeroom. At this time defendants’ 
lessor changed the architectural design of the front of the building occupied by de- 
fendants. The effect was to give defendants’ place of business an appearance 
architecturally similar to the place of business of plaintiff. At the same time the 
lettering on the panel in front of and above defendants’ place of business was 
changed to read as follows: 


LOUNGE THE PICKWICK BAR 


The evidence shows that the defendants sell food and liquor at this location seven 
days a week and that they remain open until 2:30 in the morning. 

When the defendant, Charles Lenihan, was asked how he happened to select 
the name “Pickwick” he answered : 


Well, I am quite familiar with it in the Boston area and the east, there is quite a few 
“Pickwicks” up there. It is quite naturally early American to me; personally I like 
“Pickwick Ale.” Always had it when up east. It is a Boston product. We were look- 
ing for some name that would naturally conform with the early American architecture 
of the design and “Pickwick” more or less stuck to our fancy and we used the name “Pick- 
wick.” 


Commencing in February 1944, the defendants ran a series of advertisements 
in the entertainment and amusement sections of the Cleveland daily newspapers, 
designating their place of business as “The Pickwick” Clifton Boulevard and W. 
117th Street. Some advertisements contained the words “Best of foods and liquors.” 

The testimony of plaintiff’s president is to the effect that he first learned of de- 
fendants’ use of the name “Pickwick” in September 1942; that thereupon he com- 
municated with the defendant, Charles Lenihan, by telephone requesting him to dis- 
continue such use, to which that defendant made an evasive answer; that there- 
after he made other complaints and protests which failed of satisfactory results ; 
that thereafter he employed counsel, in the fall of 1942, who gave formal written 
notice to defendants of the plaintiff's objections; and that when these and other 
efforts of counsel were unsuccessful, plaintiff brought this action. The record in 
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this case is voluminous and there are other facts of minor importance but we con- 
sider the foregoing to be the salient facts of the case. 

The question before the court is whether the plaintiff is entitled to injunctive 
relief in a court of equity. 

It is our view that the record presents certain elements of fact which, considered 
together, constitute a clear case of unfair competition entitling the plaintiff to the 
equitable relief of injunction, there being no adequate remedy law. These elements 
are: 

First: A distinctive trade-name. Commenting on this proposition, the record 
shows that “Pickwick” is a distinctve name. It was not haphazardly selected as a 
trade-name by plantiff but through design of the architect based upon the famous 
amusing and entertaining “Pickwick Papers” by Charles Dickens, which were first 
published in England in 1836, depicting contemporary London life. Undoubtedly 
the name “Pickwick” used in America stems from the original publications of those 
papers. 

Second: Priority of appropriation. In connection with this fact, the record 
shows appropriation and use of the trade-name by plaintiff’s predecessor in 1934, at 
least five years before the use thereof by defendants. We think that plaintiff's 
predecessor acquired a property right by reason of prior appropriation and use and 
that there was a valid transfer of that right from the original corporation to the 
plaintiff corporation. The fact that the same person was president and principal 
stockholder of both seller and purchaser corporations does not weaken but, if it has 
any effect, strengthens the right to the use because of the personalized character of 
the respective corporations. 

Third: A substantial investment by plaintiff and plaintiff's predecessor in title 
with long and continuous use. It is sufficient to note that the record shows a total 
investment in remodeling both restaurants of approximately $68,000. This fact, 
coupled with continuous investments in advertising the trade name and with long 
and continuous user, plus prior appropriation, establishes a substantial good-will 
value. 

Fourth: Usurpation by defendants. The record is clear that five years after 
the appropriation of the trade-name by plaintiff's predecessor in title the defendants 
commenced the use of this name. It is true that there was testimony to the effect 
that they copied the name from the Boston area but we think this hardly gives a 
right to use it in this area, in the face of prior appropriation. 

Fifth: Competition in the same kind of business. There can be no question that 
both parties are engaged in the business of serving food to the public by whatever 
name designated. The entire business of plaintiff is the serving of food and a sub- 
stantial part of the business of the defendants is also serving of food. Plaintiff 
calls its place of business a “restaurant” ; the defendants call their place of business 
a “tavern.” The defendants sell liquor and the plaintiff does not. The hours of 
business are different in the respect that the defendants remain open later at night. 
We think these differences are not material in respect of the principal issue involved 
herein. 

Sixth: Competition in the same business area. The record shows that the parties 
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are engaged in business in the same business region in a populous metropolitan area 
within four miles of each other. 

Seventh: Resultant confusion in public mind. The record shows numerous in- 
cidents of confusion in the mind of the public resulting from the dual use of this 
name. The newspaper items alone are sufficient to establish this fact, in addition to 
the many individual other instances of mistaken identity. 

The case and text authorities hold generally that in cases of unfair competition, 
the facts and circumstances of each case are all important. It is difficult to find any 
two cases precisely alike factually, but the principles of law are well established in 
the numerous reported cases on the subject of trade-marks, trade-names, unfair com- 
petition and the many text authorities treating these questions. It may be generally 
stated that protection will be granted by courts of equity to the owner of a trade- 
mark, a trade-name, or other indica adopted for the purpose of giving a distinctive 
name quality to a business or business product. Such insignia tend to build up busi- 
ness good will which is a most valuable asset in any business enterprise. While com- 
petition may be unlimited in respect to prices, wares and merchandise, the law does 
not permit the palming off by one person of his goods as the goods and wares of 
another person by imitative devices, or designs of any kind which have a tendency to 
deceive and mislead the public. These and similar doctrines have their foundation 
in principles of natural law, justice, business morality and integrity, without which 
our business and social fabric can have no stable and enduring quality. 

These conclusions on the law and the evidence are in accord with the great weight 
of authority in Ohio and the United States. The law in Ohio and elsewhere has 
been so well settled that little can be gained by an extended discussion of the prin- 
ciples set forth in the cases and text authorities. But for support of these conclu- 
sions, see 39 Ohio Jurisprudence, 393 et seq., Section 51 et seq., under heading “Un- 
fair Competition” and cases therein cited ; Cleveland Opera Co. v. Cleveland Civic 
Opera Assn., 22 Ohio App. 400; Marshall Drug Co. v. Uberstine-Fraiberg Drug 
Co. (Common Pleas Court, Cuyahoga County, 1931), 28 N. P. (N. S.) 412; Hugo 
Stein Cloak Co. v. S. B. Stein & Son, Inc., 58 Ohio App. 377 ; 52 American Juris- 
prudence, 562 et seq., Section 86 et seq.; Rogers on Good Will, Trade-Marks & 
Unfair Trading, 127, 128, 229 to 234; Nims on Unfair Competition & Trade-Marks 
(3 Ed.), 902, 903, 904; Hopkins on Trade-Marks, Trade-Names & Unfair Com- 
petition, 28; American Tobacco Co. v. Polacsek (C. C., So. Dist. N. Y. 1909), 170 
F. 117; Geo. E. Keith Co. v. Greenberg (N. J. Chancery Ct.), 134 N. J. Eq., 182, 
34 A. 2d 639, 60 U.S. P. Q. 149, 150; Louisville Taxicab & Transfer Co. v. Yellow 
Cab Transit Co. (Dist. Ct. W. D. Ky., Louisville Div., 1943), 60 U. S. P. Q. 480; 
Standard Oil Co. of New Me.xico v. Standard Oil Co. of California (C. C. A. 10, 
1932), 56 F. 2d 973: C. H. Mumm Champagne v. Eastern Wine Corp. (C. C. A. 
2, 1944), 61 U.S. P. Q. 337; Baltimore Bedding Corp. v. Moses (Maryland Court 
of App.), 59 U. S. P. Q. 405. 

Counsel for defendants apparently do not challenge the principles of law enun- 
ciated by these authorities but argue their inapplicability to the facts of the instant 
case. As previously indicated the evidence as shown by the record appears to us to 
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be so overwhelmingly in favor of plaintiff’s contention as to require no further dis- 
cussion upon this point. 

The second defense relied upon appears to be that of laches. In support of this 
argument, defendants cite and quote from the case of Witt v. McLaren Products 
Co., 25 N. P. (N. S.) 155. An examination of the facts in that case discloses that 
the parties were engaged in the manufacture of goods of the same class in states 
widely separated, who acted independently of each other and in good faith used the 
same trade-mark in building up a trade in the respective territories. The court 
stated in substance that long delay in commencing suit for infringement of the trade- 
mark in such a situation, with knowledge of such infringement and great expenditure 
constituted laches. We find no analogy between the facts of that case and those of 
the instant case. 

From the record in this case it appears that reasonable diligence was exercised as 
soon as the usurpation was discovered by the plaintiff. This was after the de- 
fendants had enlarged their business and the architectural design of the business 
had been changed and the name “Pickwick” prominently displayed. From the rec- 
ord it appears that the president of plaintiff corporation, acting at first independently 
and then through counsel, exhibited a certain degree of reasonableness and courtesy 
in order to induce defendants to cease the use of the name without suit. It appears 
that when all reasonable efforts failed that suit was brought. This is not laches. 

Mere delay in filing suit is not a defense, especially where the parties are en- 
gaged in discussions looking to a settlement without suit. The record shows no 
acquiescence by plaintiff which would defeat its rights. For authority on this point 
see the cases of : Menendez v. Holt, 128 U. S. 514; Ansehl v. Williams (C. C. A. 8, 
1940), 267 F. 9, 14; Matzger v. Vinikow (C. C. A. 9, 1927), 17 F. 2d 581, 583, 
cited in plaintiff’s brief. See also, Nims on Unfair Competition & Trade-Marks, 
1017 et seq., Section 409; 39 Ohio Jurisprudence, 425 et seq., Sections 90, 91, 92; 
52 American Jurisprudence, 633 et seq., Sections 156, 157. 

Holding these views it follows that a decree for injunction should be allowed as 
prayed for. 

Decree for plaintiff enjoining the defendants from the use of the word “‘Pick- 
wick” as a trade-name. 





PEPPERELL MANUFACTURING COMPANY v. PEERLESS FABRICS 
CO. (PEERLESS MILLS CO. OF NEW YORK, AssIGNneE, suBsTITUTED) 


Commissioner of Patents—July 30, 1947 


TRADE-MARKS—CONFUSING SIMILARITY—-PARTICULAR INSTANCES. 

“Peer-Mill,” the word “Mill” being disclaimed, held confusingly similar to “Pepperell 
Mill,” registered under the ten-year clause of 1905 Act, for some similar and some identical 
goods. 

TRADE-MARKS—CONFUSING SIMILARITY—EFFECT OF DISCLAIMER. 

Applicant’s disclaimer of “Mill,” in “Peer-Mill,” held not to avoid confusing similarity 

to opposer’s registered mark, “Pepperell Mill.” 
TRADE-MARKS—EFFECT OF REGISTRATION—GENERAL. 
Opposer is presumed to own its mark as registered under 1905 Act. 














37 T.-M. Rep. FAIRCHILD CORP. v. OUTBOARD CO. 691 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Pepperell Manufacturing Company against Peerless 
Fabrics Co. (Peerless Mills Co. of New York, assignee, substituted). Applicant 
appeals from decision sustaining opposition. Affirmed. 


Albert H. Kirchner, Washington, D. C., for Pepperell Manufacturing Company. 
Howard A. Rosenberg and Solomon, Schein, Hausman & Rosenbaum, both of New 
York, N. Y., for Peerless Mills Co. of New York. 


Frazer, F. A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the opposition of Pepperell Manufacturing Company to the application of Peerless 
Fabrics Co. for registration of a trade-mark, claimed to have been used since Febru- 
ary 1, 1943, for “textile fabrics in the piece, of wool, worsted, cotton, rayon, and 
combinations thereof.” 

Applicant’s mark is the notation “Peer-Mill,” the word “Mill” being disclaimed 
“except in the relation and association shown on the drawing.” One of the numer- 
ous trade-marks pleaded by opposer is “Pepperell Mills,” registered April 14, 1908, 
under the ten-year proviso of the Act of February 20, 1905, for “bleached and un- 
bleached cotton piece goods.” This registration has been renewed, and is still in 
effect. 

The Examiner of Interferences considered others of opposer’s registered trade- 
marks to be pertinent, including the word “Pepperell” alone for textile fabrics. I 
doubt that this mark is likely to be confused with applicant’s mark. But I find it 
unnecessary to pass on the question, because I am convinced that confusion might 
readily occur between “Peer-Mill” and “Pepperell Mills,” particularly in view of 
the fact that the merchandise to which the two are respectively appropriated is in 
part identical. Applicant’s mark may well be termed a “telescoped version” of 
opposer’s mark. Thymo Borine Laboratory v. Winthrop Chemical Co., 33 C. C. 
P. A. 1104, 155 2d 402 [36 T.-M. Rep. 204]. Nor would applicant’s disclaimer 
of the word “Mill” serve to avoid confusion. There is no disclaimer in opposer's 
registration, and opposer is presumed to own its mark as registered. 

For the reasons indicated, the decision of the Examiner of Interferences is 
affirmed. 


FAIRCHILD ENGINE AND AIRPLANE CORPORATION v. OUTBOARD, 
MARINE & MANUFACTURING COMPANY 


Commissioner of Patents—July 31, 1947 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES. 

Outboard motors held goods of the same descriptive properties as internal-combustion 
engines for airplanes. 

TRADE-M ARKS—REGISTRABILITY—GENERAL. 

Since the marks of the parties are identical and the goods belong to the same class of 
merchandise, having broadly the same descriptive properties, held it would be immaterial 
under the 1905 Act, even if it were established, that confusion in the use of the marks on 
such goods would be unlikely. 
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Appeal from Examiner of Interferences. 

Trade-mark opposition by Fairchild Engine and Airplane Corporation against 
Outboard, Marine & Manufacturing Company. Applicant appeals from decision 
sustaining opposition. Affirmed. 


Campbell, Brumbagh & Free, New York, N. Y., for Fairchild Engine and Airplane 
Corporation. 

Leverett C. Wheeler, S. L. Wheeler, and Warren G. Wheeler, all of Milwaukee, 
Wis., for Outboard, Marine & Manufacturing Company. 


Frazer, F. A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the opposition of Fairchild Engines and Airplane Corporation to the application 
of Outboard, Marine & Manufacturing Company, for registration of the word 
“Ranger” as a trade-mark for outboard motors. 

Opposer pleaded and proved prior use of the same mark for internal-combus- 
tion engines for airplanes, which the examiner held to be of the same descriptive 
properties as applicant’s goods. The correctness of this ruling is the only question 
to be determined on appeal ; for “if the statute does anything, it bars the registra- 
tion of identical marks for goods definitely of the same class.” Philadelphia Inquirer 
Co. v. Coe, 77 App. D. C. 39 133 F. 2d 385 [33 T.-M. Rep. 56]. 

By dictionary definition an outboard motor is “a small internal-combustion 
engine with propeller integrally attached, temporarily secured to the stern of a small 
boat.” See Webster’s New International Dictionary. Accordingly, the examiner 
correctly found that “the products of both parties consist or or predominantly com- 
prise internal-combustion engines for use in propelling vehicles.” Applicant points 
out, and the examiner concedes, that “the goods of the parties are non-competitive, 
are sold to different classes of customers through different trade outlets, and no 
evidence has been presented to show any instance in which a single manufacturer 
has produced both kinds of merchandise.’”’ But I cannot escape the conviction that 
one familiar with opposer’s “Ranger” airplane engines would naturally assume that 
applicant’s “Ranger” outboard motors were manufactured by the same concern. 

In any event, the two articles are both motors, being thus “capable of a general 
definition” they belong to the same class of merchandise, and are broadly of the 
same descriptive properties. Cheek-Neal Coffee Co. v. Hal Dick Manufacturing 
Co., 17 C. C. P. A. 1103, 40 F. 2d 106 [20 T.-M. Rep. 274]. And since the marks 
of the parties are identical, it is immaterial, even were it established, that confusion 
in their use would be unlikely. Philadelphia Inquirer Co. v. Coe, supra; In re 
Laskin Brothers. Inc., 32 C. C. P. A. 820, 146 F. 2d 308 [35 T.-M. Rep. 50]. 

The decision is affirmed. 





37 T.-M. REp. MINNESOTA CO. v. MOTLOID CO. 693 


MINNESOTA MINING & MANUFACTURING COMPANY v. THE 
MOTLOID COMPANY 


Commissioner of Patents—August 1, 1947 


TRADE-MarKS—Goops OF SAME DESCRIPTIVE PROPERTIES—GENERAL 
Patent Office classification does not control in determining whether goods are of same 


descriptive properties; and it is common knowledge that dentists use numerous commodities 
that are completely unrelated. 


TRADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 


Denture acrylic material, held goods of different descriptive properties from surgical tape. 
TRADE-M ARKS—REGISTRABILITY—GENERAL 


Fact that applicant’s mark is used on only one of several types or grades of applicant's 
goods does not affect its registrability, where mark serves to indicate origin. 
Appeal from Examiner of Interferences. 
Trade-mark opposition by Minnesota Mining & Manufacturing Company against 
The Motloid Company. Opposer appeals from decision dismissing opposition. 
Affirmed. 


Carpenter, Abbott, Coulter & Kinney, St. Paul, Minn., for Minnesota Mining & 
Manufacturing Company. 
Clarence E. Threedy, Chicago, Ill., for The Motloid Company. 


Frazer, F. A. C.: 


The Examiner of Interferences dismissed the opposition of Minnesota Mining 
& Manufacturing Company to the application of The Motloid Company for regis- 
tration of a trade-mark, and from his decision opposer appeals. 

Applicant’s mark is sufficiently described by the examiner as “consisting of the 
letters ‘M M’ in diagonal relationship in a circle.” It is appropriated to “denture 
acrylic material.” It has been in use since May 1, 1943. 

Opposer pleaded its ownership of eight registrations, and in addition intro- 
duced four others as exhibits ; but on appeal it stresses only one. The mark of this 
registration is the notation “3-M,” and the goods are described as “surgical tape.” 
It was issued October 17, 1944, on an application filed May 5, 1944; but the evi- 
dence establishes use of the mark in connection with the goods named since about 
April, 1930. 

There is no proof that surgical tape is used by dentists, but applicant admits that 
it might be. And obviously dentists are the ultimate consumers of applicant’s 
product. Because the goods of the parties are thus “used by the same people,” 
because they are both “in the same trade-mark class,” and because “opposer makes 
and sells acrylate emulsions,” it is argued that applicant’s denture acrylate and op- 
poser’s surgical tape are merchandise of the same descriptive properties. 

But there is no evidence that opposer’s acrylate emulsions have been sold to the 
dental trade, or that they are suitable for use by dentists; nor does it appear that 
they bear the “3-M” trade-mark. Just what use dentists make of surgical tape is 
also not disclosed. It is a matter of common knowledge, however, that dentists 
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employ numerous commodities that are completely unrelated. Certainly in appear- 
ance, composition and structure, that is true of applicant’s product and surgical tape. 
And Patent Office classification is not “of controlling importance in the ascertain- 
ment of whether two articles are of the same descriptive properties.” Harlan- 
Wallins Coal Corp. v. Transcontinental Oil Co., 20 C. C. P. A. 944, 64 F. 2d 122. 

In the absence of proof to the contrary, I am constrained to agree with the ex- 
aminer that “the goods are so different in their essential characteristics and uses that 
such persons would not be likely to ascribe a common source of origin thereto,” and 
that ‘‘on the record here presented such goods” may not properly “be held to be of 
the same descriptive properties.” 

At the hearing on appeal counsel for opposer argued that applicant is not en- 
titled to the proposed registration in any event, for the reason that its mark has been 
used only as a grade mark. This argument was based on the following testimony 
of applicant’s witness Pickands: 


The reason for incorporating the trade-name “MM” was due to a condition that had 
arisen within the dental trade that was purely a price condition, and our main purpose was 
to have a medium priced and medium quality denture base material to fit in with our other 
denture base materials. Our “Moldent” grade material is a high quality and higher priced, 
and our “Miracryl” denture base material is of the lower priced group, and in order to 
have a medium price and quality class we adopted the name “MM,” retaining some of the 
qualities of “Moldent” at a lower price, but, of course, higher priced than our “Miracryl” 
grade. 


It clearly appears, however, that the mark serves to indicate origin of applicant’s 


goods ; and the fact that it is used on only one of several types or grades does not 
affect its registrability as a trade-mark. See Ex part Pfister Hybrid Corn Co., 547 
O. G. 614, 56 U. S. P. Q. 275, and authorities there cited. 

Opposer has made wide use of its “3-M” trade-mark, and variations thereof ; and 
the registration of a mark such as applicant’s, for use in the same industrial field, 
would doubtless impinge upon opposer’s rights. Minnesota Mining & Manufactur- 
ing Co. v. McDonnell, 580 O.G. 516, 67 U. S. P. Q. 173. But as pointed out by the 
Court of Customs and Patent Appeals in General Mills, Inc. v. Freed, 24 C. C. P. A. 
1171, 89 F. 2d 664: 


It is clear from the provisions of section 5 of the Trade-Mark Act of February 20, 
1905, that if the marks closely resemble one another, or even if they are identical, confusion 
in trade will not be likely to result in a statutory sense, unless the goods of the parties 
possess the same descriptive properties. 


The decision of the Examiner of Interferences is affirmed. 





37 T.-M. REp. EX PARTE ROGER & GALLET 


EX PARTE ROGER & GALLET 


Commissioner of Patents—August 5, 1947 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 


“Lip Ade,” held merely descriptive of “pastes and powders for beautifying and preserving 
the lips and skin, and lipsticks.” 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—GENERAL 
The same rules apply in ex parte and contested proceedings; “Ade,” held a mere mis- 
spelling of “Aid”; and the mark carries the same connotation as “Lip Aid” because they are 
pronounced the same. 


Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark. Applicant appeals from refusal of 
registration. Affirmed. 


Maurice Leon, New York, N. Y., for applicant. 
FRAZER, F. A. C.: 


Applicant appeals from the refusal of the Examiner of Trade-Marks to register 
the notation “Lip Ade,” under the provisions of the Act of February 20, 1905, as a 
trade-mark for “pastes and powders for beautifying and preserving the lips and 
skin, and lipsticks.” 

I am constrained to agree with the examiner that “the mark carries the same 
connotation as would ‘Lip Aid’ and that the mere misspelling of the word ‘aid’ does 
not serve to avoid the statutory prohibition against registration of merely descriptive 
words or devices.” Applicant insists that no such meaning is intended, and that its 
mark is a contraction of “Lip Pomade,” which it claims to have used on its goods 
for some eighty years. However, the words “aid” and “ade,” like “maid” and 
“made,” have “precisely the same pronunciation.” In re Dutch Maid Ice Cream Co., 
25 C. C. P. A. 1009, 95 F. 2d 262. And “Lip Aid” would-obviously be purely de- 
scriptive of applicant’s product. Nor is applicant correct in its assumption that “the 
doctrine of idem sonans . . . . only applies to cases of conflicting marks.” For 
“the same rules are applied in reaching a decision whether the proceedings are ex 
parte or contested.” Jn re Laskins Brothers, Inc., 32 C. C. P. A. 820, 146 F. 2d 308. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE BANNER NUT COMPANY 


Commissioner of Patents—August 6, 1947 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Representation of a banner or pennant, bearing the words “Banner Nut Company,” the 
words “Nut Company” being disclaimed, held confusingly similar to pennant or banner, bear- 
ing the word “Pennant” and confusingly similar to the word “Banner” alone. 
TRADE-MARKS—GooDs OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 


Salted peanuts and peanut butter sandwiches, held goods of the same descriptive properties 
as prepared coconut. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark of Banner Nut Company. Applicant 
appeals from refusal of registration. Affirmed. 


Frank S. Appleman, Washington, D. C., for applicant. 
Frazer, F. A. C.: 


In view of two prior registrations of trade-marks that were held to be confus- 
ingly similar to applicant’s mark, this application to register was refused by the 
Examiner of Trade-Marks ; and from his decision applicant appeals. 

Applicant’s mark is the representation of a banner or pennant bearing the words 
“Banner Nut Company,” the words ‘““Nut Company” being disclaimed. It is appro- 


priated to “salted peanuts and peanut butter sandwiches.” 

One of the registered marks cited by the examiner is the representation of a very 
similar pennant or banner, bearing the word “Pennant.” The goods named in the 
registration are “blanched salted peanuts.” A pennant and a banner are both flags, 
so that the pictorial feature of each mark is substantially equivalent to the word of 
the other. The words having the same meaning, and the goods being inexpensive 
and in part identical, it seems reasonably likely that confusion might result from the 
concurrent use of the registered “Pennant” mark and applicant’s “Banner” mark. 
Expello Corporation v. General Brands Corp., 533 O. G. 772, 58 U. S. P. Q. 424. 

The other registration is of the word “Banner” alone for “prepared coconut.” 
Applicant’s mark is dominated by this word, and these goods and its own have the 
same descriptive properties. W.B. Roddenbery Co. v. Kalich (C. C. P. A.), 158 
F. 2d 289, 72 U. S. P. Q. 138. That the two marks are thus confusable seems ob- 
vious. 

The decision is affirmed. 





37 T.-M. Rep. EX PARTE CHERRY-BURRELL CORP. 


EX PARTE CHERRY-BURRELL CORPORATION 
Commissioner of Patents—August 6, 1947 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Apparatus for chilling and concurrently agitating and processing ice cream, sherbets, ices 
and other dairy products sold to the dairy products manufacturing industry for the manu- 
facture of food products,. held goods of the same descriptive properties as ice-making and 
refrigerating machines. 
TRADE- MARKS—REGISTRABILITY—GENERAL 
Under the 1905 Act, factors that would render confusion unlikely become immaterial 
where the marks are identical and the goods have the same descriptive properties; for regard- 
less of confusion, identical trade-marks may not be registered for goods of the same descrip- 
tive properties. 
TRADE-MARKS—WoOrps INCAPABLE OF EXCLUSIVE APPROPRIATION—SURNAMES 
“Vogt,” printed in ordinary capitals, with initial “V” larger than other letters, held a sur- 
name with no other meaning and not distinctively displayed. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark of Cherry-Burrell Corporation. Ap- 
plicant appeals from refusal of registration. Affirmed. 


Norman E. H. Deletzke, Chicago, IIl., for applicant. 
Frazer, F. A. C.: 


This is an appeal from the refusal of the Examiner of Trade-Marks to register 
the word “Vogt,” under the provisions of the Act of February 20, 1905, as a trade- 
mark for “apparatus for chilling and concurrently agitating and processing ice 
cream, sherbets, ices and other dairy products sold to the dairy products manu- 
facturing industry for the manufacture of food products.” The mark is claimed to 
have been used since September, 1928. 

The application stands rejected on two grounds. The first is that applicant’s 
mark “consists merely in the name of an individual . . . . not written, printed, im- 
pressed, or woven in some particular or distinctive manner,” and is thus forbidden 
registration by the express terms of the Act. The second is that it conflicts with a 
renewed registration of the same word, issued March 28, 1922, under the ten-year 
proviso of the Act, for “‘icemaking and refrigerating machines.” 

One definition of the word “refrigerate” found in Webster’s New International 
Dictionary is “to cause to become cool; to make or keep cold or cool; specif., to 
freeze or chill (food) for preservation.” Broadly speaking, applicant’s apparatus is 
therefore clearly a refrigerating machine, and is included in the description of goods 
named in the registration. That being true, and the two marks being identical, the 
various factors pointed out by applicant that would seem to render confusion un- 
likely become immaterial; for regardless of confusion, identical trade-marks may 
not be registered for merchandise of the same descriptive properties. Philadelphia 
Inquirer Co. v. Coe, 77 App. D. C. 39, 133 F. 2d 385; In re Laskin Brothers, Inc., 
32 C. C. P. A. 820, 146 F. 2d 308. 

“Vogt” is a surname, and has no other meaning. In applicant’s mark it is printed 
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in ordinary capitals, its only distinctiveness being that the initial “V” is larger than 
the other letters. That this slight variation from the conventional does not result in 
registrability seems too obvious to merit discussion. Cf. Haskelite Manufacturing 
Corporation v. Plymold Corporation (C. C. P. A.), 74 U. S. P. Q. 181. 

The decision of the Examiner of Trade-Marks is affirmed. 


MUTUAL CITRUS PRODUCTS CO. INC. v. PACIFIC CITRUS 
PRODUCTS CO. 


Commissioner of Patents—August 8, 1947 





TRADE-MARKS—Goops OF SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Preparation from fresh citrus fruits for use as a substitute for lemon juice for flavoring 
beverages, held goods of the same descriptive properties as lime juice for food purposes, pectin 
for making jams and jellies, and fresh citrus fruits, and concentrates, syrups, flavors and 
emulsions for beverage purposes. 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Quickway” held descriptive of flavoring preparations and not sufficiently distinctive to 
indicate origin in any particular manufacturer. 
TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Mark consisting of descriptive word “Quickway” and the letters “PCP, held confusingly 
similar to “M.C.P.,” used on similar goods. 






Appeal from Examiner of Interferences. 
Cancellation proceeding by Mutual Citrus Products Co., Inc., against Pacific 


Citrus Products Co. Registrant appeals from decision sustaining petition to cancel. 
Affirmed. 


Jackson, Webster & Read and William G. MacKay, both of San Francisco, Calif., 
and Chas. R. Allen, Washington, D. C., for Mutual Citrus Products Co., Inc. 
Kimmel & Crowell, Washington, D. C., for Pacific Citrus Products Co. 


Frazer, F. A. C.: 





The Examiner of Interferences sustained the petition of Mutual Citrus Products 
Co., Inc., to cancel trade-mark registration No. 413,652, issued May 1, 1945, under 
the provisions of the Act of March 19, 1920, to Pacific Citrus Products Co. The 
case is before me on appeal from his decision. 

The registration sought to be canceled is for “preparation from fresh citrus 
fruits for use as a substitute for lemon juice for flavoring beverages.” The mark 
consists in the word “Quickway” and the letters “PCP.” Its earliest established 
use is December 1, 1944. 

Petitioner is the owner of the trade-mark “M.C.P.,” registered October 27, 1936, 
for “lime juice for food purposes, pectin for making jams and jellies, and fresh 
citrus fruits.” It also owns a composite mark for “concentrates, syrups, flavors, and 
emulsions for beverage purposes,” which is dominated by the letters “M.C.P.,” and 
was registered January 12, 1937. 

That petitioner’s goods and those set forth in respondent’s registration are of 
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the same descriptive properties is obvious. But chiefly because its mark includes 
the descriptive word “Quickway,” respondent insists that there is no reasonable 
likelihood that petitioner’s marks and its own will be confused. 

In the case of Crystal Corporation v. Manhattan Chemical Manufacturing Co., 
22 C. C. P. A. 1027, 75 F. 2d 506, it was held by the Court of Customs and Patent 
Appeals that the trade-mark “T.Z.L.B.” is confusingly similar to the trade-mark 
“Crystal Z.B.T.” There, as here, the only resemblance between the marks was 
that the groups of letters were similar. “Crystal” was a part of the opposer’s mark, 
just as “Quickway” is a part of respondent’s mark. But neither word is sufficiently 
distinctive per se to indicate origin in any particular manufacturer. A “Quickway” 
flavoring preparation could as well be an “M.C.P.” product as a “PCP” product. 
And that “PCP” is confusable with ““M.C.P.” seems clear from the cited case. 
The decision of the Examiner of Interferences is affirmed. 


5, weal 


eesey eee 


NEHI CORPORATION vy. PACIFIC CITRUS PRODUCTS CO. 
Commissioner of Patents—August 8, 1947 





TRADE- MARKS—CONFUSING SIMILARITY—GENERAL 
Doubts as to confusing similarity resolved against later comer. 

TRADE- MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“PCP” held confusingly similar to “PTP,” used on substantially identical goods. 


Appeal from Examiner of Interferences. 
Trade-Mark opposition by Nehi Corporation against Pacific Citrus Products Co. 
Applicant appeals from decision sustaining opposition. Affirmed. 


C. L. Parker, Washington, D. C., for Nehi Corporation. 
Kimmel & Crowell, Washington, D. C., for Pacific Citrus Products Co. 


Frazer, F. A. C.: 


















Pacific Citrus Products Co. appeals from the decision of the Examiner of In- 
terferences sustaining the opposition of Nehi Corporation to the registration of a 
trade-mark for “preparations for making fruit flavored beverages, true and imita- 
tion flavors for beverage purposes, and fountain syrup concentrates.” 

Applicant’s mark consists in the letters “PCP,” printed diagonally on a circular 
background. Opposer owns a registration of the letters “PTP,” in vertically stag- 
gered arrangement, for “non-alcoholic, maltless beverages sold as soft drinks, and 
syrups and extracts for making the same.” This registration was issued more than 
six years prior to applicant’s established date of first use. Since the goods of the 
parties are identical in kind, the only question to be determined is whether or not 
their trade-marks bear such close resemblance as to be likely to cause confusion. 

Because applicant’s mark comprises the initial letters of its corporate name, and 
opposer’s mark is derived from the notation “Par-T-Pak,” which is another of op- 

’ poser’s registered trade-marks, applicant argues that the two marks differ in signifi- 

cance. But it is at least doubtful that most purchasers would have any knowledge 
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of the origin of either mark, or that they would pay any particular attention to the 
slight differences in appearance and sound, which are also pointed out by applicant. 

Considering the character and substantial identity of the goods with which they 
are used, it is my opinion that the letters “PTP” and “PCP,” regardless of the 
manner in which they might be displayed, present combinations that are confusingly 
similar. See R. C. Williams & Co. v. Wyandotte Chemicals Corporation, 587 O. G. 
518, 69 U.S. P. Q. 410. 


The decision is affirmed. 


ELIZABETH ARDEN SALES CORPORATION v. THE PHILLIPS & 
BENJAMIN COMPANY 


Commissioner of Patents—August 12, 1947 





TRADE-MAarKS—Goops OF SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Deodorant in powder form, held goods of the same descriptive properties as talcum 
powder. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Sno-Mist” held confusingly similar to “Snowdrift.” 
CANCELLATION—BEsT EvIpDENCE RULE—W4AIVER OF OBJECTIONS 
Failure of respondent to object to introduction of, or to move to strike, testimony as to 
contents of written and recorded assignments, held waiver of benefit of best evidence rule. 
CANCELLATION—PROOF OF USE—EFFECT OF REGISTRATION 
Proof of actual use of petitioner’s mark was unnecessary, since the mark was registered 
under the 1905 Act and petitioner has title to the registration. 


Appeal from Examiner of Interferences. 

Cancellation proceeding by Elizabeth Arden Sales Corporation against The 
Phillips & Benjamin Company. Registrant appeals from decision granting petition 
to cancel. Affirmed. 


Howard A. Rosenberg, New York, N. Y., for Elizabeth Arden Sales Corporation. 
Samuel Herrick, Washington, D. C., for The Phillips & Benjamin Company. 


Frazer, F. A. C.: 






















This is an appeal from the decision of the Examiner of Interferences sustaining 
the petition of Elizaheth Arden Sales Corporation to cancel trade-mark registration 
No. 384,789, issued February 4, 1941, under the provisions of the Act of February 
20, 1905, to The Phillips & Benjamin Company. 

The mark of the registration sought to be canceled is the notation “Sno-Mist.” 
It is appropriated to a deodorant, which appears from the evidence to be sold in 
powder form. It has been in use since July, 1940. Petitioner relies upon its owner- 
ship of the trade-mark “Snowdrift,” registered May 20, 1919, for talcum powder. 

That the goods of the parties have the same descriptive properties, there can be 
no doubt. McKesson & Robbins, Inc. v. First Texas Chemical Manufacturing Co. 
(C. C. P. A.), 159 F. 2d 770, 72 U.S. P. Q. 494. And I think it is equally clear 
that the two trade-marks are confusingly similar. Florida Fruit Canners, Inc. v. 
Atlantic Seafood Packers, 586 O. G. 514, 69 U. S. P. Q. 177. But respondent in- 


37 T.-M. REp. EX PARTE LEON GODCHAUX 701 


sists that petitioner has failed to establish its alleged ownership of the “Snowdrift” 
registration. 

This registration was originally issued to one Florence N. Lewis. Petitioner’s 
witness O’Leary testified that it was duly assigned and later renewed to Elizabeth 
Arden, Inc., and was then assigned by the latter concern to petitioner. Copies of 
the original certificate and the certificate of renewal are in evidence ; and the witness 
stated that both assignments had been recorded in the Patent Office, citing liber 
and page. She also testified that each assignment included “the good will of the 
business.” 

I agree with respondent that this proof violates the best evidence rule. But it 
was introduced without objection, and no attempt was made to have it stricken. 
Moreover, it stands uncontradicted in the record. Under such circumstances, I 
think respondent must be held to have waived the benefit of the rule it seeks to in- 
voke. As stated in Corpus Juris (23 C. J. 39): 


Parties have a right to try their case on evidence which is not of the quality or char- 
acter required by law, and where such evidence is admitted without objection it is the right 
and duty of the court or jury to give it the same consideration as if it were legal evidence. 
Thus where secondary evidence of the contents of a writing is admitted without objection, 
it may be considered. 


Petitioner’s evidence of actual use of its mark is quite vague and indefinite ; and 
the testimony of respondent’s witness Loughlin indicates that in New York City, at 
least, such use has been slight. But since the mark is registered, and petitioner has 


title to the registration, proof of use was unnecessary. Lactona, Inc. v. Lever 
Brothers Co., 32 C. C. P. A. 704, 144 F. 2d 891. 


The decision of the Examiner of Interferences is affirmed. 


EX PARTE THE LEON GODCHAUX CLOTHING COMPANY, LTD. 
Commissioner of Patents—August 12, 1947 


TRADE-MarKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
Composite mark, dominated by “Naked Nylons,” the word “Nylons” being disclaimed, 
held descriptive of nylon hosiery. 
Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by The Leon Godchaux Clothing 
Company, Ltd. Applicant appeals from refusal of registration. Affirmed. 


Mason, Porter & Diller, Washington, D. C., for applicant. 
Frazer, F. A. C.: 


On the ground that it is descriptive of the goods, the Examiner of Trade-Marks 
refused to register a mark under the provisions of the Act of February 20, 1905, 
for nylon hosiery. Applicant appeals. 

Applicant’s mark is correctly described by the examiner, in his statement on 
appeal, as “consisting of the words ‘Naked Nylons,’ the initial letter ‘N’ of each 
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word formed by representations of a woman’s legs so displayed as to simulate an 
‘N,’ together with a third pictorial leg display of the same type centered there- 
beneath.” 

Applicant has disclaimed the word “Nylons,” but insists that the word “Naked” 


is no more than suggestive of the character of its merchandise. To quote from the 
brief on appeal : 


The applicant’s mark herein is not descriptive of the qualities, ingredients and/or char- 
acteristics of hosiery. No matter how few threads are used in hosiery, the skin is not naked 
and neither is the hosiery. It may be true that the applicant’s product is so thin or so con- 
structed as to have the effect of nakedness, but such result or effect is merely suggestive 
and not believed descriptive. 






But I am constrained to agree with the examiner that “since sheer, seamless, 
nylon stockings have the capacity of being practically invisible on the legs of wearers, 
the notation ‘Naked Nylons’ aptly describes the naked effect resulting when said type 
of nylon hosiery is worn.”” That being true, the mark is predominantly descriptive 
and is nonregistrable under the Act of 1905. In re W. A. Sheaffer Pen Co. (C. C. 
P. A.), 158 F. 2d 390, 72 U.S. P. Q. 129. 

The decision is affirmed. © 


EX PARTE CASTALLOY COMPANY, INC. 
Commissioner of Patents—August 13, 1947 





TRADE-M ARKS—REGISTRABILITY—DISTINCTIVE DISPLAY 
Display held distinctive, but distinctiveness of display adds nothing to registrability of 
descriptive terms. 
TRADE- MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
Composite mark, dominated by “Cast Alloy,” held descriptive of portable or stationary 
containers embodying refrigerating means. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark of Castalloy Company, Inc. Appli- 
cant appeals from refusal of registration. Affirmed. 


James R. Hodder, Boston, Mass., for applicant. 
Frazer, F. A. C.: 


Applicant appeals from the refusal of the Examiner of Trade-Marks to register 
a mark under the Act of February 20, 1905, on the ground that it is descriptive of 
the goods to which appropriated. 

The mark sought to be registered is for “portable or stationary containers em- 
bodying refrigerating means.” It is described in the examiner’s statement on ap- 
peal as “consisting of the words ‘Cast Alloy’ (written with a large initial letter ‘C’ 
partially encircling the two words and the letter ‘A’ increased in size to serve in 
both words) positioned between the words ‘Keep’ and ‘Rite,’ all inclosed in a con- 
ventional diamond-shaped border, the words ‘Keep Rite’ being disclaimed.” To 





Bete s Seen 






































Pn Tea 


1 Nei 2 OMB RE 2 


ee 


vy Neti Beat Be 


Pee De PELL DAI ERE 


ote. 


ld ELS Ash int Bee 





2 ab Se 9? RRA 























aE seh Peg. wl my 

















37 T.-M. Rep. EX PARTE FIJELEN RES. & DEV. CO. 703 


that description it should be added that the initial letters “C” and “A” are arranged 
in the form of a monogram, with the remaining letters, “‘st’’ and “lloy,” printed in 
two lines. The display is distinctive, but the mark is dominated by the words “Cast 
Alloy.” And distinctiveness of display adds nothing to the registrability of de- 
scriptive terms. 

Applicant points out in its brief that “its portable or stationary containers em- 
bodying refrigerating means are not castings,” then adds: 


“Applicant may make these refrigerated containers of any material, although preferably 
of thin aluminum sheets. Suppose they were made of plywood, plastic material, card- 
board, molded pulp, or the like? How could the examiner fairly say that this trade-mark 
is objectionable as being either descriptive or misdescriptive of such materials? 


But suppose further that they were made of cast alloy, as obviously they might 
be, either by applicant or by a competitor. Then clearly the mark would be pre- 
dominantly descriptive. And applicant “has no right to assert exclusive monopoly 
upon a descriptive term which describes the goods of others or which might fittingly 
be used by others in advertising and carrying out their business.” Cridlebaugh v. 
Montgomery Ward & Co. (C. C. P. A.), 158 F. 2d 646, 72 U.S. P. Q. 135. 

The decision of the Examiner of Trade-Marks is affirmed. 







EX PARTE FIJELEN RESEARCH AND DEVELOPMENT CO. 
Commissioner of Patents—August 14, 1947 


TRADE-MARKS—APPLICATION TO REGISTER—AMENDMENT OF DISCLAIMER 
Permission granted to new counsel, appearing in case after final rejection, to enter amend- 
ment restricting applicant’s disclaimer if it should be determined on further appeal that the 
mark is otherwise registrable. 
TRADE-M ARKS——REGISTRABILITY—EFFECT OF DISCLAIMER 
As filed, application to register “Film ’n File,” containing disclaimer of the word “Film” 
and of the word “File” presented nothing of substance for registration; the mark in its en- 
tirety had, in effect, been disclaimed. 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Film ’n File” held descriptive of cards adaptable to having mounted thereon, or in 
apertures therein, film or photograph of printed or other matter, which cards are capable of 
recording, by means of punched holes or other devices, information contained in said film or 
photograph. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark of Fijelen Research and Develop- 
ment Co. Applicant appeals from refusal of registration. Affirmed. 


Pennie, Edmonds, Morton & Barrows, New York, N. Y., for applicant. 


Frazer, F. A. C.: 


This is an appeal from the refusal of the Examiner of Trade-Marks to register 
the notation “Film ’n File,” under the provisions of the Act of February 20, 1905, 
as a trade-mark for “cards adaptable of having mounted thereon or in apertures 
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therein a film or photograph of printed or other matter which cards are capable of 
recording by means of punched holes or other devices information contained in said 
film or photograph.” The ground of refusal to register is that the mark is merely 
descriptive of the goods. 

As originally filed the application contained a disclaimer of the word “Film” and 
the word “File.” Present counsel did not appear in the case, however, until after 
final rejection ; and it is their contention that the word “Film” is not descriptive. 
Accordingly, they have submitted a proposed amendment restricting applicant’s 
disclaimer to the word “File.” Should it be determined on further appeal that the 
mark is otherwise registrable, the amendment may be entered. But as presented 
to the examiner there was nothing of substance to register. In other words, the 
mark in its entirety had in effect been disclaimed. In re Midy Laboratories, Inc., 
26 C. C. P. A. 1294, 104 F. 2d 617. 

Counsel argue that because the word “film” is not listed in the dictionaries as 
an adjective, it “cannot be used to define any property whatsoever of a record card.” 
Nouns, however, are frequently used as adjectives. And it seems to me that a rec- 
ord card “having mounted thereon or in apertures therein a film or photograph of 
printed or other matter” may be quite aptly described as a “film record card,” or 
even a “film file card.” 

In another sense, the,mark as a whole is more clearly descriptive of “the intended 
purpose, function, or use of the goods to which it is applied ;” and is therefore non- 
registrable under the Act of 1905. In re W. A. Sheaffer Pen Co. (C. C. P. A.), 
158 F. 2d 390, 72 U. S. P. Q. 129. In the motion picture industry the word “film” 
is commonly used as a verb, which means “to photograph on a film for use in the 
cinematograph.” “Microfilm” is also a verb, meaning “to photograph on micro- 
film.” See Webster’s New International Dictionary. In view of these definitions, 
and the admitted fact that the film mounted on applicant’s cards may be microfilm, 
I think those using the cards may properly be said to “film” the “printed or other 
matter” desired to be recorded ; or in other words, to film and file such matter. And 
it is my opinion that applicant’s mark would instantly convey that significance to 
most purchasers who are familiar with the character and function of applicant’s 
goods. 

Being thus descriptive, the mark was properly refused registration; and the 
examiner’s decision is accordingly affirmed. 
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EX PARTE MEDLEY DISTILLING COMPANY 


Commussioner of Patents—August 20, 1947 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—GENERIC NAMES 


“Bourbon Dew” held merely the name of applicant’s goods and not registrable under the 
1920 Act. 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Common occurrence of the word “Dew,” which is devoid of trade-mark significance as 
applied to whisky, in applicant's claimed mark and nine prior registrations, held not likely to 
cause confusion. 
PATENT OFFICE—PLEADING AND PRACTICE—GENERAL 
New ground of rejection advanced by Examiner of Trade-Marks in his statement in 
answer to petition from refusal of registration held sound. 


Petition from Examiner of Trade-Marks. 
Application for registration of trade-mark by Medley Distilling Company. Ap- 
plicant petitions from refusal of registration. Affirmed. 


Mida, Richards & Murray, Chicago, Ill., for applicant. 
Frazer, F. A. C.: 


The Examiner of Trade-Marks rejected this application to register the notation 
“Bourbon Dew,” under the provisions of the Act of March 19, 1920, as a trade- 
mark for whisky. The case is before me on petition from the examiner’s action. 

Registration was refused in view of nine trade-marks for the same goods, each 
including the word “Dew” in combination with another word, and all registered 
under the Act of February 20, 1905. Their only resemblance to applicant’s mark 
resides in the descriptive word “Dew ;” and since that word is devoid of trade-mark 
significance, I agree with applicant that its common occurrence is not likely to cause 
confusion. 

But in his statement in answer to the petition the examiner advanced a new 
ground of rejection, which I think is sound. By dictionary definition “bourbon” 
is a whisky, and “dew” is “spirituous liquor.” The examiner thus held that appli- 
cant’s mark “is merely a name for applicant’s goods and therefore fails to function 
as a trade-mark.” Because registration had not previously been refused on that 
ground, he suggested that “applicant is entitled to further prosecution before the 
primary examiner if it so desires.” Applicant chose to proceed with the appeal, 
and in so doing to ignore completely the examiner’s belated ruling. 

The rejection on references is disapproved, but the refusal to register on the 
ground that the mark is the name of the goods to which appropriated is affirmed. 
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EX PARTE THE NORGAHN COMPANY 


Commissioner of Patents—August 29, 1947 








TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—GENERIC NAMES 
“Moldboard Glaze,” while not the only possible name, held obviously an appropriate name 

for “liquid coating to cover snowplow shares to prevent the adhering of snow thereto,” in- 

capable of trade-mark significance and not registrable under the 1920 Act. 












Petition from Examiner of Trade-Marks. 
Application of The Norgahn Company for registration of trade-mark. Appli- 
cant petitions from refusal of registration. Affirmed. 
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Young & Wright, Milwaukee, Wis., for applicant. 
Frazer, F. A. C.: 























By this petition applicant seeks a review and reversal of the decision of the Ex- 
aminer of Trade-Marks refusing to register a mark under the provisions of the Act 
of March 19, 1920. 

Applicant’s mark is the notation “Moldboard Glaze,” appropriated to “a liquid 
coating to cover snowplow shears to prevent the adhering of snow thereto.” Regis- 
tration was refused on the ground that the mark “constitutes nothing more than the 
name of the goods and therefore could not point to origin or ownership of the 
goods.” 

Applicant insists that “Moldboard Glaze” is not “the actual name of the goods.” 
But while it is not the only possible name, it is obviously an appropriate name. The 
product is a glaze to be applied to the moldboard of a snowplow, and the mark merely 
conveys that information. I agree with the examiner that it is incapable of trade- 
mark significance. 

The decision is affirmed. 
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EX PARTE SQUARE D COMPANY 
Commissioner of Patents—August 29, 1947 








TRADE-MARKS—REGISTRABILITY OF SURNAMES—PARTICULAR INSTANCES 
In absence of opposition, “Sard” not being an “ordinary surname and having another 
recognized meaning, held not merely the name of an individual and registrable under the 1905 
Act, without being distinctively displayed. 









Appeal from Examiner of Trade-Marks. 
Application of Square D Company for registration of trade-mark. Applicant 
appeals from refusal of registration. Reversed. 


Myron J. Seibold, Detroit, Mich., for applicant. 
Frazer, F. A. C,: 


The Examiner of Trade-Marks rejected this application to register a mark for 
binoculars, under the provisions of the Act of February 20, 1905, on the ground that 
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it “is dominated by a surname that is not distinctively displayed.” Applicant appeals. 

Applicant’s mark is essentially the word “Sard,” and I agree with the examiner 
that the manner of its display lacks distinctiveness within the meaning of the Act. 
In its brief on appeal applicant so concedes, but argues that the mark is neverthe- 
less registrable. 

“Sard” isa surname. But like the word “Sarby,” involved in Ex parte Schultz- 
Rosky-Block Co., 579 O. G. 711, 67 U. S. P. Q. 15, upon which the examiner relies, 
it is rarely so used. The latter word, however, because it “has no other meaning 
necessarily is merely the name of an individual.” That is not true of applicant’s 
word, which is defined in the dictionaries as a “variety of chalcedony.” Not being 
an “ordinary” surname, and having another recognized meaning, I think “Sard” 
is not “merely the name of an individual” under the doctrine of Jn re Sawyer Elec- 
trical Manufacturing Co., 32 C. C. P. A. 740, 144 F. 2d 893. Should the proposed 
registration be opposed by someone bearing that name, a different situation will be 
presented ; but in the absence of opposition it is my opinion that the mark should be 
registered. 

The decision of the Examiner of Trade-Marks is reversed. 
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EX PARTE IDEAL TOOTH, INCORPORATED 


Commissioner of Patents—September 8, 1947 


TRADE-MARKS—WoOrpDs INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“New Type” held descriptive of artificial teeth. 
TRADE- MARKS—REGISTRABILITY—DESCRIPTIVENESS 
“New Type,” having acquired a secondary meaning, held registrable under the 1920 Act, 
since descriptiveness is no bar to registration under that Act of marks which also denote 
origin. 








Petition from Examiner of Trade- Marks. 
Application for registration of trade-mark of Ideal Tooth Incorporated. Appli- 
cant petitions from refusal of registration. Reversed. 


Roberts, Cushman & Grover, Boston, Mass., for applicant. 


Frazer, F. A. C.: 













The Examiner of Trade-Marks refused to register the notation “New-Type,” 
under the Act of March 19, 1920, as a trade-mark for “artificial teeth,” on the 
ground that “those words merely signify that applicant’s artificial teeth possess some 
feature or features not heretofore possessed by other artificial teeth,” and hence 
lack trade-mark significance. The case is before me on petition from that ruling. 


i The examiner cites a number of Patent Office decisions that lend superficial sup- 
port to his position ; but they are all distinguishable, because each lacked a persuasive 
; showing that the particular mark involved had acquired a secondary meaning. Ap- 
3 plicant’s showing in that regard is clear and convincing. The mark has been very 


extensively used over a period of seven years, not descriptively, but as a trade-mark ; 
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and it has been accepted as such by the dental trade. And as pointed out in the 
brief, applicant does not deal with the general public. 

The mark is of course descriptive, but descriptiveness is no bar to registration 
under the 1920 Act of marks that also denote origin. 

Applicant relies heavily on the case of Armstrong Paint and Varnish Works v. 
Nu-Enamel Corporation, 305 U. S. 315, 39 U. S. P. Q. 402, which I am inclined 
to agree is controlling. The Supreme Court there held that ““Nu-Enamel” was val- 
idly registered for enamels, though “‘as applied to them it is descriptive.” And if 
“Nu-Enamel” can function as a trade-mark for enamels, it seems clear that “‘New- 
Type” can so function in relation to artificial teeth. 

The decision of the Examiner of Trade-Marks is reversed. 
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